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including McQueen, would consider firing
on the Mary Carla to be appropriate. The
essence of McQueen’s argument is that
because it was not reasonably foreseeable
that his actions would result in law enforcement discharging a firearm, he did
not induce the discharge. The Government contends the discharges were a reasonable response to McQueen’s conduct,
and are therefore attributable to
McQueen. Thus, the parties agree that
the issue in this case is whether law enforcement’s discharge of illuminated warning shots was a reasonably foreseeable
result of McQueen’s conduct; that is,
whether McQueen legally caused the discharges.

arms because law enforcement’s response
was a reasonably foreseeable result of
McQueen’s
conduct.
We
affirm
McQueen’s 84–month sentence.

McQueen attempted to smuggle 14
aliens into the United States using a 33–
foot boat in the dead of night. CBP patrol
boats and aircraft interdicted his boat
twelve nautical miles from shore. CBP
officers activated their patrol boats’ blue
lights, sirens, and spotlights. Instead of
stopping, McQueen turned his vessel away
from land and fled. CBP patrol boats
pursued McQueen for three minutes, repeatedly ordering him to stop his vessel.
When he did not stop, CBP officers fired
two illuminated warning shots. The discharges were not accidental. Rather, they
were measured responses to McQueen’s
continued criminal conduct.
As in
Williams, McQueen’s actions induced, i.e.
brought about, produced, or caused, the
discharge of a firearm. Contrary to
McQueen’s assertions, a ‘‘reasonable’’ alien
smuggler who flees from law enforcement
on the high seas would foresee the use of
illuminated warning shots to gain compliance.

and

IV.

CONCLUSION

Our de novo review of the evidence leads
us to conclude McQueen’s actions induced
law enforcement to discharge their fire-

AFFIRMED.

,
BARD PERIPHERAL VASCULAR,
INC. and David Goldfarb, M.D., Plaintiffs/Counterclaim, Defendants–Appellees,

C.R. Bard, Inc., Counterclaim
Defendant–Appellee,
v.
W.L. GORE & ASSOCIATES, INC.,
Defendant/Counterclaimant–
Appellant.
No. 2010–1510.
United States Court of Appeals,
Federal Circuit.
Feb. 10, 2012.
Background: Licensee and patentee filed
infringement action against competitor alleging infringement of patent for expanded
polytetrafluoroethylene (ePTFE) vascular
graft, 2002 WL 1920033. Competitor counterclaimed alleging inequitable conduct
and invalidity. The United States District
Court for the District of Arizona, Mary H.
Murguia, J., 573 F.Supp.2d 1170, and 586
F.Supp.2d 1083, entered a judgment based
on findings that patent was willfully infringed and not invalid for improper inventorship, anticipation, obviousness, or lack
of written description, and, denied competitor’s motion for judgment as matter of
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law, 586 F.Supp.2d 1083, and competitor
appealed.
Holdings: The Court of Appeals, Gajarsa,
Circuit Judge, held that:
(1) substantial evidence supported finding
that plant manager was not a joint
inventor;
(2) patent claims were not invalid for lack
of written description;
(3) substantial evidence supported finding
that competitor willfully infringed patent; and
(4) court validly exercised its discretion by
doubling the jury’s damages award for
willfully infringing patent.
Affirmed.
Newman, Circuit Judge, filed dissenting
opinion.
1. Courts O96(7)
Denial of post-trial motions for judgment as a matter of law in patent cases are
reviewed under the applicable regional circuit law.
2. Patents O324.54
A district court’s award of enhanced
damages and attorney fees in patent case
is reviewed under an abuse of discretion
standard; review of an award of a royaltybearing license and refusal to issue a permanent injunction are also reviewed for
abuse of discretion.
3. Patents O324.5, 324.55(2)
In patent case, inventorship is a question of law that is reviewed de novo, based
on underlying facts which are reviewed for
clear error.
4. Federal Courts O765
When court reviews the denial of postverdict motions for judgment as a matter
of law (JMOL) on mixed questions of law
and fact given to a jury, court must sustain

the jury’s conclusion unless the jury was
not presented with substantial evidence to
support any set of implicit findings sufficient under the law to arrive at its conclusion.
5. Patents O91(3)
In patent case, a party alleging nonjoinder of inventors must meet the heavy
burden of proving its case by clear and
convincing evidence. 35 U.S.C.A. § 116.
6. Patents O92
A person is a ‘‘joint inventor’’ only if
he contributes to the conception of the
claimed invention; conception requires that
the inventor appreciate that which he has
invented, and therefore, joint inventorship
arises only when collaboration or concerted effort occurs—that is, when the inventors have some open line of communication
during or in temporal proximity to their
inventive efforts. 35 U.S.C.A. § 116.
See publication Words and Phrases for other judicial constructions
and definitions.

7. Patents O92
A ‘‘joint inventor’’ must (1) contribute
in some significant manner to the conception or reduction to practice of the invention, (2) make a contribution to the claimed
invention that is not insignificant in quality, when that contribution is measured
against the dimension of the full invention,
and (3) do more than merely explain to the
real inventors well-known concepts and/or
the current state of the art. 35 U.S.C.A.
§ 116.
8. Patents O92
Substantial evidence supported finding that plant manager was not a joint
inventor of expanded polytetrafluoroethylene (ePTFE) vascular graft; plant manager, who physically conveyed undifferentiated tubes to research director but did not
communicate to research director that the
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internodal distance was the key to creating
successful grafts, did not contribute to the
conception of the invention in a significant
manner, and there was no evidence that
plant manager either recognized or appreciated the critical nature of the internodal
distance and communicated that key requirement to research director before research director reduced the invention to
practice. 35 U.S.C.A. § 116.
9. Patents O69, 72(1)
A single prior art reference must expressly or inherently disclose each claim
limitation to anticipate a claim; additionally, the reference must enable one of ordinary skill in the art to make the invention
without undue experimentation.
10. Patents O69
There was no clear and convincing
evidence that publication of article on a
new vascular prosthesis for a small caliber
artery enabled a person of ordinary skill in
the art to make the invention of expanded
polytetrafluoroethylene (ePTFE) vascular
graft without undue experimentation and
thus could not be used as anticipatory
prior art; even if article was a proper prior
art reference, there was substantial evidence that article did not anticipate the
claimed invention.
11. Patents O16.17
Claims of patent for polytetrafluoroethylene (ePTFE) vascular graft, which required specific ‘‘average distance[s] between nodes,’’ were not obvious; neither
cited prior art reference, separately or in
combination, disclosed the importance of
the internodal distance. 35 U.S.C.A.
§ 103.
12. Patents O99
Substantial evidence demonstrated
that wall thickness was not an essential
element of invention of polytetrafluoroethylene (ePTFE) vascular graft, and there-
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fore claims were not invalid for lack of
written description; written description,
which provided that ‘‘[g]rafts embodying
the present invention, having wall thicknesses in the range between 0.2 and 0.8
millimeters have exhibited excellent mechanical properties’’ and ‘‘[g]rafts falling
outside these ranges have been found to be
marginal or clinically unacceptable,’’ did
not mandate a wall thickness within the
stated range for the claimed invention. 35
U.S.C.A. § 112.
13. Patents O227, 312(8)
To establish willful infringement, a
patentee must show by clear and convincing evidence that the infringer acted despite an objectively high likelihood that its
actions constituted infringement of a valid
patent; for a finding of willfulness, once
the threshold objective standard is satisfied, the patentee must also demonstrate
that this objectively-defined risk was either known or so obvious that it should
have been known to the accused infringer.
14. Patents O312(8)
Substantial evidence supported finding that competitor willfully infringed patent for polytetrafluoroethylene (ePTFE)
vascular graft by manufacturing and selling grafts despite an objectively high likelihood the grafts infringed a valid patent;
competitor relied on prior art references
which had already rejected by the Patent
and Trademark Office (PTO) and competitor’s opinion of counsel was not based on
an objective perspective.
15. Patents O227
A patent infringer’s reliance on favorable advice of counsel is not dispositive of
the willfulness inquiry.
16. Patents O319(3)
Decision whether to award enhanced
damages for willful patent infringement is
firmly within the scope of the district
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court’s reasoned discretion, informed by
the totality of the circumstances. 35
U.S.C.A. § 284.
17. Patents O319(3)
Factors for determining whether an
infringer has acted in bad faith so as to
warrant an award of enhanced damages
for willful patent infringement include: (1)
whether the infringer deliberately copied
the ideas or design of another; (2) whether
the infringer, when he knew of the other’s
patent protection, investigated the scope of
the patent and formed a good-faith belief
that it was invalid or that it was not infringed; (3) the infringer’s behavior as a
party to the litigation; (4) defendant’s size
and financial condition; (5) closeness of the
case; (6) duration of defendant’s misconduct; (7) remedial action by the defendant;
(8) defendant’s motivation for harm; and
(9) whether defendant attempted to conceal its misconduct. 35 U.S.C.A. § 284.
18. Patents O319(3)
Court validly exercised its discretion
by doubling the jury’s damages award for
willfully infringing patent for polytetrafluoroethylene (ePTFE) vascular graft, and
not tripling it in view of closeness of the
case, and fact that infringer did not attempt to conceal its misconduct. 35
U.S.C.A. § 284.

based on the jury’s verdict of willfulness,
evidence supporting willfulness, fact that
defendant repeatedly lost yet during litigation process yet continued to infringe, and
that defendant argued contradictory positions on infringement throughout the litigation and relied on testimony that was
not credible. 35 U.S.C.A. § 285.
21. Patents O316
Taking economic market forces into
account was a reasonable and valid assumption by the district court in setting
ongoing royalty rate to compensate for
future infringement of patent for polytetrafluoroethylene (ePTFE) vascular graft;
additionally, court did not abuse its discretion in setting a 12.5% to 20% royalty rate,
rather than the 10% rate set by the jury,
for the ongoing royalty on defendant’s infringing grafts.
Patents O328(2)
6,436,135. Valid and Infringed.

19. Patents O325.11(2.1)
Whether a patent infringement case is
exceptional and, thus, eligible for an award
of attorney fees requires the district court
to first, make a factual determination of
whether a case is exceptional and second,
exercise its discretion to determine whether attorney fees are appropriate. 35
U.S.C.A. § 285.

Steven C. Cherny, Kirkland & Ellis,
LLP, of New York, NY, argued for the
plaintiffs/counterclaim defendants-appellees and counterclaim defendant-appellee.
With him on the brief were John C.
O’Quinn, Nathan S. Mammen and William
H. Burgess, of Washington, DC. Of counsel on the brief were Gregory G. Garre
and Maximilian A. Grant, Latham & Watkins LLP, of Washington, DC; Andrew M.
Federhar, Fennemore Craig P.C., of Phoenix, of AZ; and John L. Strand, Wolf,
Greenfield & Sacks, P.C., of Boston, MA.
Of counsel was Amanda Hollis, Kirkland &
Ellis LLP, of Chicago, IL.

20. Patents O325.11(3)
District court did not abuse its discretion in finding case exceptional so as to
justify award of attorney fees and costs

Richard G. Taranto, Farr & Taranto, of
Washington, DC, argued for the defendant/counterclaimant-appellant. Of counsel on the brief were David H. Pfeffer,
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Harry C. Marcus, James W. Gould, Steven
M. Purdy and Joseph A. Farco, Locke,
Lord, Bissell & Liddell, LLP, of New
York, NY; Matthew K. Blackburn, of San
Francisco, CA; and William J. Maledon,
Osborn Maledon, P.A., of Phoenix, AZ;
John S. Campbell, W.L. Gore & Associates, Inc., of Newark, DE.
Before NEWMAN, GAJARSA,* and
LINN, Circuit Judges.
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that there is substantial evidence to support the jury’s verdict of no improper inventorship, anticipation, obviousness, or
lack of written description and of willful
infringement, and the district court did not
abuse its discretion in awarding enhanced
damages, attorneys’ fees and costs, and an
ongoing royalty, we affirm the judgment.1
BACKGROUND
A.

Opinion for the court filed by Circuit
Judge GAJARSA.
Dissenting opinion filed by Circuit
Judge NEWMAN.
GAJARSA, Circuit Judge.
This has been a long and arduous journey for the parties in this litigation, but
this should be the final curtain of the saga,
which commenced in 1974 with the filing of
the patent application that eventually matured as U.S. Patent No. 6,436,135 (‘‘8135
patent’’). In this patent infringement action, W.L. Gore & Associates, Inc. (‘‘Gore’’)
appeals the United States District Court
for the District of Arizona’s judgment, after a jury verdict, that (1) found the 8135
patent willfully infringed and not invalid
for improper inventorship, anticipation, obviousness, or lack of written description,
and (2) awarded enhanced damages, attorneys’ fees and costs, and an ongoing royalty in favor of Bard Peripheral Vascular,
Inc. and David Goldfarb (collectively,
‘‘Bard’’). Bard Peripheral Vascular, Inc.
v. W.L. Gore & Assocs., Inc. (‘‘Final Judgment ’’), No. 03–CV–0597 (D.Ariz. Aug. 24,
2010), ECF No. 1047. Because we find
* Circuit Judge Gajarsa assumed senior status
on July 31, 2011.
1. The majority affirms on the record presented after two previous appeals to this court
and facts as found by the United States Patent
and Trademark Office and a jury. Contrary
to the dissent, we are not free to ignore the

The technology in this case involves
prosthetic vascular grafts that are fabricated from highly-expanded polytetrafluoroethylene (‘‘ePTFE’’). 8135 patent col.1
ll.3–5. The grafts are used to bypass or
replace blood vessels to assure adequate
and balanced blood flow to particular parts
of the body. Id. col.1 ll.6–7.
In the early 1970s, when the invention
was made, ePTFE was produced as
tubes that had a structure consisting of
solid nodes of PTFE connected by thin
PTFE fibrils. The distance between the
nodes is referred to as the fibril length
[or the internodal distance]. This distance is important to the suitability of
the ePTFE material for use as a vascular graft.
Cooper v. Goldfarb (‘‘Cooper II ’’), 240 F.3d
1378, 1381 (Fed.Cir.2001); see also Cooper
v. Goldfarb (‘‘Cooper I ’’), 154 F.3d 1321,
1324 (Fed.Cir.1998). Gore sells ePTFE
under the brand name ‘‘Gore–Tex.’’ Cooper I, 154 F.3d at 1324.
The 8135 patent, entitled ‘‘Prosthetic
Vascular Graft,’’ was filed on October 24,
1974 and issued nearly twenty-eight years
long history of this case and these prior determinations. We cannot revisit the facts anew,
nor meander through the record and select
facts like our favorite jelly beans, nor characterize the facts as the Bard would in a Shakespearean tragedy.
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later on August 20, 2002. 8135 patent at
[54], [22], [45]. The 8135 patent discloses a
graft ‘‘formed from a small bore tube of
polytetrafluoroethylene which has been
heated, expanded and sintered so as to
have a microscopic superstructure of uniformly distributed nodes interconnected by
fibrilsTTTT’’ Id. col.3 ll.41–44. A major objective of the claimed invention is providing ‘‘a homogeneously porous vascular
prosthesis’’ with ‘‘small nodes interconnected by extremely fine fibrils to form an
open superstructure which will allow uniform, controlled transmural cellular ingrowth and thereby assure the establishment and maintenance of a thin, viable
neointima as well as firm structural integration of the graft into the body.’’ Id.
col.3 ll.27–34.
Bard asserts that Gore infringes claims
20 to 27 of the 8135 patent, of which independent claim 20 is representative:
20. An artificial vascular prosthesis
comprising expanded, porous, polytetrafluorocthylene [sic] having a microstructure consisting of nodes interconnected
by fibrils which permits tissue ingrowth, wherein an average distance between nodes is not less than about 6
microns and is small enough to prevent
transmural [sic] blood flow.
Id. col.12 ll.1–6 (emphases added). Claims
21 to 24, which depend from claim 20,
claim an upper limit on the average distance between the nodes from about 80 to
about 200 microns. Id. col.12 ll.7–18. Independent claims 25 to 27 claim that the
average distance between the nodes is
about 6 to about 80 microns. Claims 25
and 26 also specify ‘‘a wall thickness greater than about 0.2 millimeters and less than
about 0.8 millimeters.’’ Id. col.12 ll.21–22,
28–29. Claim 26 further adds the limitation of ‘‘an average density in the range of
between about 0.2 and 0.5 grams per millimeter.’’ Id. col.12 ll.30–31.

The prior art at issue in this appeal
includes two articles, one by Dr. Jay Volder and one by Dr. Hiroshi Matsumoto.
See Jay G.R. Volder et al., A–V Shunts
Created in New Ways, Transactions,
American Society for Artificial Internal
Organs, vol. XIX, Apr. 8–9, 1973, at 38–42
(‘‘Volder’’); H. Matsumoto et al., A New
Vascular Prosthesis for a Small Caliber
Artery, Surgery, vol. 74, no. 4, Oct. 1973,
at 519–23 (‘‘Matsumoto’’). Both publications were considered by the examiner at
the United States Patent and Trademark
Office (‘‘PTO’’) during the prosecution of
the 8135 patent and are listed on the first
page of the patent-in-suit. 8135 patent at
[56].
The factual history of this case has been
discussed in a previous decision of this
court:
[Peter] Cooper was the Plant Manager
of [Gore’s] Flagstaff, Arizona facility,
and primarily was involved in making
ePTFE tubes. Cooper provided the
tubes to various researchers, who evaluated their suitability for vascular grafts.
During the course of his work, Cooper
discovered that material from ePTFE
tubes with fibril lengths TTT [of about 5
to 100 microns] was suitable for use in
vascular grafts.
TTT
During the same period, Goldfarb was
Director of Research and Clinical Staff
Surgeon at the Arizona Heart Institute
[ (‘‘AHI’’) ], and was conducting research
on artificial vascular grafts. Between
February and April of 1973, Cooper sent
Goldfarb a number of ePTFE tubes to
use in his research. Although Cooper
intended that Goldfarb use the tubes for
vascular grafts, Cooper did not have any
right of control over Goldfarb’s research,
and Goldfarb was not required to use
the tubes supplied by Cooper or to per-
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form his experiments in any particular
way.
Goldfarb conducted a series of experiments involving 21 grafts made from the
tubes Cooper provided. On June 13,
1973, the graft labeled ‘‘2–73 RF,’’ which
came from Lot 459–04133–9 provided by
Cooper, was determined to be a successful implant in a dog.
Cooper II, 240 F.3d at 1381.
B.
The 8135 patent was previously the subject of an interference proceeding between
Cooper and Goldfarb at the Board of Patent Appeals and Interferences (‘‘Board’’),
Interference No. 101,100 (‘‘Interference’’).
On April 2, 1974, Cooper filed Patent Application No. 05/457,711 claiming the use of
ePTFE as a vascular graft. Cooper I, 154
F.3d at 1325. On October 24, 1974, Goldfarb filed Patent Application No. 05/517,415 also claiming the use of ePTFE as a
vascular graft. Id. at 1326. On September 19, 1983, the PTO declared an interference between the two patent applications
with Cooper as the senior party and Goldfarb as the junior party. Id. The only
count, which is ‘‘the Board’s description of
the interfering subject matter that sets the
scope of admissible proofs on priority,’’ 37
C.F.R. § 41.201, from the Interference relevant to this case states:
An artificial vascular prosthesis comprising expanded, porous, polytetraflouroethylene [sic] having a microstructure
consisting of nodes interconnected by
fibrils which permits tissue ingrowth,
wherein said fibrils are above about 5
microns up to 100 microns in length.
Cooper I, 154 F.3d at 1326. The Board
awarded priority of invention to Goldfarb
because Goldfarb established that he had
reduced the invention to practice before
Cooper. Id. at 1326–27.

1177

This court affirmed ‘‘the Board’s determination that Goldfarb had conceived the
invention and reduced it to practice by
July of 1973.’’ Id. at 1331. This court
also, however, determined that the Board
erred ‘‘by failing to consider whether Goldfarb’s efforts inure to the benefit of Cooper,’’ and remanded the case for the Board
to consider that issue. Id. at 1333.
On appeal for the second time, this court
explained that Cooper conceived the invention, but only after sending to Goldfarb the
tubes which Goldfarb used to conceive the
invention and reduce it to practice. Cooper II, 240 F.3d at 1381. Cooper could not
have known that the tubes sent to Goldfarb met the claim limitations when he
sent them. Id. Additionally, Cooper neither communicated his finding to Goldfarb
before Goldfarb made the invention nor
did he exercise diligence in an attempt to
reduce the invention to practice. Id. at
1381–83. Therefore, this court found that
‘‘Cooper has not established that he contemporaneously appreciated that the material tested by Goldfarb met the fibril
length limitation of the interference count,
and has not established that Goldfarb’s
knowledge of the material’s fibril lengths
inured to his benefit.’’ Id. at 1381–82.
Accordingly, this court affirmed the
Board’s decision that ‘‘the relationship between Cooper and Goldfarb was such that
Goldfarb’s work did not inure to Cooper’s
benefit’’ and priority of invention was
awarded to Goldfarb. Id. at 1380.
C.
On March 28, 2003, Bard filed suit
against Gore for infringement of the 8135
patent. After a seventeen-day trial, on
December 11, 2007, a jury found the 8135
patent valid and willfully infringed by
Gore. Bard Peripheral Vascular, Inc. v.
W.L. Gore & Assocs., Inc. (‘‘Verdict
Form ’’), No. 03–CV–0597 (D.Ariz. Dec. 11,
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2007), ECF No. 771. More specifically,
the jury found that the 8135 patent was not
invalid for improper inventorship, anticipation, obviousness, or lack of written description. Id. at 16–19. The jury awarded
Bard lost profits in the amount of
$102,081,578.82 and reasonable royalties in
the amount of $83,508,292.20, and set a
reasonable royalty rate of 10%. Id. at 22–
23.
In what it deemed ‘‘the most complicated case th[e district] court has presided
over,’’ Bard Peripheral Vascular, Inc. v.
W.L. Gore & Assocs., Inc. (‘‘License ’’), No.
03–CV–0597, slip op. at 1 (D.Ariz. July 21,
2010), ECF No. 1057, the court denied
Gore’s motions for judgment as a matter of
law on inventorship, anticipation, obviousness, written description, and willfulness.
Bard Peripheral Vascular, Inc. v. W.L.
Gore & Assocs., Inc. (‘‘Post–Trial I ’’), 586
F.Supp.2d 1083, 1099 (D.Ariz.2008); Bard
Peripheral Vascular, Inc. v. W.L. Gore &
Assocs., Inc. (‘‘Obviousness I ’’), No. 03–
CV–0597, 2008 WL 2954187, at *6 (D.Ariz.
July 29, 2008). The court also denied
Gore’s renewed motions for judgment as a
matter of law on those issues. Bard Peripheral Vascular, Inc. v. W.L. Gore &
Assocs., Inc. (‘‘Post–Trial II ’’), No. 03–
CV–0597, 2009 WL 886514, at *12–13
(D.Ariz. Mar. 31, 2009); Bard Peripheral
Vascular, Inc. v. W.L. Gore & Assocs., Inc.
(‘‘Obviousness II ’’), No. 03–CV–0597, 2009
WL 886515, at *7 (D.Ariz. Mar. 31, 2009).
The district court awarded Bard enhanced damages by a factor of two, doubling
Bard’s
award
from
the
$185,589,871.02 jury verdict amount to
2.

As in Paice LLC v. Toyota Motor Corp.,
We use the term ongoing royalty to distinguish this equitable remedy from a compulsory license. The term ‘‘compulsory license’’ implies that anyone who meets
certain criteria has congressional authority
to use that which is licensed. By contrast, the ongoing-royalty order at issue

$371,179,742.04. Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc.
(‘‘Damages ’’), No. 03–CV–0597, slip op. at
20, 23, 2009 WL 886514, at *11 (D.Ariz.
Mar. 31, 2009), ECF No. 951. The court
also awarded Bard its attorneys’ fees and
non-taxable costs in the amount of $19
million. Id. at 23. Additionally, the court
denied Bard’s motion for a permanent injunction, but granted Bard’s alternative
motion for the imposition of an ongoing
royalty. Bard Peripheral Vascular, Inc.
v. W.L. Gore & Assocs., Inc. (‘‘Injunction ’’), No. 03–CV–0597, 2009 WL 920300,
at *4–10 (D.Ariz. Mar. 31, 2009). The
court awarded Bard an ongoing royalty
with a range of royalty rates from 12.5% to
20% for Gore’s various types of infringing
grafts.2 License, slip op. at 15–16.
The district court entered an amended
final judgment on August 24, 2010, and
Gore timely appealed on August 25, 2010.
The district court had jurisdiction under
28 U.S.C. § 1338(a), and we have appellate
jurisdiction under 28 U.S.C. § 1295(a)(1).
DISCUSSION
[1] We review denial of post-trial motions for judgment as a matter of law
under the applicable regional circuit law,
the Ninth Circuit in this case. See Revolution Eyewear, Inc. v. Aspex Eyewear,
Inc., 563 F.3d 1358, 1370 (Fed.Cir.2009).
The Ninth Circuit reviews a district court’s
denial of motions for judgment as a matter
of law de novo. Janes v. Wal–Mart Stores
Inc., 279 F.3d 883, 886 (9th Cir.2002). A
‘‘jury’s verdict must be upheld if it is suphere is limited to one particular TTT defendant[ ]; there is no implied authority in
the court’s order for any other [graft]
manufacturer to follow in [Gore]’s footsteps and use the patented invention with
the court’s imprimatur.
504 F.3d 1293, 1314 n. 13 (Fed.Cir.2007)
(citation omitted).
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ported by substantial evidence, TTT even if
it is also possible to draw a contrary conclusion.’’ Pavao v. Pagay, 307 F.3d 915,
918 (9th Cir.2002). Substantial evidence is
‘‘relevant evidence as reasonable minds
might accept as adequate to support a
conclusion.’’ Three Boys Music Corp. v.
Bolton, 212 F.3d 477, 482 (9th Cir.2000)
(citation omitted). The Ninth Circuit ‘‘disregard[s] all evidence favorable to the
moving party that the jury is not required
to believe, and may not substitute its view
of the evidence for that of the jury.’’
Johnson v. Paradise Valley Unified Sch.
Dist., 251 F.3d 1222, 1227 (9th Cir.2001)
(internal quotation marks and citations
omitted). The court will not ‘‘weigh the
evidence or assess the credibility of witnesses in determining whether substantial
evidence exists.’’ Landes Constr. Co. v.
Royal Bank of Can., 833 F.2d 1365, 1371
(9th Cir.1987) (citations omitted).
[2] We review a district court’s ‘‘award
of enhanced damages and attorney fees
under an abuse of discretion standard.’’
ACCO Brands, Inc. v. ABA Locks Mfrs.
Co., 501 F.3d 1307, 1312 (Fed.Cir.2007)
(citation omitted). We also review an
award of a royalty-bearing license and refusal to issue a permanent injunction for
abuse of discretion. On Demand Mach.
Corp. v. Ingram Indus., Inc., 442 F.3d
1331, 1337 (Fed.Cir.2006). A district court
abuses its discretion when ‘‘its decision is
based on clearly erroneous findings of fact,
is based on erroneous interpretations of
the law, or is clearly unreasonable, arbitrary or fanciful.’’ Cybor Corp. v. FAS
Techs., Inc., 138 F.3d 1448, 1460 (Fed.Cir.
1998) (en banc) (citation omitted).
Gore contends that the jury’s verdict on
the inventorship, anticipation, obviousness,
written description, and willful infringement issues was not supported by substantial evidence and the district court abused
its discretion regarding the issues of en-
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hanced damages, attorneys’ fees and costs,
and ongoing royalties. For the following
reasons, we disagree.
A.
[3, 4] Inventorship is ‘‘a question of
law that we review de novo, based on
underlying facts which we review for clear
error.’’ Univ. of Pittsburgh of the Commonwealth Sys. of Higher Educ. v. Hedrick, 573 F.3d 1290, 1297 (Fed.Cir.2009).
When this court reviews the denial of postverdict motions for judgment as a matter
of law on ‘‘mixed question[s] of law and
fact given to a jury TTT, we must sustain
the jury’s conclusion unless the jury was
not presented with substantial evidence to
support any set of implicit findings sufficient under the law to arrive at its conclusion.’’ Eli Lilly & Co. v. Aradigm Corp.,
376 F.3d 1352, 1362 (Fed.Cir.2004) (citation omitted) (calling substantial evidence
that which ‘‘a reasonable mind might accept as adequate to support a conclusion’’).
[5–7] Section 116 of Title 35 of the
United States Code states that ‘‘[w]hen an
invention is made by two or more persons
jointly, they shall apply for patent jointly.’’
‘‘The inventors as named in an issued patent are presumed to be correct. Thus, a
party alleging non joinder must meet the
heavy burden of proving its case by clear
and convincing evidence.’’ Nartron Corp.
v. Schukra U.S.A., Inc., 558 F.3d 1352,
1356 (Fed.Cir.2009) (citations omitted). A
person is ‘‘a joint inventor only if he contributes to the conception of the claimed
invention.’’ Eli Lilly, 376 F.3d at 1359
(citations omitted). Conception ‘‘requires
that the inventor appreciate that which he
has invented.’’ Invitrogen Corp. v. Clontech Labs., 429 F.3d 1052, 1063 (Fed.Cir.
2005).
Joint inventorship, therefore,
arises only ‘‘when collaboration or concerted effort occurs—that is, when the inventors have some open line of communication
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during or in temporal proximity to their
inventive efforts.’’ Eli Lilly, 376 F.3d at
1359. Additionally, a joint inventor must
(1) contribute in some significant manner to the conception or reduction to
practice of the invention, (2) make a
contribution to the claimed invention
that is not insignificant in quality, when
that contribution is measured against
the dimension of the full invention, and
(3) do more than merely explain to the
real inventors well-known concepts
and/or the current state of the art.
Pannu v. Iolab Corp., 155 F.3d 1344,
1351 (Fed.Cir.1998). Therefore, in order
to prevail at trial, Gore had to prove by
clear and convincing evidence that Cooper
contributed to Dr. Goldfarb’s conception of
the internodal distances in a significant
way.
[8] The jury found that the 8135 patent
was not invalid for improper inventorship
by finding that Cooper and Goldfarb were
not joint inventors of the claimed invention.3 Verdict Form, at 18. The district
court determined that ‘‘Gore failed to present sufficient evidence to show that a reasonable jury could not have found the patent valid notwithstanding Gore’s claims of
improper inventorship’’ and denied Gore’s
motion for judgment as a matter of law on
the issue. Post–Trial I, 586 F.Supp.2d at
1094. On appeal, Gore argues that Cooper’s contributions to the conception of the
invention were significant and make him a
joint inventor. We hold that Bard presented substantial evidence for the jury to
find that Goldfarb and Cooper were not
joint inventors because Cooper did not
communicate to Goldfarb that the internodal distance was the key to creating successful grafts, and, therefore, the jury
could have reasonably concluded that Coo3.

The jury also found that Dr. Volder, who
was not a party to this litigation and the
author of a prior art article, was not the sole

per’s collaboration with Goldfarb did not
contribute to the conception of the invention in a significant manner.
In an appeal from the Interference, this
court determined that
[the evidence] do[es] not indicate that
Cooper expected that the ePTFE material that was to be tested by Goldfarb
had the fibril lengths required by the
interference count, or that Cooper submitted the material to Goldfarb for a
determination of its fibril lengths. As
noted in Cooper I, TTT Cooper was focusing on the porosity of the material at
that time, not its fibril length. Cooper I,
154 F.3d at 1324. Indeed, Cooper admits that, even after he conceived the
importance of fibril length, he did not
convey that information to Goldfarb.
He also admits that he did not ask Goldfarb to use grafts with fibril lengths
required by the interference count, or to
determine the fibril lengths of successful
grafts. While Cooper was not required
to communicate his conception to Goldfarb, Cooper I, 154 F.3d at 1332, his
failure to convey any information or requests regarding fibril length prevents
Goldfarb’s determination of the fibril
lengths of the material from inuring to
his benefit.
TTT
[N]o evidence of record indicates that
Cooper knew the fibril lengths of the
material tested by Goldfarb at the relevant time, i.e., prior to Goldfarb’s reduction to practice in 1973.
Cooper II, 240 F.3d at 1385. This lack
of communication and utter lack of understanding of what would make a successful
graft is substantial evidence in support of
inventor and that Dr. Volder and Goldfarb
were not joint inventors. Verdict Form, at 18.
Gore did not appeal this finding.
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the jury’s verdict implicitly finding that
Cooper’s contribution was insignificant.
Although Gore argues that Cooper ‘‘conveyed [the internodal distance] physically
by making and sending the invention embodiment to Goldfarb,’’ it admits that
‘‘Cooper did not verbally convey the internodal distance.’’ Appellant’s Br. 46. Additionally, Goldfarb testified at trial that
the various tubes Gore sent to him looked
the same to the naked eye, but each tube
was different, and that each individual
tube’s microstructure varied along the
length of the tube. J.A. 9370–72, 76.
Goldfarb personally selected the most
promising sections for implantation. [Id].
Goldfarb also testified that after an initial
set of implantations, he gave a Gore employee specifications of what might make a
more successful graft, including specific
internodal distances.
J.A. 9398–99.
Therefore, the jury could have reasonably
determined that ‘‘physically conveying’’ the
undifferentiated tubes to Goldfarb was an
insignificant contribution to the conception
of the importance of internodal distance
when weighed against Goldfarb’s personal
selections and directions.
As further evidence of the insignificance
of Cooper’s contribution, Cooper previously testified in the Interference that he did
not provide Goldfarb information about the
GORE–TEX structure ‘‘in any great detail’’ when they met. J.A. 23112. He also
testified that he later resorted to taking
Goldfarb’s slides to learn what variables in
the grafts were important in producing
4.

The dissent complains that Detton recanted
some other earlier testimony during trial, Dissent at 1197–99, but the jury was not required
to believe his changed testimony. It could
and did believe his original testimony. And
‘‘[i]n reviewing a jury verdict, the court must
draw all reasonable inferences in favor of the
verdict, without making credibility determinations and without reweighing the evidence.’’
Johns Hopkins Univ. v. Datascope Corp., 543
F.3d 1342, 1350 (Fed.Cir.2008) (Newman, J.,
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good results. J.A. 36993–94. Also in the
Interference, former Gore employee Richard Mendenhall testified that ‘‘there was
no discussion of substance’’ at a meeting
with Cooper and Goldfarb, and that it was
Goldfarb who explained to Cooper ‘‘the
characteristics that were ideal for the synthetic artery,’’ not the other way around.
J.A. 22648, 22642. Finally, in the present
case, Goldfarb testified that, with the exception of a statistician’s suggestion to
randomize the placement of certain grafts,
no one from Gore gave him any instruction
regarding how to set up his experiments,
including what types of grafts to use, what
characteristics to look for, and what range
of variables would produce a successful
graft. J.A. 31638–40. Notably, Gore employee Dan Detton’s previous deposition
testimony was read into the record stating
that Cooper never made grafts, never extruded tubing that was used to make
grafts, and did not contribute to the design
of the structure that Goldfarb made.
When asked if Cooper contributed to the
design of the structure made by Goldfarb,
Detton said ‘‘you could generally count on
whatever he said as being probably 180
degrees from what was correct.’’ 4
In addition to evidence of Cooper’s
failure to communicate the internodal distance to Goldfarb, or make any contribution to the conception of internodal distance, Bard also presented evidence of
Goldfarb’s control over his experiments.
A Gore ‘‘Trip Report’’ stated that ‘‘Dr.
dissenting) (citing Reeves v. Sanderson Plumbing Prods., Inc., 530 U.S. 133, 150, 120 S.Ct.
2097, 147 L.Ed.2d 105 (2000)) (‘‘When reviewing a jury verdict, it is impermissible for
the appellate court to substitute its own findings based on the evidence that was before
the juryTTTT’’ (citing Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255, 106 S.Ct. 2505, 91
L.Ed.2d 202 (1986))); see also Johnson, 251
F.3d at 1227.
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Goldfarb is starting an evaluation of synthetic materials suitable for a bypass
graft and is willing to include GORE–
TEX in his study.’’ J.A. 39694 (emphasis added).5 A February 14, 1973 letter
from Cooper to Goldfarb explained that
enclosed were ‘‘a variety of sizes of
GORE–TEX tubes for your animal artery prosthetic experiments.’’ J.A. 41235
(emphasis added). Also, Goldfarb testified
that Cooper ‘‘had very little contact with
[him],’’ and that it was Mendenhall who
first contacted him regarding the use of
ePTFE in medicine. J.A. 9409, 31564.
Finally, Cooper himself wrote letters to
another doctor stating that ‘‘[a]ny success
at this point in time is the direct result
of the AHI [i.e., Goldfarb’s,] efforts,’’ and
that the ‘‘AHI has, in a well-organized,
productive fashion, described, with a fair
degree of accuracy, the specific structure
necessary for a viable vascular graft.’’ 6
J.A. 29587, 35493.
Thus, although Gore attempts to recast
its argument from inurement in the Interference to joint inventorship in the present
case, Gore’s argument remains unchanged
and there is still no evidence that Cooper
either recognized or appreciated the critical nature of the internodal distance and
communicated that key requirement to
Goldfarb before Goldfarb reduced the invention to practice. Accordingly, substantial evidence supports the jury’s finding
that the 8135 patent is not invalid for improper inventorship, and the district court
did not err in denying Gore’s motion for
judgment as a matter of law on the issue.

citing only to the limited facts that support
Gore’s case and relying on a mistaken
understanding of the invention at issue,
the dissent fails to ‘‘disregard all evidence
favorable to the moving party that the jury
is not required to believe’’ and intentionally, but impermissibly, ‘‘substitute[s] its
view of the evidence for that of the jury.’’
Johnson, 251 F.3d at 1227 (internal citations and quotation marks omitted).
As to the facts, the dissent states that
Cooper conceived the invention and Gore
‘‘disclosed [it] to Goldfarb’’, Dissent at 1200
& 1201, while Goldfarb did little more than
‘‘test’’ the material at Cooper’s direction.
Dissent at 1193–94. It states that ‘‘Gore
possessed’’ the invention before Goldfarb,
Dissent at 1199, and credits Gore’s argument that Cooper ‘‘was at least a joint
inventor.’’ Dissent at 1200. The dissent
concludes that the ‘‘verdict is against the
weight of the evidence.’’ Dissent at 1202.
Ignoring the problem inherent in the dissent’s misstatement of the applicable standard of review, we note that this court has
previously concluded that Goldfarb independently conceived and reduced the invention to practice. Cooper I, 154 F.3d at
1330–31. Cooper conceived of the invention only after sending the tubes to Goldfarb and never communicated that conception to Goldfarb. Cooper II, 240 F.3d at
1385.

It is apparent that the dissent reaches
its opposite conclusion by ignoring the applicable standard of review and giving insufficient weight to the jury’s verdict. By

Moreover, as to the invention, the dissent states that Goldfarb could not be the
sole inventor because Gore ‘‘possessed’’ the
invention before Goldfarb, and Cooper
suggested ePTFE as a vascular graft to
Goldfarb. Dissent at 1199. (citing to Shatterproof Glass Corp. v. Libbey–Owens
Ford Co., 758 F.2d 613, 624 (Fed.Cir.1985)

5.

6.

This statement is directly contrary to the
dissent’s characterization of Goldfarb as nothing more than a scientist acting at Gore’s
direction.

We note that despite this substantial evidence, the dissent insists that Goldfarb ‘‘did
not invent the effective graft materials.’’ Dissent at 1200.
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(finding ‘‘substantial evidence on which a
reasonable jury could have found that the
inventors were correctly named’’ despite
conflicting trial testimony)).7 However,
this court has explained previously that ‘‘a
person will not be a co-inventor if he or
she does no more than explain to the real
inventors concepts that are well known
and the current state of the art.’’ Fina
Oil & Chem. Co. v. Ewen, 123 F.3d 1466,
1473 (Fed.Cir.1997) (internal citations
omitted). ‘‘[T]o be a joint inventor, an
individual must make a contribution to the
conception of the claimed invention that is
not insignificant in quality, when that contribution is measured against the dimension of the full invention.’’ Id. In this case,
Gore did know about ePTFE before Goldfarb, but the potential use of ePTFE as a
vascular graft was not a new concept and
any suggestion by Cooper to use the material was insignificant.
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41829, 46193, 49746]. Goldfarb was the
first person to discover that a specific internodal distance was the determining factor in graft success and reduce that knowledge to practice. Cooper II, 240 F.3d at
1380.
The dissent points to letters detailing
the results of the experiments by Drs.
Sharp and Kelly, Dissent at 1195–96,
which show some patent ePTFE grafts, as
support for the conclusion that Goldfarb
could not be the sole inventor.8 However,
this court previously considered those letters and found that they have no effect on
Goldfarb’s inventorship. As to the Sharp
experiment, this court previously concluded that the grafts successfully used by
Sharp were not shown to have the same
fibril lengths as those in Goldfarb’s invention. Cooper I, 154 F.3d at 1328–29. As
to Kelly’s experiment, the dissent neglects
to mention that although the grafts used
fell within the claim limitations of Goldfarb’s invention, Cooper considered Kelly’s
results to be a failure.9 Id. at 1325, 1328.

Rather than the idea of using ePTFE as
a graft, the claimed invention in this case
is a vascular prosthesis made from ePTFE
having a very specific range of distances
between nodes, which are connected by
fibrils. See, e.g., 8135 patent col.12 ll.1–6;
Cooper II, 240 F.3d at 1381. Before Goldfarb made his invention, other doctors had
tried to use ePTFE as a small bore vascular graft, but none understood why apparently identical grafts would often perform
differently when implanted. [J.A. 35044,

Cooper never shared whatever knowledge he had about internodal distances
with Goldfarb. Instead, Cooper’s contribution to Goldfarb’s invention can be summarized as handing Goldfarb an undifferentiated selection of ePTFE tubes, some of
which turned out to be suitable for use as
a graft. Because Cooper did little more

7.

Notably, the dissent cites to Shatterproof for
the proposition that one ‘‘may use the services, ideas, and aid of others in the process
of perfecting his invention without losing his
right to a patent,’’ but simultaneously ignores
Shatterproof’s recognition—on the same
page—that ‘‘to the extent that conflicting
viewpoints were presented [at trial], this was
within the province of the jury.’’ 758 F.2d at
624 (Newman, J.).

9.

8.

The dissent also cites to an article by Volder. Dissent at 1195. This reference is dealt
with in subsection C of the Discussion.

In regard to Cooper’s notes on Kelly’s results, this court previously found that, ‘‘[t]he
next page of Cooper’s laboratory notebook is
dated May 2, 1973. It refers to Dr. Kelly’s
experiments and samples submitted by Dr.
Kelly. The page bears the following notation:
‘Both [samples] from Dr. Glenn Kelly U of
Colorado. Femoral Vein in Dogs—Both
Failed.’ The page was signed by Cooper on
May 2TTTT’’ Cooper I, 154 F.3d at 1325.
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than share with Goldfarb what was already
well known, the jury had substantial evidence to find that Cooper’s contribution
was not significant enough to make him a
joint inventor and we must defer to that
finding.10 See, e.g., Hess v. Advanced Cardiovascular Sys., 106 F.3d 976, 981 (Fed.
Cir.1997) (stating that ‘‘doing nothing
more than explaining to the inventors what
the then state of the art was and supplying
a product to them for use in their invention’’ does not automatically make one a
joint inventor).
B.

In Matsumoto, ‘‘vascular grafts of expanded polytetrafluoroethylene TTT 3 mm.
in internal diameter and 3 to 5 cm. in
length, were inserted between the dissected femoral arteries in dogs’’ and the ‘‘patency rates of the grafts of expanded polytetrafluoroethylene [wa]s 100 percent from
4.5 to 11 months following operation.’’
Matsumoto at 519. Further, Matsumoto
also made ‘‘microscopic findings [that]
showed a well-formed fibroplasia in the
porous layer and a thin, well-attached
neointima on the inner surface of expanded polytetrafluoroethylene.’’ Id.

Anticipation is ‘‘a question of fact that
we review for substantial evidence when
tried to a jury.’’ Orion IP, LLC v. Hyundai Motor Am., 605 F.3d 967, 974 (Fed.
Cir.2010) (citation omitted). The jury
found that claims 20 to 27 of the 8135
patent were not invalid for anticipation by
Matsumoto. Verdict Form, at 16. The
district court determined that ‘‘the evidence establishes that the 1973 Matsumoto
article was not enabling, as neither Gore
nor any of the other doctors with whom
Gore was working, could determine the
structure disclosed in the Matsumoto article or replicate Matsumoto’s results.’’
Post–Trial I, 586 F.Supp.2d at 1092. The
court cited the trial testimony of Gore’s
own fact witness, Dan Detton, who ‘‘stated
that ‘you couldn’t figure anything’ from the
Matsumoto article ‘because the article itself did not define anything.’ ’’ Id. (internal
citation omitted). Thus, the court found
that Gore ‘‘failed to establish that a reasonable jury would not have a legally sufficient evidentiary basis to find for [Bard]’’
and denied Gore’s motion for judgment as
a matter of law on anticipation. Id.

[9] A ‘‘single prior art reference must
expressly or inherently disclose each claim
limitation to anticipate a claim. Additionally, the reference must enable one of ordinary skill in the art to make the invention
without undue experimentation.’’ Orion,
605 F.3d at 975 (internal quotation marks
and citations omitted). Further, anticipation must be proved by clear and convincing evidence. Id. Bard presented substantial evidence to support the jury’s verdict
of no anticipation by Matsumoto.

10. We note that the dissent also complains
that counsel for Bard repeatedly mentioned
during trial that Goldfarb came up with invention. We decline to address this argument
because neither the dissent nor Gore’s brief

provide a legal reason why those statements
constitute error. Additionally, it should be
noted that counsel for Gore also repeatedly
mentioned that Cooper was the one who first
conceived of the invention.

[10] Regarding whether Matsumoto is
enabled, Dr. James Anderson, Bard’s technical expert, testified that Matsumoto did
‘‘not [provide] enough information,’’ including the ‘‘characteristics of the graft material,’’ for a doctor to recreate a working
vascular graft. J.A. 12063–64. This testimony was in addition to that of Detton,
who stated that Matsumoto ‘‘wouldn’t have
been enough for me to even do much
with.’’ J.A. 10960.
Bard also presented evidence that others were unable to replicate Matsumoto’s
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work. Mendenhall testified that the reaction to Matsumoto was that it was ‘‘[k]ind
of a fluke, really’’ and that ‘‘[n]obody was
very able to reproduce that.’’ J.A. 49746.
A Gore document titled ‘‘Flagstaff Visit:
22:10:73, Dan Detton’’ also stated that
Matsumoto ‘‘claims 100% success on femoral arteries in dogs: but we do not know
what tubes we[re] used. So we start
again.’’ J.A. 102576–77. In addition to
this evidence from Gore’s own employees,
other experts in the field also failed to
reproduce grafts like Matsumoto’s. On
December 7, 1973, Dr. Glenn Kelly wrote
to Matsumoto and stated that using ‘‘presumably identical material,’’ he was unable
to create grafts that remained unobstructed and did not know how to resolve the
‘‘apparent conflict in our results.’’ J.A.
35044. Additionally, on February 14, 1975,
Dr. Ben Eiseman wrote Dr. Kensuke Esato in Japan and stated that while Matsumoto ‘‘detailed continued patency of vessels of 4–5 mm diameter over prolonged
periods,’’ ‘‘neither [h]e nor others in the
U.S. [we]re having such good luck.’’ J.A.
41829. Finally, Dr. Charles Campbell declared that ‘‘[e]fforts in this country to
duplicate the results of Matsumoto have
met with failure.’’ J.A. 46193. Thus, Bard
presented substantial evidence for the jury
to find that Matsumoto does not enable a
person of ordinary skill in the art to make
the invention without undue experimentation and cannot be used as anticipatory
prior art.
Even if Matsumoto were a proper prior
art reference, there is substantial evidence
that Matsumoto does not anticipate the
claimed invention. The asserted claims
require specific ‘‘average distance[s] between nodes.’’ 8135 patent, col.12 ll.4–5,
24, 33, 38. Dr. Jock Wheeler, Gore’s own
technical expert, testified that Matsumoto,
however, did not refer to internodal distance, which was ‘‘really not mentioned in
th[e] article.’’ J.A. 12064. Although he
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also stated that the internodal distance
could be ‘‘readily calculated from figure 4’’
of Matsumoto, J.A. 11247, Goldfarb testified that ‘‘there was a fair amount of inconsistency TTT along each graft’’ so the portion of the graft surface depicted in figure
4 was not representative of the entire
graft. J.A. 9371.
In the Interference, Cooper himself argued that ‘‘[o]ne is left to speculate as to
whether this small portion of the Matsumoto graft is representative of the fibril
length throughout the entire graft.’’ J.A.
41926. Further, this court noted that Harold Green, ‘‘the individual responsible for
manufacturing expanded PTFE tubing for
Gore in 1972–73,’’ testified that there was
‘‘difficulty controlling the uniformity of the
PTFE material’’ and that ‘‘fibril lengths
vary along each tube.’’ Cooper I, 154 F.3d
at 1329. The court also noted that Goldfarb testified that ‘‘fibril length varied tremendously TTT within the same graft.’’ Id.
(internal quotation omitted).
Finally, Matsumoto was already before
the PTO during prosecution of the 8135
patent, and the PTO did not find that
Matsumoto anticipated the 8135 patent.
See Am. Hoist & Derrick Co. v. Sowa &
Sons, Inc., 725 F.2d 1350, 1359 (Fed.Cir.
1984), abrogated on other grounds by
Therasense, Inc. v. Becton, Dickinson &
Co., 649 F.3d 1276, 1288–90 (Fed.Cir.2011)
(en banc) (stating that when ‘‘no prior art
other than that which was considered by
the PTO examiner is relied on by the
attacker, he has the added burden of overcoming the deference that is due to a
qualified government agency presumed to
have properly done its job TTT to issue
only valid patents’’).
The Supreme Court has recently held
that invalidity needs to be proved by clear
and convincing evidence. Microsoft Corp.
v. i4i Ltd. P’ship, ––– U.S. ––––, 131 S.Ct.
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2238, 2242, 180 L.Ed.2d 131 (2011). Based
on this record, a reasonable jury could find
that Gore failed to show by clear and
convincing evidence that Matsumoto anticipated the claimed invention. Accordingly,
the district court did not err in denying
Gore’s motion for judgment as a matter of
law on anticipation.
C.
When reviewing the denial of a motion
for judgment as a matter of law, ‘‘this
court reviews a jury’s conclusions on obviousness, a question of law, without deference, and the underlying findings of fact,
whether explicit or implicit within the verdict, for substantial evidence.’’ Muniauction, Inc. v. Thomson Corp., 532 F.3d
1318, 1324 (Fed.Cir.2008) (internal quotations and citations omitted).
The jury found the 8135 patent valid
under 35 U.S.C. § 103 because the subject
matter of the 8135 patent would not have
been obvious to a person of ordinary skill
in the art in light of Volder alone for
claims 20 to 24 and 27, or Volder and
Matsumoto in combination for claims 20 to
27. Verdict Form, at 17. The district
court denied Gore’s motion for judgment
as a matter of law on obviousness. Obviousness II, 2009 WL 886515, at *7; Obviousness I, 2008 WL 2954187, at *6.
Volder discusses how ‘‘grafts of Gore–
Tex porous polytetrafluoroethylene (G–
PTFE) were evaluated’’ and that ‘‘G–
PTFE is a material with extremely promising characteristics’’ for A–V shunts.
11. Bard argues that Gore waived all theories
of obviousness except that claim 20 was invalid in light of Volder alone because that was
the only Rule 50(a) motion Gore made before
the jury verdict. However, the district court
specifically held that ‘‘any renewed JMOL
motion Gore chooses to file as to obviousness
shall not be limited to Claim 20 and the
Volder article.’’ Obviousness I, 2008 WL
2954187, at *4. This court is ‘‘not disposed to

Volder at 38. Volder found that ‘‘[s]hunts
of G–PTFE have as favorable characteristics that TTT are readily available’’ because
‘‘the material withstands puncturing, and
there is neointima healing with extensive
ingrowth of fibroblasts and capillaries.’’
Id. at 39. Additionally, while ‘‘the tissue
infiltration is not complete in certain areas,’’ Volder ‘‘believed that by increasing
the average pore size of the material, at
the moment 5 u, it will be possible to
accelerate the process of tissue infiltration
and development of capillaries,’’ which
would ‘‘result in a faster healing and more
durable neointima.’’ Id.
A claim is obvious when ‘‘the differences
between the subject matter sought to be
patented and the prior art are such that
the subject matter as a whole would have
been obvious at the time the invention was
made to a person having ordinary skill in
the art to which said subject matter pertains.’’ 35 U.S.C. § 103. To determine
whether a patent is obvious, a district
court must base its determination on factual inquiries involving: (1) the scope and
content of the prior art, (2) differences
between the prior art and the claims, (3)
the level of ordinary skill in the pertinent
art, and (4) secondary considerations, such
as commercial success, satisfaction of a
long-felt need, and failure of others. Graham v. John Deere Co. of Kansas City, 383
U.S. 1, 17, 86 S.Ct. 684, 15 L.Ed.2d 545
(1966).11
[11] The asserted claims require specific ‘‘average distance[s] between nodes.’’
override a district court’s determination of
non-waiver.’’ Trading Techs. Int’l, Inc. v. eSpeed, Inc., 595 F.3d 1340, 1360 (Fed.Cir.2010)
(internal quotation marks omitted). Thus, we
will not disturb the district court’s determination that Gore’s renewed motions for judgment as a matter of law on obviousness beyond claim 20 in light of Volder alone were
not waived.
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8135 patent, col.12 ll.4–5, 24, 33, 38. In
light of Volder alone, the district court
found that the following evidence at trial
supported the legal conclusion that claims
20 to 24 and 27 are not obvious:
(1) Volder was ‘‘repeatedly considered
by the PTO before, during, and after
Gore’s interference’’ proceeding, in
which Gore itself consistently distinguished Volder from Goldfarb’s invention;
(2) Dr. Volder, the author himself, stated under oath in an unrebutted affidavit that he thought ‘‘that the prosthetic vascular structure conceived
and developed by [Goldfarb] TTT was
by no means obvious to those actively conducting research on expanded
PTFE vascular structures during
1972 and 1973’’;
(3) researchers were unable to invent a
successful graft even after Volder
and Matsumoto were published, and
Cooper testified in 1975 that he was
‘‘compelled to steal Dr. Goldfarb’s
histology slides’’ to determine why
others were not successful;
(4) Goldfarb testified that neither Volder nor Matsumoto taught his invention, and Anderson testified that he
would not have been able to create a
working graft based on Volder and
Matsumoto; and
(5) ‘‘pore size’’ and ‘‘internodal distance’’
are not synonymous based on several pieces of record evidence, including Wilbert L. Gore’s, Gore’s founder, declaration that ‘‘ ‘[p]ore size’ is
not synonymous with ‘fibril length’ ’’
in Volder and Cooper and Goldfarb’s
agreement ‘‘that pore size bears no
relationship to fibril length’’ in the
Interference.
Obviousness II, 2009 WL 886515, at *4–5
(some internal quotation marks and cita-
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tions omitted); see also Obviousness I,
2008 WL 2954187, at *5.
In light of Volder and Matsumoto in
combination, the court also found, in addition to its above findings on Volder alone,
that the following evidence at trial supported the legal conclusion that claims 20
to 27 are not obvious:
(1) like Volder, Matsumoto was ‘‘repeatedly considered by the PTO during the pendency of the Goldfarb
application’’ and was found not to
invalidate the claimed invention;
(2) other doctors, including ones working for Gore itself, were unable to
solve the problems with graft development after both Volder and Matsumoto were published, and Cooper
himself could not determine why
other researchers were failing;
(3) ‘‘other researchers could not determine the structure disclosed in’’
Matsumoto or use Matsumoto ‘‘to
create a working vascular graft’’;
(4) Goldfarb’s testimony that ‘‘Volder
and Matsumoto TTT did not teach his
invention,’’ and Detton’s testimony
that ‘‘Gore researchers had no idea
what type of ePTFE vascular graft
Matsumoto used’’; and
(5) ‘‘Gore’s own damaging admissions’’
that Matsumoto ‘‘failed to disclose
the key parameter of internodal distance.’’
Id. at *5–6 (internal quotation marks and
citations omitted).
The district court’s exhaustive findings,
summarily recited above, delineate the
substantial evidence presented at trial to
the jury about the scope and contents of
Volder and Matsumoto, their differences
from the claimed invention, and the objective indicia of nonobviousness. See
Obviousness II, 2009 WL 886515, at *4–6;
Obviousness I, 2008 WL 2954187, at *5.
Neither Volder nor Matsumoto disclosed
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the importance of the internodal distance.
Thus, the jury’s verdict that claims 20 to
27 of the 8135 patent are not invalid as
obvious in light of Volder alone, or Volder
and Matsumoto in combination, is clearly
supported. The district court did not err
in denying Gore’s motion for judgment as
a matter of law on obviousness.
The district court determined that for
the same reasons that it found Volder and
Matsumoto in combination would not render the 8135 patent obvious, there was also
no basis for finding claims 20 to 27 of the
8135 patent obvious in light of Matsumoto
alone.12 Obviousness II, 2009 WL 886515,
at *7. We agree. For the reasons stated
above regarding the nonobviousness of
claims 20 to 27 of the 8135 patent in light
of Volder and Matsumoto in combination
and Matsumoto’s failure to anticipate
claims 20 to 27 of the 8135 patent, the
district court did not err in denying Gore’s
motion for judgment as a matter of law
that Matsumoto alone renders claims 20 to
27 of the 8135 patent obvious.
D.
[12] The issue of whether ‘‘a patent is
invalid for failure to meet the written description requirement of 35 U.S.C. § 112,
¶ 1 is a question of fact, and we review a
jury’s determinations of facts relating to
compliance with the written description requirement for substantial evidence.’’ Ariad Pharm., Inc. v. Eli Lilly & Co., 598
F.3d 1336, 1355 (Fed.Cir.2010) (en banc)
(internal quotation marks and citations
omitted). The written description issue in
this case is whether the written description
of the 8135 patent supports the claims that
12. The jury’s verdict form did not designate
whether claims 20 to 27 of the 8135 patent
were obvious in light of Matsumoto alone, see
Verdict Form, at 17, but it did ask whether
those claims of the 8135 patent were obvious
in light of Volder and Matsumoto, without

are not limited to a prosthesis with a wall
thickness of 0.2 to 0.8 mm, namely claims
20 to 24 and 27. The jury determined that
claims 20 to 27 of the 8135 patent were not
invalid for lack of adequate written description. Verdict Form, at 19. The district court found that substantial evidence
demonstrated that wall thickness is not an
essential element of Goldfarb’s invention
and, thus, denied Gore’s motion for judgment as a matter of law for lack of written
description. Post–Trial I, 586 F.Supp.2d
at 1091.
A patent’s written description must
‘‘ ‘clearly allow persons of ordinary skill in
the art to recognize that [the inventor]
invented what is claimed.’ ’’ Ariad, 598
F.3d at 1351 (quoting Vas–Cath Inc. v.
Mahurkar, 935 F.2d 1555, 1563 (Fed.Cir.
1991)). The test for sufficiency of written
description is ‘‘whether the disclosure of
the application relied upon reasonably conveys to those skilled in the art that the
inventor had possession of the claimed
subject matter as of the filing date.’’ Id.
(citations omitted).
The 8135 patent states that ‘‘the average
internodal distance, as measured along the
axis of expansion 12, must fall within a
relatively narrow range of values, viz., between approximately 6 and 80 microns.’’
Col.5 ll.31–34 (emphasis added). Thus, a
specific average internodal distance is a
requirement of the claimed invention. See
id. Alternatively, the written description
also states that ‘‘[w]all thickness is another
factor affecting the establishment and
maintenance of a viable neointima in
grafts.’’ Id. col.6 ll.40–42 (emphasis added). Thus, although ‘‘[g]rafts embodying
specifying whether both references had to be
considered in combination, id. Based on the
verdict form, the jury could have found that
Matsumoto alone rendered those claims of the
8135 patent invalid as obvious.
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the present invention, having wall thicknesses in the range between 0.2 and 0.8
millimeters TTT have exhibited excellent
mechanical properties’’ and ‘‘[g]rafts falling outside these ranges have been found
to be marginal or clinically unacceptable,’’
the language of the 8135 patent does not
mandate a wall thickness within the stated
range for the claimed invention. Id. col.7
ll.9–13, 15–17; see Martek Biosciences
Corp. v. Nutrinova, Inc., 579 F.3d 1363,
1371 (Fed.Cir.2009) (‘‘[A] patent claim is
not necessarily invalid for lack of written
description just because it is broader than
the specific examples disclosed.’’) (citations
omitted).
Additionally, in the Interference, the
PTO itself proposed a count that did not
include a wall thickness limitation. See
Cooper I, 154 F.3d at 1326. Even though
Goldfarb testified that a graft outside the
range of 0.2 to 0.8 mm was ‘‘technically
harder to handle,’’ he did ‘‘not say[ ] it
wouldn’t work.’’ J.A. 32117. Further, although Goldfarb moved to amend the
count to include a range for wall thickness,
the PTO denied the motion because ‘‘there
is evidence that fibril length is the critical
variable, and in terms of an interference,
the broadest possible patentable claim
must be used as the count’’ and an amended count with a wall thickness limitation
would be ‘‘narrower than the present
count.’’ J.A. 41463. Cooper himself responded that ‘‘[o]nce it is known that fibril
length is the key to successful tissue
growth, however, optimizing the other
structural features of the graft is, and was,
a matter of routine experimentation’’ and
that ‘‘[t]he present count TTT is supported
by each party’s application [and] broadly
covers the real invention.’’ J.A. 25672–73
(emphases added); see also J.A. 41462
(‘‘Cooper argues TTT vigorously that only
fibril length is critical to the operability of
the claimed device.’’).
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Finally, at trial, Goldfarb testified that
his invention did not require a specific wall
thickness because ‘‘wall thicknesses were
really dependent on the application of the
graft and not one wall thickness for all TTT
implantations’’ was appropriate.
J.A.
9400–01.
Accordingly, substantial evidence supports the jury’s finding that claims 20 to 24
and 27 of the 8135 patent are not invalid
for lack of written description, and the
district court did not err in denying Gore’s
motion for judgment as a matter of law on
the issue.
E.
Determining whether or not infringement is willful is a question of fact that
must be established by clear and convincing evidence and is reviewed for substantial evidence. Comark Commc’ns, Inc. v.
Harris Corp., 156 F.3d 1182, 1190 (Fed.
Cir.1998). The jury found that Gore’s infringement of claims 20 to 27 of the 8135
patent was willful, despite a November
2002 opinion of counsel that the claims of
the 8135 patent were invalid. Verdict
Form, at 20. The district court found that
there was ‘‘sufficient evidence for the jury
to have found willful infringement by clear
and convincing evidence.’’ Post–Trial I,
586 F.Supp.2d at 1089. The evidence included an extensive litigation history before the PTO where Goldfarb was the sole
inventor and Gore was the losing party,
and also included Gore’s reliance on the
same references that were before the PTO,
which the PTO found did not invalidate the
8135 patent, to support its invalidity defenses. Id.
[13] To establish willful infringement,
‘‘a patentee must show by clear and convincing evidence that the infringer acted
despite an objectively high likelihood that
its actions constituted infringement of a
valid patent.’’ In re Seagate Tech., LLC,
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497 F.3d 1360, 1371 (Fed.Cir.2007) (en
banc). For a finding of willfulness, once
the ‘‘threshold objective standard is satisfied, the patentee must also demonstrate
that this objectively-defined risk TTT was
either known or so obvious that it should
have been known to the accused infringer.’’
Id. Drawing inferences, especially for ‘‘an
intent-implicating question such as willfulness, is peculiarly within the province of
the fact finder that observed the witnesses.’’ Rolls–Royce Ltd. v. GTE Valeron Corp., 800 F.2d 1101, 1110 (Fed.Cir.
1986).
[14] Bard presented substantial evidence to satisfy both prongs of the Seagate
standard and support the jury’s finding
that Gore’s infringement was willful. The
jury heard evidence of the eighteen-year
Interference, in which Goldfarb was
awarded priority of invention. Post–Trial
I, 586 F.Supp.2d at 1089; see Cooper II,
240 F.3d 1378; Cooper I, 154 F.3d 1321.
Based on the Interference, Gore was
aware of both the 8135 patent’s existence
and Goldfarb’s research activities at AHI.
In addition, Gore relied on Matsumoto and
Volder to support its invalidity defenses,
even though those references were previously considered and rejected as not invalidating by the PTO. See 8135 patent at [56];
Am. Hoist, 725 F.2d at 1359. Further, for
example, the district court found that
‘‘Gore ha[d] no valid evidentiary basis for
meritoriously arguing that Claims 20
through 27 of the Goldfarb patent [we]re,
by clear and convincing evidence, obvious’’
in light of Matsumoto and Volder, which
was ‘‘not a close call.’’ Obviousness II,
2009 WL 886515, at *7. Based on this
evidence alone, it would have been reasonable for the jury to find that Gore manufactured and sold grafts despite an objectively high likelihood the grafts infringed
the valid 8135 patent.

[15] Additionally, ‘‘an infringer’s reliance on favorable advice of counsel TTT is
not dispositive of the willfulness inquiry.’’
Seagate, 497 F.3d at 1369. In cases
‘‘where willful infringement is found despite the presence of an opinion of counsel,’’ the ‘‘opinion of counsel was either
ignored or found to be incompetent.’’
Read Corp. v. Portec, Inc., 970 F.2d 816,
829 (Fed.Cir.1992), superseded on other
grounds as recognized by Hoechst Celanese Corp. v. BP Chems. Ltd., 78 F.3d
1575 (Fed.Cir.1996). As the district court
determined, Bard presented substantial
evidence that Gore’s opinion of counsel was
not based on an objective perspective.
Damages, slip op. at 9–11, 2009 WL
886514, at *5–6. In addition to the opinion’s reliance on Matsumoto and Volder,
which were already rejected by the PTO,
the bases of alleged invalidity asserted in
the opinion were ‘‘directly contrary to the
validity arguments [Gore] presented to the
PTO when attempting to patent Dr. Goldfarb’s invention.’’ Damages, slip op. at 9,
2009 WL 886514, at *5. The district court
also found that the opinion was not ‘‘premised on the best evidence available’’ because it excluded certain available evidence
that was relevant to Gore’s invalidity defenses. Id. Thus, there was also substantial evidence presented to the jury that
supports the finding that Gore knew or
should have known of the objectively high
likelihood that its grafts infringed the 8135
patent.
Gore’s presentation of ‘‘several defenses
at trial TTT does not mean the jury’s willfulness finding lacks a sufficient evidentiary basisTTTT [T]he jury was free to decide
for itself whether [Gore] reasonably believed there were any substantial defenses
to a claim of infringement.’’ i4i Ltd. P’ship
v. Microsoft Corp., 598 F.3d 831, 860 (Fed.
Cir.2010), aff’d, ––– U.S. ––––, 131 S.Ct.
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2238, 180 L.Ed.2d 131 (2011) (citations
omitted). Accordingly, substantial evidence supports the jury’s finding that Gore
willfully infringed the 8135 patent, and the
district court did not err in denying Gore’s
motion for judgment as a matter of law on
willfulness.
F.
The jury concluded that Bard was entitled to damages for Gore’s infringement of
the 8135 patent: lost profits in the amount
of $102,081,578.82, reasonable royalties in
the amount of $83,508,292.20, and a reasonable royalty rate of 10%. Verdict
Form, at 22–23. In exercising its discretion, the district court awarded Bard double enhanced damages of $371,179,742.04
and attorneys’ fees and costs of $19 million. Damages, slip op. at 23, 2009 WL
886514, at *13.
[16] Section 284 of Title 35 of the United States Code allows a court to ‘‘increase
the damages up to three times the amount
found or assessed.’’ This court has held
that ‘‘an award of enhanced damages requires a showing of willful infringement.’’
Seagate, 497 F.3d at 1368. However, ‘‘the
decision to grant or deny enhanced damages remains firmly within the scope of the
district court’s reasoned discretion, informed by the totality of the circumstances.’’ Odetics, Inc. v. Storage Tech.
Corp., 185 F.3d 1259, 1274 (Fed.Cir.1999).
[17, 18] The district court did not
abuse its discretion in awarding enhanced
damages. In addition to the jury’s finding
of willfulness that is supported by substantial evidence, the court conducted a detailed and exhaustive review of all nine
Read factors to ascertain whether Gore
acted in bad faith to merit an increase of
the jury’s damages award. Damages, slip
op. at 4–19, 2009 WL 886514, at *2–11.
The Read factors for determining whether
an infringer has acted in bad faith include:
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(1) whether the infringer deliberately
copied the ideas or design of another;
(2) whether the infringer, when he knew
of the other’s patent protection, investigated the scope of the patent and
formed a good-faith belief that it was
invalid or that it was not infringed; (3)
the infringer’s behavior as a party to the
litigation; (4) defendant’s size and financial condition; (5) closeness of the case;
(6) duration of defendant’s misconduct;
(7) remedial action by the defendant; (8)
defendant’s motivation for harm; and (9)
whether defendant attempted to conceal
its misconduct.
Liquid Dynamics Corp. v. Vaughan Co.,
449 F.3d 1209, 1225 (Fed.Cir.2006) (citing
Read, 970 F.2d at 826–27). The court
found that all of the factors, except as to
whether Gore attempted to conceal its misconduct, weighed in favor of enhanced
damages. Three of those eight favorable
factors, however, were only slightly in favor of enhancement: namely, the good
faith belief of invalidity or non-infringement, behavior as a party to the litigation,
and closeness of the case. Damages, slip
op. at 19–20, 2009 WL 886514, at *11.
Thus, the court exercised its discretion by
only doubling the jury’s damages award,
and not tripling as it had the authority to
do. Id. at 20, *11. Based on the evidence,
the district court did not abuse its discretion in awarding enhanced damages to
Bard.
[19] Section 285 of Title 35 of the United States Code states that a ‘‘court in
exceptional cases may award reasonable
attorney fees to the prevailing party.’’
Whether a case is exceptional and, thus,
eligible for an award of attorneys’ fees
requires the district court to first, make a
factual determination of whether a case is
exceptional and second, exercise its discretion to determine whether attorneys’ fees
are appropriate. Cybor, 138 F.3d at 1460.
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[20] The district court also found that
there was sufficient basis for deeming this
case exceptional based on the jury’s verdict of willfulness, the evidence supporting
willfulness, and the extensive litigation history between the parties that Gore repeatedly lost yet continued to infringe.
Damages, slip op. at 21–22, 2009 WL
886514, at *11–13. The court also determined that Gore argued contradictory positions on infringement throughout the litigation and relied on testimony that was
not credible. Id. at 22–23, *12–13. Thus,
the court concluded that this case was
exceptional, justifying the exercise of its
discretion in awarding of attorneys’ fees
and costs.13 Based on the record, the district court did not abuse its discretion in
awarding Bard attorneys’ fees and costs.

ture use of a patented invention before
imposing an ongoing royalty.’’ Paice, 504
F.3d at 1315. But if the parties cannot
reach agreement, ‘‘the district court could
step in to assess a reasonable royalty in
light of the ongoing infringement.’’ Id.
For this court to determine whether the
district court abused its discretion in setting the ongoing royalty rate, the district
court must explain the reasoning in establishing the appropriate royalty rate. Id.
(citing Hensley v. Eckerhart, 461 U.S. 424,
437, 103 S.Ct. 1933, 76 L.Ed.2d 40 (1983)
(‘‘It [is] important TTT for the district court
to provide a concise but clear explanation
of its reasons for the fee award.’’)).

The award of an ongoing royalty instead
of a permanent injunction to compensate
for future infringement is appropriate in
some cases. Paice, 504 F.3d at 1314; see
also Shatterproof, 758 F.2d at 628 (upholding a court-ordered royalty based on sales
as a remedy for continuing operations).
Because of the public interest as the court
here determined, ‘‘the district court may
wish to allow the parties to negotiate a
license amongst themselves regarding fu-

[21] Here, Bard proposed a royalty
rate of 35% for Gore’s surgical graft products and 20% for Gore’s stent graft products, while Gore proposed a royalty rate of
5.25% for all of its infringing products.
License, slip op. at 4. The district court
explained its reasons for establishing the
various royalty rates at ‘‘20% on surgical
grafts, 15% on stent-grafts, 12.5% on the
VIABAHNb stent-graft, and 15% on the
PROPATENb surgical graft against’’
Gore. Id. at 15–16. The court reasoned
that a different royalty rate was warranted
between Gore’s surgical and stent graft
products because for surgical graft products, Gore competes directly with Bard in
the more established market, while for
stent graft products, a more recently developed market, Bard does not presently
directly compete with Gore. Id. at 12.
Thus, the court concluded that ‘‘a freemarket license between Bard and Gore
would separate the royalty rates on the
two sets of products to account for those
differences.’’ Id. Thus, taking economic
market forces into account is a reasonable
and valid assumption by the district court.

13. The parties stipulated that $19 million was
a reasonable amount of attorneys’ fees and

non-taxable costs in this case. Damages, slip
op. at 21, 2009 WL 886514, at *11–12.

The district court denied Bard’s request
for a permanent injunction finding that it
was in the public interest to allow competition in the medical device arena, but in lieu
thereof granted Bard an ongoing royalty
to compensate for Gore’s future infringement. Injunction, 2009 WL 920300, at *4–
10; see eBay Inc. v. MercExchange,
L.L.C., 547 U.S. 388, 391, 126 S.Ct. 1837,
164 L.Ed.2d 641 (2006) (permitting the
denial of a permanent injunction if the
public interest would be disserved). The
court set a 12.5% to 20% royalty rate on
Gore’s grafts depending on the different
types of graft. License, slip op. at 15–16.
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Next, the district court determined that
the ongoing royalty on all of Gore’s products ‘‘should be higher than the 10% reasonable royalty rate’’ set by the jury. Id.
The court considered the parties’ changed
legal post-verdict status: namely that the
jury found the 8135 patent enforceable and
not invalid and Gore had willfully infringed; the court deemed this case exceptional
so that Bard was awarded enhanced damages and attorneys’ fees and costs; and
Gore voluntarily chose to continue its postverdict infringement unabated. Id. at 13;
see Amado v. Microsoft Corp., 517 F.3d
1353, 1361–62 (Fed.Cir.2008) (‘‘Prior to
judgment, liability for infringement, as
well as the validity of the patent, is uncertain, and damages are determined in the
context of that uncertainty. Once a judgment of validity and infringement has been
entered, however, the [damages] calculus
is markedly different because different
economic factors are involved.’’ (citation
omitted)). The court also considered other
economic factors, including that Bard and
Gore compete directly with respect to surgical grafts, Gore profits highly from its
infringing products, Gore potentially faces
stiffer losses that include a permanent injunction if Bard prevails in a second lawsuit, and Bard seeks adequate compensation and lacks incentive to accept a belowmarket deal. Id. at 13. Finally, the court
reasoned that the value Gore added to its
VIABAHNb and PROPATENb grafts
that are bonded with heparin warranted
lower royalty rates on those products. Id.
at 13. Based on the district court’s reasoning, the court did not abuse its discretion in setting a 12.5% to 20% royalty rate
for the ongoing royalty on Gore’s infringing grafts.
Accordingly, the district court’s award of
enhanced damages, attorneys’ fees and
costs, and an ongoing royalty as described
in thorough and well-reasoned orders was
not an abuse of discretion.
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CONCLUSION
For the foregoing reasons, we affirm the
judgment that the 8135 patent is valid and
willfully infringed because the jury’s verdict is supported by substantial evidence.
We also conclude that the district court did
not abuse its discretion in awarding enhanced damages, attorneys’ fees and costs,
and an ongoing royalty. We commend the
district court for its well-reasoned and
well-grounded opinions and its extensive
and thoughtful analysis of the case.
AFFIRMED.
NEWMAN, Circuit Judge, dissenting.
The court today holds that a person who
performs the requested test of a material
that is provided to him for testing for a
specified use, can then, when the test is
successful, patent the material he was provided, for the use for which it was tested.
My colleagues hold that Dr. David Goldfarb, who was provided with Gore–Texb
tubular material for testing as a vascular
graft in dogs, can patent as his own the
Gore–Tex material that Gore employees
provided to him, and assert the exclusive
right to the use for which the material was
provided. My colleagues hold that Dr.
Goldfarb then can enforce this patent
against the provider of the Gore–Tex material that he tested. My colleagues on
this panel endorse and defend these errors
and improprieties, and now rule that Gore
is the willful infringer of this improperly
obtained patent on Gore’s product and use.
My colleagues find no blemish in this history of incorrect law, impropriety, questionable advocacy, and confessed perjury.
I respectfully dissent.
DISCUSSION
The saga of the patent in this suit starts
in February 1973, when employees of W.L.
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Gore & Associates, in connection with an
ongoing program led by Gore’s Plant Manager Peter Cooper, invited Dr. Goldfarb at
the Arizona Heart Institute to participate
in testing the Gore–Tex expanded polytetrafluoroethylene (ePTFE) for use as a vascular graft. Gore–Tex ePTFE had already been successfully tested as vascular
grafts in dogs and sheep, by surgeons at
various universities and hospitals. Peter
Cooper and Gore employee Richard Mendenhall visited Dr. Goldfarb, told him of
the material, its properties, and the results
obtained and in progress, and invited him
to participate in the testing program. Dr.
Goldfarb accepted the invitation, and Cooper provided him with several Gore–Tex
tubes with the ePTFE structures that had
been found to be most effective as vascular
grafts, in studies by the other researchers.
Dr. Goldfarb then implanted in dog arteries the Gore–Tex tubes that Cooper provided, observed that the material was indeed effective, and in October 1974 filed a
patent application on the effective Gore–
Tex graft materials and this use, naming
himself as the inventor.
Gore had already filed a patent application on the effective Gore–Tex graft materials, with Peter Cooper as inventor.
Prosecution continued for twenty-eight
years, including a patent ‘‘interference’’
that lasted for eighteen years, with two
appeals to the Federal Circuit. On August
20, 2002 the Patent and Trademark Office
(‘‘PTO’’) issued a patent to Dr. Goldfarb.
In 2003 Goldfarb and his then-assignee,
the C.R. Bard Company, sued Gore for
patent infringement.
The record shows Gore’s extensive experience with these Gore–Tex graft materials, experience that preceded Dr. Goldfarb’s entry into Gore’s testing program,
including various prior art activities of record in the PTO. Dr. Goldfarb acknowledged in the interference proceeding that

use of Gore–Tex ePTFE as a mammalian
graft had been known as early as 1970 or
1971, when Dr. Ben Eiseman of the University of Colorado began testing Gore–
Tex vascular grafts. Brief for the Junior
Party David Goldfarb, Interference No.
101,100, PX 116.6818 at 6, in Bard v. Gore,
No. CV 03–0597–PHX–MHM. Dr. Goldfarb also acknowledged to the PTO that
‘‘[a]t about the same time, Dr. Matsumoto
in Tokyo, Japan, obtained a sample of
expanded PTFE tubing and implanted it in
dogs as a small diameter graft,’’ and ‘‘Matsumoto reported a 100% success rateTTTT’’
Id. at 7. Dr. Matsumoto, of the Department of Thoracic Surgery of the University of Tokyo, published several scientific
articles on this work, e.g., Matsumoto et
al., ‘‘Studies of Porous Polytetrafluoroethylene as a Vascular Prosthesis: Application to Peripheral Arteries,’’ Artificial Organs, Vol. 1, No. 1, p. 44 (1972). Another
Matsumoto publication, in Surgery, Vol.
74, No. 4, p. 519 (October 1973) states that
‘‘Gore–Tex tubes manufactured by W.L.
Gore Associates’’ were implanted in dogs
for up to ten months. The Surgery article
states that after the implant period ‘‘the
internal surface of the grafts were visualized macroscopically and microscopically,’’
and includes photomicrographs of the
Gore–Tex tubes showing the fibrous and
internodal structure that is claimed in the
Goldfarb patent. Figure 3 of the Surgery
article is a photomicrograph ‘‘of an expanded polytetrafluoroethylene prosthesis
removed ten months after operation. The
neointima is very well developed and firmly adherent to the inner surface’’; properties that the jury (and the PTO) was told
were discovered by Dr. Goldfarb. Figure
4 is a ‘‘microscopic picture of an expanded
polytetrafluoroethylene prosthesis removed 4.5 months after operation. Fibroplasis is well formed through pores’’;
these are all properties that the jury and
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the PTO were told were discovered by Dr.
Goldfarb.
In 1972, well before Dr. Goldfarb was
first contacted by the Gore employees, an
internal memorandum written by Cooper
entitled ‘‘Who Is Doing What With
GORE–TEX Veins and Arteries and Other
Experiments,’’ dated August 15, 1972, reports experiments conducted by Dr. Jay
Volder of the University of Utah, using
Gore–Tex tubes provided by Cooper, for
vascular grafts in sheep:
4. University of Utah: Dr. Jay Volder—Jugular Vein, Carotid Arteries 5.3
and 9.9 mm. On Dr. Kolff’s Staff.
10 sheep each. Arteries are perfect.
Some veins clotted in a few weeks.
When smaller, more porous tubes were
used as veins, they did not clot but the
intima ‘‘was not well adhered’’. Do not
know if higher flow rates or more porous structure was cause of better success—could be both. We will supply
even more highly expanded 5 mm material, .2–.3 gms/cc compared to .53 which
he used. He plans to write a paper.
PX 116.17703, Bard v. Gore, No. CV 03–
0597–PHX–MHM. A trip report by Cooper dated November 3, 1972 states:
Dr. Volder has had excellent success in
GORE–TEX arteries and veins. The
artery work has been perfect using two
densities of GORE–TEX: the vein work
only when the lower of the two densities
was used. Our letter to Dr. Volder describing the properties of the two tubes
he has used is in the University of Utah
file.
Id., PX 116.17766. Dr. Volder’s work was
published, ‘‘A–V Shunts Created In New
Ways,’’ Transactions of the Amer. Soc. for
Artificial Internal Organs, Vol. 20, p. 38
(November 1973), in which Dr. Volder described the structure and properties of the
Gore–Tex materials, and stated: ‘‘It is believed that by increasing the average pore
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size of the material, at the moment 5 m
[microns], it will be possible to accelerate
the process of tissue infiltration and the
development of capillaries.’’ Id. at 39.
Several other surgeons had previously
tested the Gore–Tex material as vascular
grafts in dogs. In November 1972 Cooper
provided Gore–Tex tubes of various fibrous structures to Dr. William J. Sharp at
the Akron City Hospital and Dr. Glenn
Kelly at the University of Colorado Medical School. This activity is summarized in
Cooper v. Goldfarb, 154 F.3d 1321 (Fed.
Cir.1998) (‘‘Cooper I ’’), the court stating
that ‘‘In the spring of 1973, the researchers participating in the three-structure experiment began obtaining results.’’ Id. at
1324. The court stated that in ‘‘a letter
dated April 2, 1973, Dr. Sharp informed
Cooper that two of his grafts had been
successful.’’ Id. at 1324. Dr. Sharp described the characteristics of fibroblastic
infiltration and the nature of the neointima
as viewed by microscope—characteristics
that Dr. Goldfarb stated were his discovery. Dr. Sharp provided his photomicrographs to Mr. Cooper, and wrote:
RESULTS: Group I–416–10312–3 (.31g/
cc). There were a total of four grafts
inserted into the dog’s carotid artery.
Two remained patent in the same animal
for 21 days and 2 clotted before 21 days
in another animal. The low power microscopic views demonstrate excellent fibroblastic infiltration of the wall of the
graft (Figure # 1) and a fairly thick, but
well attached neointima (Figure # 2).
There was only moderate reaction externally. (Figure # 3).
PX 116.17829, Bard v. Gore, No. CV 03–
0597–PHX–MHM.
This court also reviewed
studies, at the University of
various Gore–Tex materials
grafts in dogs, in which Dr.

Dr. Kelly’s
Colorado, of
as vascular
Kelly identi-
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fied the structures that were most effective. The court summarized Dr. Kelly’s
histological studies and microscopic investigation of tissue ingrowth—characteristics
that Dr. Goldfarb claimed as his discovery.
The Federal Circuit summarized this
work:
On April 17, 1973, Dr. Kelly sent Cooper
four histological slides of harvested
grafts. Cooper testified that he reviewed the slides under a microscope on
April 22, 1973, and then photographed
the slides, measured the fibril lengths
shown, and recorded his conclusions in
his laboratory notebook. The first page
of Cooper’s notebook contains a photomicrograph of a harvested graft along
with a notation indicating that the graft
was submitted by Dr. Kelly. The page
also contains a sticker with a 100 micron
scale indicated.
The following is written above the photomicrograph:
I want to maximize the amount and
rate of tissue ingrowth into Gore–Tex
vascular prosthetics. Two qualities
are necessary. 1. Uniform ‘‘poker
chip’’ structure and 2. a minimal
‘‘skin’’ at both the O.D. and I.D. surfaces.
Tissue has invaded Gore–Tex where
the nodes are approx. 10–30 microns
thick and with most separations between nodes at about 50–100 microns.
Photo # 1. Other structures having
approximately 5–10 micron node dimensions and spaces from about 5–30
micron do not appear to allow ingrowth-Photo # 2.
Cooper I, 154 F.3d at 1325. This court
referred to Kelly’s photomicrographs
showing tissue ingrowth and internodal
separation, yet Dr. Goldfarb, before the
jury, accused Cooper of stealing Goldfarb’s
photomicrographs showing tissue ingrowth
and internodal separation. By the time of

trial, Cooper had died, leaving Dr. Goldfarb uncontradicted.
Dr. Goldfarb had told the PTO that it
was ‘‘well known in 1972 and before’’ that
for tissue ingrowth in a vascular graft, the
internodal distance must be ‘‘at least the
size of a fibroblast or red blood cell,’’ that
is, ‘‘in the range of 5–6 microns,’’ so that
the cells can infiltrate the ePTFE pores.
Goldfarb Decl., April 26, 1984 at ¶¶ 4–6;
PX 116.9772, Bard v. Gore, No. CV 03–
0597–PHX–MHM. This is the internodal
distance that all of the investigators who
preceded Goldfarb had observed to characterize the effective Gore–Tex graft materials. Yet at the infringement trial the jury
was told that it was Goldfarb who discovered that Gore–Tex ePTFE had these
properties and performance.
Dr. Goldfarb conceded at the infringement trial that he knew nothing about
Gore–Tex or ePTFE before the Gore employees suggested that he participate in
the test program for these materials:
Q. Dr. Goldfarb, do you agree that
the idea of trying out ePTFE tubes as
an artificial vascular prosthesis was
something that was first suggested to
you by two Gore employees, Peter Cooper and Richard Mendenhall?
A. Yes.
Q. Before the Gore employees told
you about trying ePTFE as a vascular
prosthesis, you didn’t know anything
about that material, correct?
A. That’s correct.
Q. And the first suggestion from
Gore came in about February 1973 I
think you said; is that right?
A. That’s correct.
Trial Tr. 677:20–678:3, Nov. 8, 2007. The
record contains the following letter from
Peter Cooper dated February 14, 1973,
written after this initial contact:
Dear Dr. Goldfarb,
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Enclosed are a variety of sizes of
GORE–TEX tubes for your animal artery prosthetic experiments. I have
also enclosed a short length of tubing
with a small flange at each end and
wonder if an anastomosis technique
where a similar flange if formed on the
end of the artery and butted against the
GORE–TEX prosthetic might not be a
better technique than suturing the butt
ends together.
We want to do whatever we can to
help you with your project. When additional materials or further information is
needed, do not hesitate to let us know.
Very truly yours,
/s/ Peter B. Cooper
Plant Manager
PX 116.13350, Bard v. Gore, No. CV 03–
0597–P/–IX–MHM.
On April 19, 1973 Cooper sent Dr. Goldfarb additional Gore–Tex tubes, with a letter stating that these materials ‘‘represent
the latest attempt to achieve satisfactory
patency rates in small artery prosthetics,’’
based on the ongoing work of the other
surgeons in the project. The Federal Circuit summarized Dr. Goldfarb’s participation:
Following a meeting with Cooper and
Mendenhall in early February, Goldfarb
set up an animal research facility at
AHI. Over the next several months,
Cooper periodically sent Goldfarb a variety of expanded PTFE tubes to use in
his research. Using the samples provided by Cooper, Goldfarb conducted a series of experiments consisting of 21 grafts
implanted in the left and right carotid
and left and right femoral arteries of
seven dogsTTTT Goldfarb began obtaining results from these experiments towards the end of May of 1973.
Cooper I, 154 F.3d at 1325–26.
Dr. Goldfarb obtained results that conformed to the results that had been
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achieved by the other surgeons, and then
filed a patent application on the Gore–Tex
materials that he had received from the
Gore employees. He claimed, for use as
vascular grafts, the materials that he had
been provided by Gore for this purpose.
He claimed these materials by the tubular
shape and size and density of the materials
that he had been provided, and by the
internodal structure of the materials that
he had been provided and that he, and
others before him, had observed to provide
effective tissue ingrowth.
After eighteen years of interference proceedings, the PTO granted the patent to
Goldfarb, although the PTO found and the
Federal Circuit affirmed that Cooper was
the first to conceive of the invention, including the specified internodal structure,
and held that Goldfarb’s work ‘‘inures to
Cooper’s benefit’’:
Applying the Genentech [v. Chiron Corporation, 220 F.3d 1345 (Fed.Cir.2000) ]
test to these facts, we hold that Goldfarb’s recognition that the 2–73 RF graft
from the Lot 459–04133–9 material was
suitable for use as a vascular implant
inures to Cooper’s benefit.
Cooper v. Goldfarb, 240 F.3d 1378, 1385
(Fed.Cir.2001) (‘‘Cooper II ’’). Goldfarb
had sold his rights to International Medical Products and Research Associates
(‘‘IMPRA’’), a company that had been
formed by former Gore employees, and
that was sued by Gore for infringement of
trade secrets. Goldfarb later recovered
his patent rights, and sold them to Bard.
Goldfarb and Bard then sued Gore for
infringement. The jury found infringement by Gore’s entire line of Gore–Tex
graft human prostheses.
The infringement trial was fraught with
errors of law, misstatements of fact, and
confessed perjury by Dan Detton, a witness in this case to whose testimony my
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colleagues on this panel give weight. Mr.
Detton admitted to perjury concerning
Goldfarb’s activities in testimony that Detton gave in the trade secret litigation between Gore and IMPRA, and Detton admitted that his false affidavits had been
filed in the Patent Office to support Dr.
Goldfarb’s patent application. At the infringement trial, after Mr. Detton had
been called by Gore to testify as to various
aspects of the relationship between Gore
and Dr. Goldfarb, Gore’s counsel introduced Detton’s affidavits and brought out
Mr. Detton’s prior false testimony:
Counsel: Is this the second affidavit
that you signed in that meeting in January of 1976?
Mr. Detton. Yes, it’s one of the two.
Counsel: If you would turn to paragraph 15, please, of Exhibit 3220 [the
second affidavit]. And it’s stated there
that prior to the applicant’s disclosure of
the structure defined in the above-identified application, affiant, that’s you, was
unaware of any other vascular structure
which incorporated a thin wall (in the
range of thicknesses between 0.2 and 0.8
millimeters). Do you see that?
Mr. Detton: Yes.
Counsel: Is that a factually accurate
statement, Mr. Detton?
Mr. Detton: No, that would be inaccurate. That’s contradictory to the findings that we were having, and the results.
Bard v. Gore, No. CV03–0579–PHX–
MHM, Examination of D. Detton, Trans.
1897:19–1898:6 (Nov. 27, 2007). Bard’s
counsel, in turn, also addressed the falsity
of Mr. Detton’s prior testimony:
Counsel: You were asked, ‘‘As far as I
can tell—inform me if I’m correct and
tell me if I’m wrong—the specifications
for the next 64 graft verification experiments were set forth by Dr. Goldfarb

about mid-June of 1973; is that about
correct?’’
Your answer, ‘‘Correct.’’
Is your testimony there knowingly false
or truthful?
Mr. Detton: No, that was inaccurate
testimony.
Counsel: Was it knowingly false?
Mr. Detton: Yes, it was.
Counsel: Perjury?
Mr. Detton: Yes, it was.
Bard v. Gore, No. CV03–0579–PHX–
MHM, Trans. 1915:5–15 (Nov. 27, 2007).
The panel majority complains about my
reference to Mr. Detton’s admissions of
perjury, stating that it is not our appellate
role to determine credibility. I am not
determining Mr. Detton’s credibility: he
did that for us. He admitted that he lied
in the testimony that he gave in support of
the Gore ex-employees who formed the
company IMPRA to which Goldfarb initially assigned his patent rights, and who
were sued by Gore for misappropriation of
trade secrets. He admitted that he lied in
the affidavits that were filed with the patent examiner and that achieved allowance
of the Goldfarb application. This is not an
appellate assessment of credibility—there
is no credibility to assess.
The panel majority also misstates that
the Matsumoto and Volder articles were
‘‘fairly considered’’ as ‘‘prior art in this
appeal,’’ for the jury was told that the
patent examiner had fully considered these
articles and had granted the patent in light
thereof. It is now admitted that the Detton affidavits, filed in the PTO to distinguish these articles, were perjured; Detton testified that he had told Dr. Goldfarb
and Goldfarb’s counsel that he wanted to
withdraw the affidavits, and they refused.
Goldfarb’s counsel used the cross-examination of Detton as a platform for misstating to the jury that ‘‘the Federal Circuit
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and the patent office determined Dr. Goldfarb had come up with this invention,’’ for
both the Federal Circuit and the Patent
Office had determined that Cooper, not
Goldfarb, had conceived the invention.
Such misstatements to the jury are typified by this exchange:
Counsel: The date up there at the top is
22–10–73. Do you understand that to be
October 22, 1973?
Mr. Detton: I would assume.
Counsel: And this is, just so we orient
ourselves, some four or five months after the Federal Circuit and the patent
office determined Dr. Goldfarb had come
up with this invention.
Trial Tr. 1958:17–23, Nov. 27, 2007.
Dr. Goldfarb also told the jury that the
Federal Circuit held that the Patent Office
‘‘affirmed the patent’’—although neither
had done so.
Counsel: Okay. And this is the March
2001 opinion that—what was the impact
of this opinion? This is the federal—
second Federal Circuit opinion, Dr.
Goldfarb. What’s the impact of this
opinion?
Dr. Goldfarb: It says that judgment—
that the decision made by the patent
office affirmed the patent.
Trial Tr. 707:17–22, Nov. 8, 2007. In a
travesty of flawed proceedings, in which
almost all of the witnesses were dead,
unwilling, or hostile, misstatements of law
and fact abound.1
As a matter of law, Dr. Goldfarb cannot
deprive Gore of the invention Gore possessed and that was known to Gore and
published by others before Goldfarb entered the scene. A person who tests a
material provided to him for testing, in the
test for which the material was provided,
1.

I take note of the panel majority’s observation that this saga has overtones of a Shakespearian tragedy, for these events indeed illus-
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does not become the inventor of the material and the use for which he tested it, and
does not thereby become the owner of the
material with the sole right to the use he
was invited to test. As stated in Shatterproof Glass Corp. v. Libbey–Owens Ford
Co., 758 F.2d 613, 624 (Fed.Cir.1985), ‘‘An
inventor ‘may use the services, ideas, and
aid of others in the process of perfecting
his invention without losing his right to a
patent.’ ’’ (quoting Hobbs v. U.S. Atomic
Energy Comm’n, 451 F.2d 849, 864 (5th
Cir.1971)).
The panel majority states that Dr. Goldfarb invented ‘‘a homogeneously porous
vascular prosthesis’’ with ‘‘small nodes interconnected by extremely fine fibrils to
form an open superstructure which will
allow uniform, controlled transmural cellular ingrowth and thereby assure the establishment and maintenance of a thin, viable
neointima as well as firm structural integration of the graft into the body.’’ Maj.
Op. at 1176. That is incorrect; the product
that the panel majority describes is the
Gore–Tex product that the Gore employees invited Dr. Goldfarb to test as a vascular prosthesis; it was not invented, designed, created, or produced by Goldfarb.
The Gore employees provided Goldfarb
with known samples having small nodes
interconnected with fibrils, of the density
and wall thickness and internodal distance
of the samples that others had previously
successfully tested as graft prostheses.
They were not Goldfarb’s invention.
The panel majority also misstates, or
misunderstands, the findings of the interference, and the prior Federal Circuit rulings. This court held that Cooper had
conceived the entire invention before, not
after, Goldfarb’s purported reduction to
trate that ‘‘to be honest, as this world goes, is
to be one man picked out of ten thousand.’’
W. Shakespeare, Hamlet, Act II, sc. ii.
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practice. This court found that Cooper
had provided Goldfarb with the material
that he tested, and that by ‘‘letter to Goldfarb accompanying the Lot 459–04133–9
material, Cooper described the material as
represent[ing] the latest attempt to
achieve satisfactory patency rates in small
artery prosthetics, indicating that he expected the material to be suitable as a
vascular graft.’’ Cooper II, 240 F.3d at
1381. The court ‘‘h[e]ld that Goldfarb’s
recognition that the 2–73 RF graft from
the Lot 459–04133–9 material was suitable
for use as a vascular implant inures to
Cooper’s benefit.’’ Id. at 1385. The court’s
inquiry into ‘‘whether Cooper can obtain
the benefit of Goldfarb’s knowledge of the
fibril lengths of the material Goldfarb tested’’ was directed to the interference contest between Cooper and Goldfarb, for it
was undisputed that Cooper had knowledge of the structure of the successful
products before Goldfarb tested the successful products.

uniformly distributed nodes interconnected
by fibrils,’’ as the product is described by
the panel majority, was the known structure of the Gore–Tex materials that others
had already successfully tested as grafts at
Gore’s request. The ‘‘uniform, controlled
transmural cellular ingrowth and thereby
assure the establishment and maintenance
of a thin, viable neointima as well as firm
structural integration of the graft into the
body,’’ was recorded in Cooper’s laboratory notebook before Goldfarb was first contacted by Cooper and Mendenhall. In
Cooper II the court observed that the
graft identified as 2–73 RF had been successfully tested before it was given to
Goldfarb, and that Cooper ‘‘expected the
material to be suitable as a vascular graft’’
and ‘‘intended that Goldfarb use the [material] for vascular grafts, and to that extent
Goldfarb’s experiments could be said to
have been performed at Cooper’s request.’’
240 F.3d at 1384.

Thus this court held in Cooper I that
Cooper had conceived the invention, including the fibril length limitation, before
Goldfarb reduced the invention to practice.
154 F.3d at 1326. The letter from Dr.
Sharp dated April 2, 1973 related to the
Lot 459–04133–9 material, and Cooper’s
letter to Dr. Goldfarb on April 19, 1973
accompanied the Lot 459–04133–9 material
and described it as ‘‘represent[ing] the latest attempt to achieve satisfactory patency
rates in small artery prosthetics.’’ Cooper
II, 240 F.3d at 1384. This was the material that Dr. Goldfarb patented as his own,
although pictures of the fibrous structure
of the Gore–Tex grafts had been made
known to Cooper by Dr. Sharp and Dr.
Allen, and had been published by Dr. Matsumoto and Dr. Volder.

At the infringement trial, Gore raised
the separate defense to the infringement
charge, that even if the Goldfarb patent is
not now subject to challenge, Gore’s employee Cooper, who was acknowledged to
have conceived the invention, was at least
a ‘‘joint inventor’’ in terms of 35 U.S.C.
§ 116. The panel majority cites several
cases to negate any access to joint inventorship, although this court had already
found that Cooper conceived the invention
that Goldfarb patented. Precedent illustrates that ‘‘inventorship’’ and ‘‘joint invention’’ have been disputed in a variety of
situations, although none reached a result
that entirely excluded the person who conceived the invention that was patented. I
review the cases relied on by the panel
majority to support the exclusion of Cooper as an inventor:

Whatever Dr. Goldfarb’s contribution,
he did not invent the effective graft materials. The ‘‘microscopic superstructure of

In Nartron Corp. v. Schukra U.S.A.,
Inc., 558 F.3d 1352 (Fed.Cir.2009), the
question was whether an additional em-
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ployee of the patentee should have been
joined as an additional inventor; it was
held that the decision of joinder depended
on whether the additional employee made
a significant contribution; but the persons
who conceived the invention were not
thereby excluded. In Eli Lilly & Co. v.
Aradigm Corp., 376 F.3d 1352 (Fed.Cir.
2004), the question was whether the information discussed during various technical
meetings on possible collaboration led to
joint invention; it was held that it depended on which ideas were discussed and their
relation to the patented subject matter.
In University of Pittsburgh v. Hedrick,
573 F.3d 1290 (Fed.Cir.2009), the question
was whether a research assistant was a
joint inventor along with the senior scientists; the court held that the assistant was
not a joint inventor because the invention
had already been conceived. The court
recognized the rule that invention turns on
conception, not reduction to practice. In
Fina Oil & Chem. Co. v. Ewen, 123 F.3d
1466, 1473 (Fed.Cir.1997), the court explained that 35 U.S.C. § 116 ‘‘sets no explicit lower limit on the quantum or quality
of inventive contribution required for a
person to qualify as a joint inventor.
Rather, a joint invention is simply the
product of a collaboration between two or
more persons working together to solve
the problem addressed.’’ In Pannu v. Iolab Corp., 155 F.3d 1344 (Fed.Cir.1998), the
patent application was already on file when
the claimant to joint inventorship status
appeared as a possible licensee; the invention had already been conceived. In Hess
v. Advanced Cardiovascular Sys., 106 F.3d
976 (Fed.Cir.1997), doctors who were
working on a new catheter obtained technical advice and samples of material from
a purveyor of Raytheon tubing; the court
held that this did not convert the adviser
into a joint inventor of the catheter.
None of these determinations rejecting
‘‘joint invention’’ tracks the facts herein.
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No precedent holds, or suggests, that a
person who tests a material provided by
someone else, for the use for which the
material was provided, becomes the sole
inventor of the material he was provided
and the sole inventor of the use for which
he was invited to test the material provided. The cases cited by the panel majority
support Gore’s position, not Goldfarb’s, for
in all cases the person who conceived the
invention was an inventor, whether or not
other persons had also contributed sufficiently to be included in inventorship.
At the infringement trial, the jury found
that Cooper and Goldfarb were not ‘‘joint
inventors,’’ apparently because of Goldfarb’s testimony that they did not have an
‘‘open line of communication during TTT
their inventive effort,’’ as the district court
instructed the jury. Jury Instr. # 25, Doc.
769–2, p. 40–41 (‘‘Persons may be joint or
co-inventors even though they do not physically work together, but they must have
some open line of communication during or
at approximately the time of their inventive effort.’’). I take note that witness Dan
Detton, whose direct supervisor was Peter
Cooper, testified that he was assigned to
visit Dr. Goldfarb weekly during this work.
The jury was told, over and over, that
the Federal Circuit had decided that Dr.
Goldfarb was the sole inventor (although
the Federal Circuit found that Cooper, not
Goldfarb, conceived the invention); that
Cooper and Goldfarb did not communicate;
and other aspects that Cooper, in death,
could not contradict.
Whether or not there was some form of
joint invention that could include Goldfarb,
Gore cannot be excluded from the right to
continue to do that which it disclosed to
Goldfarb and had previously been published by Matsumoto and Volder. Even on
Goldfarb’s theory that he made useful observations, it has been clear since General
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Electric Co. v. Jewel Incandescent Lamp
Co., 326 U.S. 242, 249, 66 S.Ct. 81, 90
L.Ed. 43 (1945), that ‘‘It is not invention to
perceive that the product which others had
discovered had qualities they failed to detect.’’ See In re Kubin, 561 F.3d 1351,
1357 (Fed.Cir.2009) (the discovery of an
inherent property of a known composition
does not render the composition patentable to the observer of the inherent property).
The PTO found and the Federal Circuit
affirmed that Cooper was the first to conceive the invention, and that Cooper provided Goldfarb with the material embodying the invention for further testing by
Goldfarb, see Cooper I, 154 F.3d at 1330.
These rulings have never been challenged,
even in the conceded perjured testimony,
and totally negate the panel majority’s
claims on behalf of Goldfarb. The law has
heretofore been clear that a person who
tests a product provided by another, for
the purpose designated by the provider,
cannot acquire the exclusive right to that
product for that use, to the exclusion of the
inventor of the use. Such a rule violates
the most fundamental premises of patent
law and property rights. The panel majority’s endorsement of such a rule will
breed much mischief, to the disruption of
routine testing relationships.
My colleagues, applying these flawed
rulings, affirm that Gore willfully infringed
the Goldfarb patent on the product that
Gore invented, developed, and commercialized. My colleagues hold that Bard, who
purchased Goldfarb’s rights, is entitled to
all of Gore’s profits on all Gore–Tex graft
materials. Yet the entire history is permeated by errors of fact and law, lies,
2.

We must not make a scarecrow of the law,
Setting it up to fear the birds of prey,
And let it keep one shape, till custom make
it
Their perch and not their terror.

inconsistencies, and injustice. In Shatterproof Glass, 758 F.2d at 626, this court
stated that ‘‘If prejudicial error occurred,
or if the verdict is against the clear weight
of the evidence, as an alternative to judgment n.o.v. a new trial may be granted, in
the discretion of the trial judge.’’ It is
apparent that ‘‘the verdict is against the
weight of the evidence, that the damages
are excessive, or that, for other reasons,
the trial was not fair to the party moving.’’
Montgomery Ward & Co. v. Duncan, 311
U.S. 243, 251, 61 S.Ct. 189, 85 L.Ed. 147
(1940). See Fairmount Glass Works v.
Cub Fork Coal Co., 287 U.S. 474, 53 S.Ct.
252, 77 L.Ed. 439 (1933) (a new trial
should be granted when justice requires).
At a minimum a new trial is required, lest
we ‘‘make a scarecrow of the law.’’ 2 From
the panel majority’s ratification of this insult to judicial process, I respectfully dissent.
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sion did not contain clear and unmistakable error.
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and
C.R. Bard, Inc., Counterclaim
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Competitor petitioned for panel rehearing
and rehearing en banc.
Holdings: The Court of Appeals, Gajarsa,
Circuit Judge, granted petition and held
that, as matters of first impression:
(1) threshold determination of objective
recklessness is a question of law based
on underlying mixed questions of law
and fact and is subject to de novo
review, and
(2) ultimate legal question of whether a
reasonable person would have considered there to be a high likelihood of
infringement of a valid patent should
always be decided as a matter of law
by the judge.

v.

Affirmed in part, vacated in part and remanded in part.

W.L. GORE & ASSOCIATES, INC.,
Defendant/Counterclaimant–
Appellant.

Newman, Circuit Judge, filed opinion concurring in the vacatur, and dissenting from
the partial remand.

No. 2010–1510.
United States Court of Appeals,
Federal Circuit.
June 14, 2012.
Background: Licensee and patentee filed
infringement action against competitor alleging infringement of patent for expanded
polytetrafluoroethylene (ePTFE) vascular
graft, 2002 WL 1920033. Competitor counterclaimed alleging inequitable conduct
and invalidity. The United States District
Court for the District of Arizona, Mary H.
Murguia, J., 573 F.Supp.2d 1170, and 586
F.Supp.2d 1083, entered a judgment based
on findings that patent was willfully infringed and not invalid for improper inventorship, anticipation, obviousness, or lack
of written description, and, denied competitor’s motion for judgment as matter of
law, 586 F.Supp.2d 1083, and competitor
appealed. The Court of Appeals, Gajarsa,
Circuit Judge, 670 F.3d 1171, affirmed.

1. Patents O227
To establish willful infringement, a
patentee must show by clear and convincing evidence that the infringer acted despite an objectively high likelihood that its
actions constituted infringement of a valid
patent; once the threshold objective standard is satisfied, the patentee must also
demonstrate that this objectively-defined
risk was either known or so obvious that it
should have been known to the accused
infringer.
2. Patents O314(5)
Threshold determination of objective
recklessness in action alleging willful patent infringement, which entails an objective assessment of potential defenses
based on the risk presented by a patent, is
a question of law based on underlying
mixed questions of law and fact and is thus
subject to de novo review.
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3. Patents O314(5)
When a defense or noninfringement
theory asserted by an infringer is purely
legal, the objective recklessness of such a
theory is a purely legal question to be
determined by the judge.
4. Patents O314(5)
When the objective recklessness of a
noninfringement theory turns on fact questions, as related, for example, to anticipation, or on legal questions dependent on
the underlying facts, as related, for example, to questions of obviousness, the judge
remains the final arbiter of whether the
defense was reasonable, even when the
underlying fact question is sent to a jury.
5. Patents O314(5)
In an action alleging willful patent
infringement, the ultimate legal question
of whether a reasonable person would have
considered there to be a high likelihood of
infringement of a valid patent should always be decided as a matter of law by the
judge.
6. Patents O324.60
Remand was required in action alleging willful patent infringement to allow
trial court to determine, under the correct
standard, whether a reasonable litigant
could realistically expect infringer’s defenses to succeed.

Frank P. Porcelli, Fish & Richardson,
P.C., of Boston, MA, filed a combined petition for panel rehearing and rehearing en
banc for the defendant/counterclaimant-appellant. With him on the petition was
John A. Dragseth. Of counsel on the petition were John S. Campbell, W.L. Gore &
* Circuit Judge Gajarsa assumed senior status

Associates, Inc., of Newark, DE, and
David H. Pfeffer of Boca Raton, FL.
John C. O’Quinn, Kirkland & Ellis, LLP,
of Washington, DC, filed a response to the
petition for the plaintiffs/counterclaim defendants-appellees and counterclaim defendant-appellee. With him on the response
were Nathan S. Mammen, William H. Burgess, and Dennis J. Abdelnour. Of counsel on the response were Steven C. Cherny
of New York, New York; and Gregory G.
Garre and Maximilian A. Grant, Latham &
Watkins LLP, of Washington, DC; and
Andrew M. Federhar, Fennemore Craig
P.C., of Phoenix, AZ; and John L. Strand,
Wolf, Greenfield & Sacks, P.C., of Boston,
MA.
Paul D. Clement, Bancroft PLLC, of
Washington, DC, for amici curiae Verizon
Communications Inc. and Intel Corp.
With him on the brief was D. Zachary
Hudson. Of counsel on the brief for amicus curiae Verizon Communications Inc.
were John Thorne and Gail F. Levine,
Verizon Communications Inc., of Arlington, VA; and for amicus curiae Intel Corp.
was Tina M. Chappell, Intel Corporation,
of Chandler, AZ. Michelle K. Lee, Google
Inc., of Mountain View, CA, for amicus
curiae Google Inc. With her on the brief
was Suzanne Michel.
Before NEWMAN, GAJARSA,* and
LINN, Circuit Judges.
Opinion for the court filed by Circuit
Judge GAJARSA. Opinion concurring-inpart and dissenting-in-part filed by Circuit
Judge NEWMAN.
GAJARSA, Circuit Judge.
I.

Introduction

In deciding the present appeal, this
court determined that the United States
on July 31, 2011.

BARD PERIPHERAL VASCULAR v. W.L. GORE & ASSOCIATES
Cite as 682 F.3d 1003 (Fed. Cir. 2012)

District Court for the District of Arizona
(‘‘trial court’’) was correct in its judgment
and affirmed all of the conclusions reached
by the trial court. See Bard Peripheral
Vascular, Inc. v. W.L. Gore & Assocs.,
Inc., 670 F.3d 1171 (Fed.Cir.2012). The
appellant, W.L. Gore & Associates, Inc.
(‘‘Gore’’), timely filed a petition for rehearing and rehearing en banc. Therein, Gore
again faulted the trial court’s willfulness
analysis. Separately, an Amici Curiae
brief in support of that petition argued
that the objective prong of willfulness
should be considered a question of law
subject to de novo review on appeal. This
court granted the petition for rehearing en
banc and returned the matter to the panel
for reconsideration, see En Banc Order,
Bard Peripheral Vascular, Inc. v. W.L.
Gore & Assocs., Inc., No. 2010–1510 (Fed.
Cir. June 14, 2012), for the sole purpose of
revisiting the issue of willfulness and further explicating the standard of review
applicable to it.
The court today reaffirms its opinion
issued on February 10, 2012, except for
section E and that portion of section F
relating to Section 284 and 285 of Title 35
of the United States Code allowing for
enhanced damages and attorneys’ fees.1
The court vacates section E and the limited portion of section F relating to its prior
discussion of willfulness. The briefs related to the petition for rehearing present
this court with a new question regarding
the nature of the objective inquiry from In
re Seagate Technology, LLC (‘‘Seagate’’),
497 F.3d 1360 (Fed.Cir.2007) (en banc ).
The court agrees that the trial court failed
to address the objective prong of willfulness as a separate legal test from Seagate’s subjective component. The court
now holds that the threshold objective
1.

The court reaffirms its judgment regarding
the ongoing royalty rates set by the trial court,
which would not be found to be the result of
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prong of the willfulness standard enunciated in Seagate is a question of law based on
underlying mixed questions of law and fact
and is subject to de novo review. The
court remands the issue of willfulness so
that the trial court may reconsider its denial of JMOL of no willful infringement in
view of this holding. If the court grants
the JMOL, it should then reconsider its
decisions on enhanced damages and attorneys’ fees.
II.

Discussion

[1] A finding of willful infringement
allows an award of enhanced damages under 35 U.S.C. § 284. Seagate, 497 F.3d at
1368. Because Supreme Court precedent
requires a showing of recklessness before
civil punitive damages are allowed, Seagate
overruled this court’s previous standard
for willfulness, which was ‘‘more akin to
negligence.’’ Id. at 1371. Seagate established a two-pronged test for establishing
the requisite recklessness. Id. Thus, to
establish willful infringement, ‘‘a patentee
must show by clear and convincing evidence that the infringer acted despite an
objectively high likelihood that its actions
constituted infringement of a valid patent.’’
Id. Once the ‘‘threshold objective standard
is satisfied, the patentee must also demonstrate that this objectively-defined risk TTT
was either known or so obvious that it
should have been known to the accused
infringer.’’ Id. The Seagate court ‘‘le[ft] it
to future cases to further develop the application of this standard.’’ Id. Following
Seagate, this court established the rule
that generally the ‘‘ ‘objective’ prong of
Seagate tends not to be met where an
accused infringer relies on a reasonable
defense to a charge of infringement.’’
Spine Solutions, Inc. v. Medtronic Sofaan abuse of discretion even if there had been
no finding of willfulness.
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mor Danek USA, Inc., 620 F.3d 1305, 1319
(Fed.Cir.2010). Thus, the question on appeal often posed is whether a defense or
noninfringement theory was ‘‘reasonable.’’
See, e.g., Powell v. Home Depot U.S.A.,
Inc., 663 F.3d 1221, 1236 (Fed.Cir.2011).
The ultimate question of willfulness has
long been treated as a question of fact.
See, e.g., Stryker Corp. v. Intermedics Orthopedics, Inc., 96 F.3d 1409, 1413 (Fed.
Cir.1996) (‘‘The court’s finding of willful
infringement is one of fact, subject to the
clearly erroneous standard of review.’’).
And the court has made similar statements
even after Seagate. See, e.g., Cohesive
Techs., Inc. v. Waters Corp., 543 F.3d
1351, 1374 (Fed.Cir.2008) (‘‘ ‘The court’s
finding [on] willful infringement is one of
fact, subject to the clearly erroneous standard.’ ’’ (quoting Stryker Corp., 96 F.3d at
1413)); i4i Ltd. P’ship v. Microsoft Corp.,
598 F.3d 831, 859 (Fed.Cir.2010) (citing
Cohesive Techs., 543 F.3d at 1374, and
stating ‘‘willful[ness] is a question of fact’’),
aff’d, ––– U.S. ––––, 131 S.Ct. 2238, 180
L.Ed.2d 131 (2011); Powell, 663 F.3d at
1228 (citing i4i, 598 F.3d at 859); Spine
Solutions, 620 F.3d at 1319 (citing i4i, 598
F.3d at 859). The court has not been
called upon, however, to clearly delineate
the standard applicable to Seagate ’s objective test.
Since Seagate, however, even in those
cases that have continued to recite the
general characterization that willfulness
ultimately presents a question of fact, our
opinions have begun to recognize that the
issues are more complex. For example,
while this case was on appeal this court in
considering the objective prong clarified
that ‘‘the answer to whether an accused
infringer’s reliance on a particular issue or
defense is reasonable is a question for the
court when the resolution of that particular issue or defense is a matter of law’’ but
it ‘‘is properly considered by the jury’’

‘‘[w]hen the resolution of a particular issue
or defense is a factual matter.’’ Powell,
663 F.3d at 1236–37.
[2] After reviewing the Supreme
Court’s precedent in similar contexts, as
well as our own, we conclude that simply
stating that willfulness is a question of fact
oversimplifies the issue. While the ultimate question of willfulness based on an
assessment of the second prong of Seagate
may be a question of fact, Seagate also
requires a threshold determination of objective recklessness. That determination
entails an objective assessment of potential
defenses based on the risk presented by
the patent. Those defenses may include
questions of infringement but also can be
expected in almost every case to entail
questions of validity that are not necessarily dependent on the factual circumstances
of the particular party accused of infringement.
In considering the standard applicable
to the objective prong of Seagate, it can be
appreciated that ‘‘the decision to label an
issue a ‘question of law,’ a ‘question of
fact,’ or a ‘mixed question of law and fact’
is sometimes as much a matter of allocation as it is of analysis.’’ Miller v. Fenton,
474 U.S. 104, 113–14, 106 S.Ct. 445, 88
L.Ed.2d 405 (1985). When an ‘‘issue falls
somewhere between a pristine legal standard and a simple historical fact, the fact/
law distinction at times has turned on a
determination that, as a matter of sound
administration of justice, one judicial actor
is better positioned than another to decide
the issue in question.’’ Id. at 114, 106
S.Ct. 445; see also Markman v. Westview
Instruments, Inc., 517 U.S. 370, 388, 116
S.Ct. 1384, 134 L.Ed.2d 577 (1996) (applying this test to determine that claim construction is best left to the judge). We
believe that the court is in the best position for making the determination of reasonableness. This court therefore holds

BARD PERIPHERAL VASCULAR v. W.L. GORE & ASSOCIATES
Cite as 682 F.3d 1003 (Fed. Cir. 2012)

that the objective determination of recklessness, even though predicated on underlying mixed questions of law and fact, is
best decided by the judge as a question of
law subject to de novo review.
[3, 4] When a defense or noninfringement theory asserted by an infringer is
purely legal (e.g., claim construction), the
objective recklessness of such a theory is a
purely legal question to be determined by
the judge. See Powell, 663 F.3d at 1236.
When the objective prong turns on fact
questions, as related, for example, to anticipation, or on legal questions dependent on
the underlying facts, as related, for example, to questions of obviousness, the judge
remains the final arbiter of whether the
defense was reasonable, even when the
underlying fact question is sent to a jury.
See Powell, 663 F.3d at 1236–37; DePuy
Spine, Inc. v. Medtronic Sofamor Danek,
Inc., 567 F.3d 1314, 1324 (Fed.Cir.2009)
(explaining that ensnarement has underlying factual issues but is ultimately a question of law for the judge that is ‘‘ ‘to be
determined by the court, either on a pretrial motion for partial summary judgment
or on a motion for judgment as a matter of
law at the close of the evidence and after
the jury verdict’ ’’ (quoting Warner–Jenkinson Co., Inc. v. Hilton Davis Chem.
Co., 520 U.S. 17, 39 n. 8, 117 S.Ct. 1040,
137 L.Ed.2d 146 (1997))).
Our holding is consistent with similar
holdings in other parallel areas of law.
Our precedent regarding objectively baseless claims, which allow courts to award
enhanced damages and attorneys’ fees under 35 U.S.C. § 285, and the Supreme
Court’s precedent on ‘‘sham’’ litigation are
instructive. For example, in iLOR, LLC
v. Google, Inc., 631 F.3d 1372 (Fed.Cir.
2011), in addressing the standard for showing objective baselessness for purposes of
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§ 285, a standard which this court explained was ‘‘identical to the objective
recklessness standard for enhanced damages and attorneys’ fees against an accused infringer for § 284 willful infringement actions under [Seagate ],’’ id. at 1377,
this court noted that ‘‘Section 285 must be
interpreted against the background of the
Supreme Court’s decision in’’ Professional
Real Estate Investors, Inc. v. Columbia
Pictures Industries, Inc. (‘‘PRE ’’), 508
U.S. 49, 113 S.Ct. 1920, 123 L.Ed.2d 611
(1993). iLOR, 631 F.3d at 1376. PRE
dealt with immunity from antitrust liability
for bringing lawsuits, which is granted unless the litigation is considered a sham.
508 U.S. at 51, 113 S.Ct. 1920. It held that
a suit will not be considered sham litigation unless the lawsuit is ‘‘objectively baseless in the sense that no reasonable litigant
could realistically expect success on the
merits. If an objective litigant could conclude that the suit is reasonably calculated
to elicit a favorable outcome,’’ it is not
objectively baseless. Id. at 60, 113 S.Ct.
1920. And like willfulness, there is a subjective requirement that must be addressed only after the objective requirement is satisfied. Id.
The PRE Court analogized sham litigation to malicious prosecution and equated
objective baselessness to a lack of probable
cause to institute an unsuccessful civil lawsuit. See PRE, 508 U.S. at 62–63, 113
S.Ct. 1920 (explaining that ‘‘[t]he existence
of probable cause to institute legal proceedings precludes a finding that an antitrust defendant has engaged in sham litigation’’). PRE cited, inter alia, Stewart v.
Sonneborn, 98 U.S. 187, 25 L.Ed. 116
(1897) for the view that when ‘‘there is no
dispute over the predicate facts of the
underlying legal proceeding, a court may
decide probable cause as a matter of law.’’
508 U.S. at 64, 113 S.Ct. 1920 (citing 98
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U.S. at 194).2 Moreover, in the context of
probable cause in criminal cases, the Supreme Court elaborated on the importance
of treating such questions as involving
both law and fact and subjecting them to
de novo review, which ‘‘tends to unify precedent.’’ See Ornelas v. United States, 517
U.S. 690, 697–98, 116 S.Ct. 1657, 134
L.Ed.2d 911 (1996) (stating that ‘‘the legal
rules for probable cause and reasonable
suspicion acquire content only through application [and i]ndependent review is
therefore necessary if appellate courts are
to maintain control of, and to clarify, the
legal principles’’).
[5] In considering the objective prong
of Seagate, the judge may when the defense is a question of fact or a mixed
question of law and fact allow the jury to
determine the underlying facts relevant to
the defense in the first instance, for example, the questions of anticipation or obviousness. But, consistent with this court’s
holding today, the ultimate legal question
of whether a reasonable person would have
considered there to be a high likelihood of
infringement of a valid patent should always be decided as a matter of law by the
judge. See DePuy, 567 F.3d at 1324.
[6] Having clarified the legal standard
for Seagate ’s objective willfulness prong,
we conclude that remand is appropriate so
that the trial court may apply the correct
standard to the question of willfulness in
2.

The Stewart Court also explained the rule
when there are disputed facts:
It is true that what amounts to probable
cause is a question of law in a very important sense. In the celebrated case of
Sutton v. Johnstone, the rule was thus laid
down: ‘The question of probable cause is
a mixed question of law and of fact.
Whether the circumstances alleged to
show it probable are true, and existed, is
a matter of fact; but whether, supposing
them to be true, they amount to a probable cause, is a question of law.’ This is
the doctrine generally adopted.

the first instance. See Weisgram v. Marley Co., 528 U.S. 440, 443, 120 S.Ct. 1011,
145 L.Ed.2d 958 (2000) (stating that
‘‘courts of appeals should ‘be constantly
alert’ to ‘the trial judge’s first-hand knowledge of witnesses, testimony, and issues’
[and] should give due consideration to the
first-instance decisionmaker’s ‘feel’ for the
overall case.’’ (quoting Neely v. Martin K.
Eby Constr. Co., 386 U.S. 317, 325, 87 S.Ct.
1072, 18 L.Ed.2d 75 (1967))). In this case,
Gore asserted several defenses that it says
were ‘‘reasonable’’: inventorship, inadequate written description, obviousness, and
anticipation. Appellant’s Br. 57–58. The
trial court, which did an exemplary job
presiding over this complex case, did not
have the benefit of this court’s clarification,
and did not review those defenses under
this standard. See Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 586
F.Supp.2d 1083, 1088–89 (D.Ariz.2008).
On remand, therefore, the court should
determine, ‘‘based on the record ultimately
made in the infringement proceedings,’’
whether a ‘‘reasonable litigant could realistically expect’’ those defenses to succeed.
See iLOR, 631 F.3d at 1378; PRE, 508
U.S. at 60, 113 S.Ct. 1920. If, in view of
the facts, the asserted defenses were not
reasonable, only then can the jury’s subjective willfulness finding be reviewed for
substantial evidence. See Powell, 663 F.3d
at 1236.
It is, therefore, generally the duty of the
court, when evidence has been given to
prove or disprove the existence of probable cause, to submit to the jury its credibility, and what facts it proves, with instructions that the facts found amount to
proof of probable cause, or that they do
not.
Stewart, 98 U.S. at 194 (internal quotation
marks and citations omitted). Thus, the question may sometimes be sent to the jury, but it
remains a question of law.

ALPHA I, L.P. EX REL. SANDS v. U.S.
Cite as 682 F.3d 1009 (Fed. Cir. 2012)

For the foregoing reasons, the previous
determination of willfulness is vacated and
remanded for further proceedings consistent with this opinion.
AFFIRMED IN PART, VACATED IN
PART AND REMANDED IN PART.
No costs.
NEWMAN, Circuit Judge, concurring in
the vacatur, dissenting from the partial
remand.
The court now acts to correct its ruling
on the subject of willful infringement.
However, the panel majority does not explain why a remand is necessary at all in
light of the standard enunciated. On the
correct standard, it seems clear that remand is unnecessary.
The general standard for willful infringement accompanied by multiplication
of damages is whether the accused infringer acted unreasonably and with knowledge
that it was infringing a valid patent. Thus
the determination includes an estimation of
the reasonableness of the accused infringer’s view of patent validity and infringement, in view of all facts that could reasonably be included in the evaluation. As to
whether Gore met the standard of willful
wrongdoing, culpable action must be
shown with sufficient definiteness to warrant the discretionary penalty of multiplication of damages, an aspect that invokes
equity as well as law and judgment.
Gore’s actions involve a host of potentially relevant facts that Gore could reasonably have believed would invalidate the
Goldfarb patent or support Gore’s right to
continue to produce the Gore–Texb grafts
as it had for the 28 years of patent pendency; including (1) the ruling of the Patent and Trademark Office, affirmed by the
Federal Circuit, that Gore’s employee Cooper was the first to conceive of the invention that was patented by Goldfarb; (2)

1009

the fact that Cooper provided Goldfarb
with the Gore–Texb tubes that Goldfarb
patented; (3) the fact that Goldfarb tested
the tubes in dogs at Cooper’s request; (4)
the fact that others had previously tested
the Gore–Texb tubes in dogs and sheep,
and had reported and published the same
results that Goldfarb later patented; (5)
the fact that the Goldfarb application was
pending for 28 years, leaving doubt as to
the outcome in the Patent Office. It is not
irrelevant that the eventual allowance of
the Goldfarb application included the admitted perjured affidavit of Denton, an
affidavit that Denton asked Goldfarb to
withdraw, and was refused.
When these aspects are considered, it is
apparent that willful infringement is not
supportable. However, if the court insists
on retrial of willfulness, the appealed issues of validity and inventorship are relevant, for if Cooper has sole or joint inventorship rights or the right to use his prior
information, the question of infringement
evaporates, mooting any question issue of
willfulness.
Thus this court should review the issues
of validity and inventorship on this appeal,
and if appropriate order retrial of the entire case, in the interest of justice.

,
ALPHA I, L.P., (by and through Robert
SANDS, a Notice Partner), Beta Partners, L.L.C., (by and through Robert
Sands, a Notice Partner), R, R, M & C
Partners, L.L.C., (by and through R,
R, M & C Group, L.P., a Notice Partner), R, R, M & C Group L.P., (by and
through Robert Sands Charitable Remainder Unitrust—2001, a Notice
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of the statutory scheme, I do appreciate
the caution with which the Court has announced its approach. For example, the
Court expressly rejects the possibility of
district courts entering restitution orders
for ‘‘token or nominal amount[s].’’ Ante,
at 1727. That point is important because,
if taken out of context, aspects of the
Court’s opinion might be construed otherwise. For instance, the Court states that
in estimating a restitution amount, a district court may consider ‘‘the broader number of offenders involved (most of whom
will, of course, never be caught or convicted).’’ Ante, at 1728. If that factor is
given too much weight, it could lead to
exactly the type of trivial restitution
awards the Court disclaims. Amy’s counsel has noted, for instance, that in light of
the large number of persons who possess
her images, a truly proportional approach
to restitution would lead to an award of
just $47 against any individual defendant.
Brief for Respondent Amy 65. Congress
obviously did not intend that outcome, and
the Court wisely refuses to permit it.6
In the end, of course, it is Congress that
will have the final say. If Congress wishes
to recodify its full restitution command, it
can do so in language perhaps even more
clear than § 2259’s ‘‘mandatory’’ directive
to order restitution for the ‘‘full amount of
the victim’s losses.’’ Congress might
amend the statute, for example, to include
the term ‘‘aggregate causation.’’ Alternatively, to avoid the uncertainty in the
Court’s apportionment approach, Congress
might wish to enact fixed minimum restitution amounts. See, e.g., § 2255 (statutorily
6.

The Court mentions that Amy received
roughly $6,000 from her uncle, the person
responsible for abusing her as a child. Ante,
at 1716 – 1717. Care must be taken in considering the amount of the award against
Amy’s uncle, however, ante, at 1728, because
as Amy’s expert explained, Amy was ‘‘back to
normal’’ by the end of her treatment for the

imposed $150,000 minimum civil remedy).
In the meanwhile, it is my hope that the
Court’s approach will not unduly undermine the ability of victims like Amy to
recover for—and from—the unfathomable
harms they have sustained.

,
HIGHMARK INC., Petitioner
v.
ALLCARE HEALTH MANAGEMENT
SYSTEM, INC.
No. 12–1163.
Argued Feb. 26, 2014.
Decided April 29, 2014.
Background: Alleged infringer of patent
relating to a fully integrated and comprehensive health care system brought action
against patentee seeking a declaratory
judgment of invalidity, noninfringement,
and unenforceability. Patentee counterclaimed alleging infringement. After being
awarded summary judgment, 2007 WL
6457158, alleged infringer moved for an
exceptional case finding and an award of
attorney’s fees and expenses. The United
States District Court for the Northern
District of Texas, Terry Means, J., 706
F.Supp.2d 713, granted motion, and subsequently fixed the amount of the award at
$4,694,727 in attorney fees and $209,626 in
expenses, 2010 WL 6432945. Patentee apinitial offense. App. 70. It was chiefly after
discovering, eight years later, that images of
her sexual abuse had spread on the Internet
that Amy suffered additional losses due to the
realization that possessors like Paroline were
viewing them and that ‘‘the sexual abuse of
her has never really ended.’’ Id., at 71.

HIGHMARK INC. v. ALLCARE HEALTH MANAGEMENT
Cite as 134 S.Ct. 1744 (2014)

pealed. The United States Court of Appeals for the Federal Circuit, Dyk, Circuit
Judge, 687 F.3d 1300, affirmed in part and
reversed in part. Certiorari was granted.
Holding: The Supreme Court, Justice Sotomayor, held that an appellate court
should apply an abuse-of-discretion standard in reviewing all aspects of a district
court’s determination under the Patent
Act’s fee-shifting provision.
Vacated and remanded.
1. Patents O324.54
Because the Patent Act’s fee-shifting
provision, which authorizes a district court
to award attorney fees to the prevailing
party in ‘‘exceptional cases,’’ commits the
determination whether a case is ‘‘exceptional’’ to the discretion of the district
court, that decision is to be reviewed on
appeal for abuse of discretion.
35
U.S.C.A. § 285.
2. Federal Courts O3564, 3567, 3571
Traditionally, decisions on questions
of law are reviewable de novo, decisions on
questions of fact are reviewable for clear
error, and decisions on matters of discretion are reviewable for abuse of discretion.
3. Patents O325.11(2.1)
The determination whether a case is
‘‘exceptional’’ under the Patent Act’s feeshifting provision is a matter of discretion.
35 U.S.C.A. § 285.
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clearly erroneous assessment of the evidence.
5. Patents O324.5, 324.54
As a matter of the sound administration of justice, the district court is better
positioned to decide whether a case is exceptional under the Patent Act’s fee-shifting provision because it lives with the case
over a prolonged period of time; the question is multifarious and novel, not susceptible to useful generalization of the sort that
de novo review provides, and likely to profit from the experience that an abuse-ofdiscretion rule will permit to develop. 35
U.S.C.A. § 285.
6. Patents O324.54
An appellate court should apply an
abuse-of-discretion standard in reviewing
all aspects of a district court’s determination under the Patent Act’s fee-shifting
provision. 35 U.S.C.A. § 285.
7. Patents O325.11(5)
Although questions of law may in
some cases be relevant to the inquiry under the Patent Act’s fee-shifting provision,
that inquiry generally is, at heart, rooted
in factual determinations. 35 U.S.C.A.
§ 285.
Patents O328(2)
5,301,105. Cited.
Syllabus *

The abuse-of-discretion standard does
not preclude an appellate court’s correction of a district court’s legal or factual
error: a district court would necessarily
abuse its discretion if it based its ruling on
an erroneous view of the law or on a

Petitioner Highmark Inc. moved for
fees under the Patent Act’s fee-shifting
provision, which authorizes a district court
to award attorney’s fees to the prevailing
party in ‘‘exceptional cases.’’ 35 U.S.C.
§ 285. The District Court found the case
‘‘exceptional’’ and granted Highmark’s motion. The Federal Circuit, reviewing the

* The syllabus constitutes no part of the opinion
of the Court but has been prepared by the
Reporter of Decisions for the convenience of

the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct.
282, 50 L.Ed. 499.

4. Federal Courts O3565
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District Court’s determination de novo, reversed in part.
Held : All aspects of a district court’s
exceptional-case
determination
under
§ 285 should be reviewed for abuse of
discretion. Prior to Octane Fitness, LLC
v. ICON Health & Fitness, Inc., ante, p.
––––, this determination was governed by
the framework established by the Federal
Circuit in Brooks Furniture Mfg., Inc. v.
Dutailier Int’l, Inc., 393 F.3d 1378. Octane rejects the Brooks Furniture framework as unduly rigid and holds that district courts may make the exceptional-case
determination under § 285 in the exercise
of their discretion. The holding in Octane
settles this case. Decisions on ‘‘matters of
discretion’’ are traditionally ‘‘reviewable
for ‘abuse of discretion,’ ’’ Pierce v. Underwood, 487 U.S. 552, 558, 108 S.Ct. 2541,
101 L.Ed.2d 490, and this Court previously
has held that to be the proper standard of
review in cases involving similar determinations, see, e.g., id., at 559, 108 S.Ct.
2541; Cooter & Gell v. Hartmarx Corp.,
496 U.S. 384, 405, 110 S.Ct. 2447, 110
L.Ed.2d 359. The exceptional-case determination is based on statutory text that
‘‘emphasizes the fact that the determination is for the district court,’’ Pierce, 487
U.S., at 559, 108 S.Ct. 2541; that court ‘‘is
better positioned’’ to make the determination, id., at 560, 108 S.Ct. 2541; and the
determination is ‘‘multifarious and novel,’’
not susceptible to ‘‘useful generalization’’
of the sort that de novo review provides,
and ‘‘likely to profit from the experience
that an abuse-of discretion rule will permit
to develop,’’ id., at 562, 108 S.Ct. 2541.
Pp. 1748 – 1749.
687 F.3d 1300, vacated and remanded.
SOTOMAYOR, J., delivered the
opinion for a unanimous Court.
Neal K. Katyal, Washington, DC, for
Petitioner.

Brian H. Fletcher, for the United States
as amicus curiae, by special leave of the
Court, supporting the Petitioner.
Donald R. Dunner, Washington, DC, for
Respondent.
Cynthia E. Kernick, James C. Martin,
Thomas M. Pohl, Reed Smith LLP, Pittsburgh, PA, Neal Kumar Katyal, Counsel of
Record, Dominic F. Perella, David M.
Ginn, R. Craig Kitchen, Amanda K. Rice,
Jonathan D. Shaub, Hogan Lovells US
LLP, Washington, DC, for Petitioner.
Erik R. Puknys, Finnegan, Henderson,
Farabow, Garrett & Dunner, LLP, Palo
Alto, CA, Donald R. Dunner, Counsel of
Record, Don O. Burley, Jason W. Melvin,
Cora R. Holt, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP, Washington,
DC, for Respondent.
For U.S. Supreme Court briefs, see:
2014 WL 546896 (Reply.Brief)
2014 WL 230915 (Resp.Brief)
2013 WL 6327520 (Pet.Brief)
Justice SOTOMAYOR delivered the
opinion of the Court.
Section 285 of the Patent Act provides:
‘‘The court in exceptional cases may award
reasonable attorney fees to the prevailing
party.’’ 35 U.S.C. § 285. In Brooks Furniture Mfg., Inc. v. Dutailier Int’l, Inc.,
393 F.3d 1378 (2005), the United States
Court of Appeals for the Federal Circuit
interpreted § 285 as authorizing fee
awards only in two circumstances. It held
that ‘‘[a] case may be deemed exceptional’’
under § 285 ‘‘when there has been some
material inappropriate conduct,’’ or when
it is both ‘‘brought in subjective bad faith’’
and ‘‘objectively baseless.’’ Id., at 1381.
We granted certiorari to determine whether an appellate court should accord deference to a district court’s determination
that litigation is ‘‘objectively baseless.’’

HIGHMARK INC. v. ALLCARE HEALTH MANAGEMENT
Cite as 134 S.Ct. 1744 (2014)

On the basis of our opinion in Octane
Fitness, LLC v. Icon Health & Fitness,
Inc., –––– U.S. ––––, 134 S.Ct. 1749, 188
L.Ed.2d 816, 2014 WL 1672251 (2014) argued together with this case and also issued today, we hold that an appellate court
should review all aspects of a district
court’s § 285 determination for abuse of
discretion.
I
Allcare Health Management System,
Inc., owns U.S. Patent No. 5,301,105 (8105
patent), which covers ‘‘utilization review’’
in ‘‘ ‘managed health care systems.’ ’’ 1 687
F.3d 1300, 1306 (C.A.Fed.2012). Highmark Inc., a health insurance company,
sued Allcare seeking a declaratory judgment that the 8105 patent was invalid and
unenforceable and that, to the extent it
was valid, Highmark’s actions were not
infringing it. Allcare counterclaimed for
patent infringement. Both parties filed
motions for summary judgment, and the
District Court entered a final judgment of
noninfringement in favor of Highmark.
The Federal Circuit affirmed. 329 Fed.
Appx. 280 (2009) (per curiam ).
Highmark then moved for fees under
§ 285. The District Court granted Highmark’s motion.
706 F.Supp.2d 713
(N.D.Tex.2010). The court reasoned that
Allcare had engaged in a pattern of ‘‘vexatious’’ and ‘‘deceitful’’ conduct throughout
the litigation. Id., at 737. Specifically, it
found that Allcare had ‘‘pursued this suit
as part of a bigger plan to identify companies potentially infringing the 8105 patent
under the guise of an informational survey,
and then to force those companies to purchase a license of the 8105 patent under
threat of litigation.’’ Id., at 736–737. And
it found that Allcare had ‘‘maintained infringement claims [against Highmark] well
1.

‘‘ ‘Utilization review’ is the process of determining whether a health insurer should ap-
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after such claims had been shown by its
own experts to be without merit’’ and had
‘‘asserted defenses it and its attorneys
knew to be frivolous.’’ Id., at 737. In a
subsequent opinion, the District Court
fixed the amount of the award at
$4,694,727.40 in attorney’s fees and
$209,626.56 in expenses, in addition to
$375,400.05 in expert fees. 2010 WL
6432945, *7 (N.D.Tex., Nov. 5, 2010).
The Federal Circuit affirmed in part and
reversed in part. 687 F.3d 1300. It affirmed the District Court’s exceptionalcase determination with respect to the allegations that Highmark’s system infringed
one claim of the 8105 patent, id., at 1311–
1313, but reversed the determination with
respect to another claim of the patent, id.,
at 1313–1315. In reversing the exceptional-case determination as to one claim, the
court reviewed it de novo. The court held
that because the question whether litigation is ‘‘objectively baseless’’ under Brooks
Furniture ‘‘ ‘is a question of law based on
underlying mixed questions of law and
fact,’ ’’ an objective-baselessness determination is reviewed on appeal ‘‘ ‘de novo ’ ’’
and ‘‘without deference.’’ 687 F.3d, at
1309; see also ibid., n. 1. It then determined, contrary to the judgment of the
District Court, that ‘‘Allcare’s argument’’
as to claim construction ‘‘was not ‘so unreasonable that no reasonable litigant
could believe it would succeed.’ ’’ Id., at
1315. The court further found that none
of Allcare’s conduct warranted an award of
fees under the litigation-misconduct prong
of Brooks Furniture. 687 F.3d, at 1315–
1319.
Judge Mayer dissented in part, disagreeing with the view ‘‘that no deference
is owed to a district court’s finding that the
infringement claims asserted by a litigant
prove a particular treatment for a patient.’’
687 F.3d, at 1306.
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at trial were objectively unreasonable.’’
Id., at 1319. He would have held that
‘‘reasonableness is a finding of fact which
may be set aside only for clear error.’’
Ibid. The Federal Circuit denied rehearing
en banc, over the dissent of five judges.
701 F.3d 1351 (2012). The dissenting
judges criticized the court’s decision to
adopt a de novo standard of review for the
‘‘objectively baseless’’ determination as an
impermissible invasion of the province of
the district court. Id., at 1357.
We granted certiorari, 570 U.S. ––––,
134 S.Ct. 48, 186 L.Ed.2d 962 (2013), and
now vacate and remand.
II
[1] Our opinion in Octane Fitness,
LLC v. Icon Health & Fitness, Inc., rejects the Brooks Furniture framework as
unduly rigid and inconsistent with the text
of § 285. It holds, instead, that the word
‘‘exceptional’’ in § 285 should be interpreted in accordance with its ordinary meaning. ––– U.S., at ––––, 134 S.Ct., at 1755 –
1756, 2014 WL 1672251 *5. An ‘‘exceptional’’ case, it explains, ‘‘is simply one that
stands out from others with respect to the
substantive strength of a party’s litigating
position (considering both the governing
law and the facts of the case) or the unreasonable manner in which the case was
litigated.’’ ––– U.S., at ––––, 134 S.Ct., at
1756, 2014 WL 1672251, *5. And it instructs that ‘‘[d]istrict courts may determine whether a case is ‘exceptional’ in the
case-by-case exercise of their discretion,
considering the totality of the circumstances.’’ ––– U.S., at ––––, 134 S.Ct., at
1748, 2014 WL 1672251, *5. Our holding
in Octane settles this case: Because § 285
2.

The abuse-of-discretion standard does not
preclude an appellate court’s correction of a
district court’s legal or factual error: ‘‘A district court would necessarily abuse its discretion if it based its ruling on an erroneous view

commits the determination whether a case
is ‘‘exceptional’’ to the discretion of the
district court, that decision is to be reviewed on appeal for abuse of discretion.
[2–4] Traditionally, decisions on ‘‘questions of law’’ are ‘‘reviewable de novo,’’
decisions on ‘‘questions of fact’’ are ‘‘reviewable for clear error,’’ and decisions on
‘‘matters of discretion’’ are ‘‘reviewable for
‘abuse of discretion.’ ’’ Pierce v. Underwood, 487 U.S. 552, 558, 108 S.Ct. 2541,
101 L.Ed.2d 490 (1988). For reasons we
explain in Octane, the determination
whether a case is ‘‘exceptional’’ under
§ 285 is a matter of discretion. And as in
our prior cases involving similar determinations, the exceptional-case determination
is to be reviewed only for abuse of discretion.2 See Pierce, 487 U.S., at 559, 108
S.Ct. 2541 (determinations whether a litigating position is ‘‘substantially justified’’
for purposes of fee-shifting under the
Equal Access to Justice Act are to be
reviewed for abuse of discretion); Cooter
& Gell v. Hartmarx Corp., 496 U.S. 384,
405, 110 S.Ct. 2447, 110 L.Ed.2d 359 (1990)
(sanctions under Federal Rule of Civil Procedure 11 are to be reviewed for abuse of
discretion).
[5] As in Pierce, the text of the statute
‘‘emphasizes the fact that the determination is for the district court,’’ which ‘‘suggests some deference to the district court
upon appeal,’’ 487 U.S., at 559, 108 S.Ct.
2541. As in Pierce, ‘‘as a matter of the
sound administration of justice,’’ the district court ‘‘is better positioned’’ to decide
whether a case is exceptional, id., at 559–
560, 108 S.Ct. 2541, because it lives with
the case over a prolonged period of time.
And as in Pierce, the question is ‘‘multifarof the law or on a clearly erroneous assessment of the evidence.’’ Cooter & Gell v. Hartmarx Corp., 496 U.S. 384, 405, 110 S.Ct.
2447, 110 L.Ed.2d 359 (1990).

OCTANE FITNESS v. ICON HEALTH & FITNESS
Cite as 134 S.Ct. 1749 (2014)
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ious and novel,’’ not susceptible to ‘‘useful
generalization’’ of the sort that de novo
review provides, and ‘‘likely to profit from
the experience that an abuse-of-discretion
rule will permit to develop,’’ id., at 562, 108
S.Ct. 2541.

competitor’s motion for attorney fees, 2011
WL 3900975. Parties filed cross-appeals.
The United States Court of Appeals for
the Federal Circuit, Lourie, Circuit Judge,
496 Fed.Appx. 57, affirmed, and certiorari
was granted.

[6, 7] We therefore hold that an appellate court should apply an abuse-of-discretion standard in reviewing all aspects of a
district court’s § 285 determination. Although questions of law may in some cases
be relevant to the § 285 inquiry, that inquiry generally is, at heart, ‘‘rooted in
factual determinations,’’ Cooter, 496 U.S.,
at 401, 110 S.Ct. 2447.

Holdings: The Supreme Court, Justice
Sotomayor, J., held that:

*

*

*

The judgment of the United States
Court of Appeals for the Federal Circuit is
vacated, and the case is remanded for further proceedings consistent with this opinion.
It is so ordered.

(1) an ‘‘exceptional case,’’ within meaning
of the Patent Act’s fee-shifting provision, is simply one that stands out from
others with respect to the substantive
strength of a party’s litigating position,
considering both the governing law and
the facts of the case, or the unreasonable manner in which the case was
litigated, abrogating Brooks Furniture
Mfg., Inc. v. Dutailier Int’l, Inc., 393
F.3d 1378, and
(2) patent litigants are not required to establish their entitlement to fees by
clear and convincing evidence.
Reversed and remanded.
Justice Scalia joined in part.

,
OCTANE FITNESS, LLC, Petitioner
v.
ICON HEALTH & FITNESS, INC.
No. 12–1184.
Argued Feb. 26, 2014.
Decided April 29, 2014.
Background: Patentee brought action
against competitor alleging infringement of
its patent for elliptical machine that allowed for adjustable stride length. The
United States District Court for the District of Minnesota, Ann D. Montgomery,
J., granted summary judgment of noninfringement, 2011 WL 2457914, and denied

1. Patents O3
In patent law, as in all statutory construction, unless otherwise defined, words
will be interpreted as taking their ordinary, contemporary, common meaning.
2. Patents O325.11(2.1)
An ‘‘exceptional case,’’ within meaning
of the Patent Act’s fee-shifting provision, is
simply one that stands out from others
with respect to the substantive strength of
a party’s litigating position, considering
both the governing law and the facts of the
case, or the unreasonable manner in which
the case was litigated; abrogating Brooks
Furniture Mfg., Inc. v. Dutailier Int’l,
Inc., 393 F.3d 1378.
See publication Words and Phrases for other judicial constructions
and definitions.

No. 6
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NEWMAN, Circuit Judge, dissenting in
part.
As the Armed Services Board of contract Appeals determined, there were serious flaws in the bidding and thus in the
performance of this contract. Whether
Grumman actually knew that the information that it states it expected from the Air
Force was not available or was seriously
inadequate is far from clear, but a discrepancy of $100 million between the bids of
the incumbent Lockheed (who knew of the
flaws and inadequacies) and the competitor
Grumman is so extreme that some flaw in
the bidding information should be considered, for it is clear that the Air Force had
knowledge based on which it could not
have expected adequate performance at
the bid price. Government procurement is
not a game of ‘‘gotcha.’’ The likely impossibility of performance should have been
communicated before, not after, the contract was awarded and performance was
undertaken.
The Board indeed found that significant
additional costs were incurred due to the
state of the project as Grumman received
it. That is, whatever the reason for the
inadequate communication of the nature of
the information that would be available to
Grumman after award, the Board found
that much more work was reasonably required. Further, the Board found that
Grumman was entitled to compensation for
at least some of this work, and denied
compensation only because of the difficulty
of measuring precisely what costs were
due to precisely what aspects. It is not
disputed that these measurement difficulties existed. This is a classic example of
the procedure that has come to be called
the ‘‘jury-verdict’’ method of measuring
performance costs in government contracts. See, e.g., Bluebonnet Savings

Bank, F.S.B. v. U.S., 466 F.3d 1349, 1359
(Fed.Cir.2006) (‘‘jury verdict damages are
allowed where there is ‘clear proof of injury and TTT no more reliable method for
computing damages.’ ’’); Raytheon Co. v.
White, 305 F.3d 1354 (Fed.Cir.2002):
The jury verdict method is designed to
produce an approximation of damages
based on the entire record. Before resorting to the jury verdict method, a
court (or Board) must determine (1) that
clear proof of injury exists; (2) that
there is no more reliable method for
calculating damages; and (3) that the
evidence is sufficient to make a fair and
reasonable approximation of the damages.
Id. at 1367 (citing WRB Corporation v.
United States, 183 Ct.Cl. 409, 425 (1968)).
This method should have been applied
here, with the Board making its best estimate of a fair and just award based on the
best available information. It is neither
fair nor just to deny compensation simply
because it is hard to measure. From the
court’s acceptance and endorsement of this
denial, I respectfully dissent.

,
In re SEAGATE TECHNOLOGY,
LLC, Petitioner.
Misc. No. 830.
United States Court of Appeals,
Federal Circuit.
Aug. 20, 2007.
Background: Patent holder brought action against competitor alleging infringe-

IN RE SEAGATE TECHNOLOGY, LLC
Cite as 497 F.3d 1360 (Fed. Cir. 2007)

ment of patents related to computer disk
drive technology. The United States District Court for the Southern District of
New York, George B. Daniels, J., 224
F.R.D. 98, issued order to compel discovery. Competitor petitioned for writ of mandamus.
Holdings: The Court of Appeals, Mayer,
Circuit Judge, held that:
(1) proof of willful patent infringement at
least requires showing of objective
recklessness;
(2) there is no affirmative obligation to
obtain an opinion of counsel in order to
oppose a claim of willful patent infringement;
(3) patentee had show by clear and convincing evidence that infringer acted
despite objectively high likelihood that
its actions constituted infringement of
valid patent to establish willful infringement;
(4) assertion of advice of counsel defense
and disclosing opinions of opinion counsel does not constitute waiver of the
attorney-client privilege for communications with trial counsel, overruling
Underwater Devices Inc. v. Morrison–
Knudsen Co., 717 F.2d 1380 (Fed.Cir.
1983); and
(5) relying on opinion counsel’s work product does not waive work product immunity with respect to trial counsel, overruling Underwater Devices Inc. v.
Morrison–Knudsen Co., 717 F.2d 1380.
Petition granted.
Gajarsa, Circuit Judge, filed concurring
opinion which was joined by, Newman,
Circuit Judge.
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other means of attaining the relief desired
and that the right to issuance of the writ is
clear and indisputable.
2. Mandamus O32
In appropriate cases, a writ of mandamus may issue to prevent the wrongful
exposure of privileged communications.
3. Mandamus O32
Mandamus review may be granted of
discovery orders that turn on claims of
privilege when (1) there is raised an important issue of first impression, (2) the
privilege would be lost if review were denied until final judgment, and (3) immediate resolution would avoid the development of doctrine that would undermine the
privilege.
4. Federal Courts O824
A trial court’s determination of the
scope of waiver of attorney-client privilege
is reviewed for an abuse of discretion.
5. Courts O96(7)
Substantive patent law is invoked, and
thus the law of the Federal Circuit is
applied, where there are questions regarding willful infringement and the scope of
waiver accompanying the advice of counsel
defense. 35 U.S.C.A. § 284.
6. Patents O319(3)
Because patent infringement is a
strict liability offense, the nature of the
offense is relevant only in determining
whether enhanced damages are warranted.
35 U.S.C.A. § 284.
7. Patents O227

1. Mandamus O168(2)
A party seeking a writ of mandamus
bears the burden of proving that it has no

Where a potential infringer has actual
notice of another’s patent rights, he has an
affirmative duty to exercise due care to
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determine whether or not he is infringing;
such an affirmative duty includes, inter
alia, the duty to seek and obtain competent
legal advice from counsel before the initiation of any possible infringing activity.

infringer is not relevant to the objective
inquiry of whether there is clear and convincing evidence that the infringer acted
despite an objectively high likelihood that
its actions constituted infringement of a
valid patent. 35 U.S.C.A. § 284.

8. Patents O227
Under the advice of counsel defense,
an accused willful infringer of a patent
aims to establish that due to reasonable
reliance on advice from counsel, its continued accused activities were done in good
faith.
9. Patents O227
Although a patent infringer’s reliance
on favorable advice of counsel, or conversely his failure to proffer any favorable
advice, is not dispositive of the willfulness
inquiry, it is crucial to the analysis. 35
U.S.C.A. § 284.
10. Patents O319(3)
Proof of willful patent infringement
permitting enhanced damages at least requires a showing of objective recklessness.
35 U.S.C.A. § 284.

14. Patents O319(3)
On a claim of willful patent infringement that permits enhanced damages, if
the threshold objective standard is satisfied, the patentee must also demonstrate
that the objectively-defined risk, which is
determined by the record developed in the
infringement proceeding, was either
known or so obvious that it should have
been known to the accused infringer. 35
U.S.C.A. § 284.
15. Witnesses O198(1)
The attorney-client privilege recognizes that sound legal advice or advocacy
serves public ends and that such advice or
advocacy depends upon the lawyer’s being
fully informed by the client.
16. Witnesses O217, 219(3)
The attorney-client privilege belongs
to the client, who alone may waive it.

11. Patents O319(3)
There is no affirmative obligation to
obtain an opinion of counsel in order to
oppose a claim of willful patent infringement that permits enhanced damages. 35
U.S.C.A. § 284.
12. Patents O312(8)
To establish willful infringement, a
patentee must show by clear and convincing evidence that the infringer acted despite an objectively high likelihood that its
actions constituted infringement of a valid
patent. 35 U.S.C.A. § 284.

17. Witnesses O219(3)
A waiver of the attorney-client privilege applies to all other communications
relating to the same subject matter.
18. Witnesses O219(3)
When determining what constitutes
the subject matter of a waiver of the attorney-client privilege, courts weigh the circumstances of the disclosure, the nature of
the legal advice sought, and the prejudice
to the parties of permitting or prohibiting
further disclosures.
19. Patents O226

13. Patents O312(8)
On a claim of willful patent infringement, the state of mind of the accused

Patent infringement is an ongoing offense that can continue after litigation has
commenced.

IN RE SEAGATE TECHNOLOGY, LLC
Cite as 497 F.3d 1360 (Fed. Cir. 2007)

20. Patents O319(3)
A patentee who does not attempt to
stop an accused infringer’s activities by
moving for a preliminary injunction should
not be allowed to accrue enhanced damages based solely on the infringer’s postfiling conduct. 35 U.S.C.A. § 283.
21. Patents O227
In ordinary circumstances, willfulness
depends on a patent infringer’s prelitigation conduct. 35 U.S.C.A. § 284.
22. Patents O301(1)
Whether a willfulness claim based on
conduct occurring solely after litigation began is sustainable depends on the facts of
each case, as when a patentee is denied a
preliminary injunction despite establishing
a likelihood of success on the merits, such
as when the remaining factors are considered and balanced. 35 U.S.C.A. § 284.
23. Witnesses O219(3)
As a general proposition, assertion of
the advice of counsel defense and disclosing opinions of opinion counsel in a patent
case does not constitute waiver of the attorney-client privilege for communications
with trial counsel; overruling Underwater
Devices Inc. v. Morrison–Knudsen Co.,
717 F.2d 1380.
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stantial need and undue hardship, mental
process work product is afforded even
greater, nearly absolute, protection.
26. Federal Civil Procedure O1600(5)
Work product protection in discovery
may be waived.
27. Patents O292.3(1)
In a patent case, as a general proposition, relying on an opinion counsel’s work
product does not waive work product immunity with respect to trial counsel; overruling Underwater Devices Inc. v. Morrison–Knudsen Co., 717 F.2d 1380.
28. Federal Civil Procedure O1600(3)
A party may obtain discovery of work
product absent waiver upon a sufficient
showing of need and hardship, bearing in
mind that a higher burden must be met to
obtain that pertaining to mental processes.
Fed.Rules Civ.Proc.Rule 26(b)(3), 28
U.S.C.A.
29. Patents O292.3(1)
In a patent case, work product protection is available for ‘‘nontangible’’ work
product.
Patents O328(2)
4,916,635, 5,638,267, 6,314,473. Cited.

24. Federal Civil Procedure O1600(3)
The work product doctrine is designed
to balance the needs of the adversary system: promotion of an attorney’s preparation in representing a client versus society’s general interest in revealing all true
and material facts to the resolution of a
dispute.
25. Federal Civil Procedure O1600(3)

Brian E. Ferguson and Raphael V.
Lupo, McDermott Will & Emery LLP, of
Washington, DC, argued for petitioner.
With them on the brief were Paul Devinsky and Natalia V. Blinkova. Also on the
brief were Terrence P. McMahon, Stephen
J. Akerley, Lucy H. Koh, and Mary B.
Boyle, of Palo Alto, CA.

Whereas factual work product can be
discovered solely upon a showing of sub-

Debra Brown Steinberg, Cadwalader,
Wickersham & Taft LLP, of New York,
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NY, argued for respondents, Convolve,
Inc., and MIT. With her on the brief were
James T. Bailey, Tom M. Fini, and Kevin
J. McNamee. Of counsel on the brief were
Albert L. Jacobs, Jr., Daniel A. Ladow,
Adam B. Landa, and Richard E. Kurtz,
Greenberg Traurig LLP, of New York,
NY.
Carter G. Phillips, Sidley Austin LLP, of
Washington, DC, for amici curiae, Adobe
Systems Incorporated, et al. With him on
the brief was Pankaj Venugopal. Also on
the brief were Constantine L. Trela, Jr.
and Richard A. Cederoth, of Chicago, IL.
Karen J. Mathis, American Bar Association, of Chicago, IL, for amicus curiae,
American Bar Association. With her on
the brief were William L. LaFuze and
Michael A. Valek, Vinson & Elkins, L.L.P.,
of Houston, TX.
Matthew D. Powers, Weil, Gotshal &
Manges LLP, of Redwood Shores, CA, for
amicus curiae, American Intellectual Property Law Association. With him on the
brief was Steven C. Carlson; and Amber
H. Rovner, of Austin, TX. Of counsel on
the brief was Judith M. Saffer, American
Intellectual Property Law Association, of
Arlington, VA.
Peter A. Sullivan, Hughes Hubbard &
Reed LLP, of New York, NY, for amicus
curiae, Association of the Bar of the City
of New York.
Kyle Bradford Fleming, Renner Otto
Boisselle & Sklar, of Cleveland, OH, for
amici curiae, Avery Dennison Corporation,
et al. With him on the brief were Jay R.
Campbell and Todd R. Tucker. Of counsel
on the brief was Keith A. Newburry,
Avery Dennison, Inc., of Pasadena, CA, for
amicus curiae, Avery Dennison Corporation.

Blair E. Taylor, Venable LLP, of Washington, DC, for amicus curiae, Bar Association of the District of Columbia. With her
on the brief was Peter J. Curtin. Of counsel on the brief were Robert C. Bertin and
Erin M. Dunston, Bingham McCutchen
LLP, of Washington, DC.
Hans Sauer, Biotechnology Industry Organization, of Washington, DC, for amicus
curiae, Biotechnology Industry Organization. Of counsel on the brief were Scott
A.M. Chambers, Patton Boggs LLP, of
McLean, VA, and Brian P. Barrett, Eli
Lilly and Company, of Indianapolis, IN.
M. Kala Sarvaiya, SoCal IP Law Group
LLP, of Westlake Village, CA, for amicus
curiae, Conejo Valley Bar Association.
With him on the brief were Steven C.
Sereboff and Mark S. Goldstein.
Alison M. Tucher, Morrison & Foerster
LLP of San Francisco, CA, for amici curiae, Echostar Communications Corporation,
et al. With her on the brief were Harold
J. McElhinny, Michael A. Jacobs, and Rachel Krevans. Also on the brief were
Charles S. Barquist and Bita Rahebi, of
Los Angeles, CA.
Joshua D. Sarnoff, Glushko–Samuelson
Intellectual Property Law Clinic, Washington College of Law, American University,
of Washington, DC, for amici curiae, Electronic Frontier Foundation, et al.
Stanley H. Lieberstein, St. Onge Steward Johnston & Reens LLC, of Stamford,
CT, for amicus curiae, Federal Circuit Bar
Association. With him on the brief was
Richard J. Basile.
Maxim H. Waldbaum, Schiff Hardin
LLP, of New York, NY, for amicus curiae,
Fédération Internationale Des Conseils En
Propriété Industrielle.
Mark A. Thurmon, Roy, Kiesel, Keegan
& DeNicola, of Baton Rouge, LA, for ami-

IN RE SEAGATE TECHNOLOGY, LLC
Cite as 497 F.3d 1360 (Fed. Cir. 2007)

cus curiae, Houston Intellectual Property
Law Association.
Gary M. Hoffman, Dickstein Shapiro
LLP, of Washington, DC, for amicus curiae, Intellectual Property Owners Association. With him on the brief were Kenneth
W. Brothers and Rachael Lea Leventhal.
Also on the brief were Marc S. Adler and
Richard F. Phillips, Intellectual Property
Owners Association, of Washington, DC.
Of counsel was Herbert C. Wamsley.
Michael Barclay, Wilson Sonsini Goodrich & Rosati, of Palo Alto, CA, for amicus
curiae, MediaTek, Inc. With him on the
brief was Monica Mucchetti Eno.
Roderick R. McKelvie, Covington &
Burling LLP, of Washington, DC, for amicus curiae, Pharmaceutical Research and
Manufacturers of America. With him on
the brief was Simon J. Frankel, of San
Francisco, CA.
Patricia Smink Rogowski, Connolly Bove
Lodge & Hutz LLP, of Wilmington, DE,
for amicus curiae, Philadelphia Intellectual
Property Law Association.
Douglas E. Olson, Paul, Hastings, Janofsky & Walker, LLP, of San Diego, CA, for
amicus curiae, San Diego Intellectual
Property Law Association. Of counsel on
the brief was Vicki G. Norton, Wilson Sonsini Goodrich & Rosati, of San Diego, CA.
Thomas S. Biemer, Dilworth Paxson
LLP, of Philadelphia, PA, for amici curiae,
Securities Industry and Financial Markets
Association, et al. With him on the brief
was Philip J. Foret.
Laurence H. Pretty, Law Office of Laurence H. Pretty, of Los Angeles, CA, for
amicus curiae, TiVo, Inc.
* Chief Judge Michel and Circuit Judge Moore
took no part in the consideration of the merits
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Michael K. Kirschner, Hillis Clark Martin & Peterson, P.S., of Seattle, WA, for
amicus curiae, Washington State Patent
Law Association. Of counsel on the brief
were Peter J. Knudsen, Washington State
Patent Law Association, of Bothell, WA,
and Pam Kohli Jacobson, Betts Patterson
& Mines, P.S., of Seattle, WA.
Before NEWMAN, MAYER, LOURIE,
RADER, SCHALL, BRYSON, GAJARSA,
LINN, DYK, and PROST, Circuit
Judges.*
Opinion for the court filed by Circuit
Judge MAYER, in which Circuit Judges
NEWMAN, LOURIE, RADER,
SCHALL, BRYSON, GAJARSA, LINN,
DYK, and PROST join. Concurring
opinion filed by Circuit Judge GAJARSA,
in which Circuit Judge NEWMAN joins.
Concurring opinion filed by Circuit Judge
NEWMAN.
MAYER, Circuit Judge.
Seagate Technology, LLC (‘‘Seagate’’)
petitions for a writ of mandamus directing
the United States District Court for the
Southern District of New York to vacate
its orders compelling disclosure of materials and testimony that Seagate claims is
covered by the attorney-client privilege
and work product protection. We ordered
en banc review, and now grant the petition. We overrule Underwater Devices
Inc. v. Morrison–Knudsen Co., 717 F.2d
1380 (1983), and we clarify the scope of the
waiver of attorney-client privilege and
work product protection that results when
an accused patent infringer asserts an advice of counsel defense to a charge of
willful infringement.
of this case.
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Convolve, Inc. and the Massachusetts
Institute of Technology (collectively ‘‘Convolve’’) sued Seagate on July 13, 2000,
alleging infringement of U.S. Patent Nos.
4,916,635 (‘‘the 8635 patent’’) and 5,638,267
(‘‘the 8267 patent’’). Subsequently, U.S.
Patent No. 6,314,473 (‘‘the 8473 patent’’)
issued on November 6, 2001, and Convolve
amended its complaint on January 25,
2002, to assert infringement of the 8473
patent. Convolve also alleged that Seagate willfully infringed the patents.

ion to Seagate. In addition to his previous
conclusions, this opinion concluded that the
8267 patent was possibly unenforceable.
Both opinions noted that not all of the
patent claims had been reviewed, and that
the 8535 application required further analysis, which Sekimura recommended postponing until a U.S. patent issued. On
February 21, 2003, Seagate received a
third opinion concerning the validity and
infringement of the by-then-issued 8473
patent. There is no dispute that Seagate’s
opinion counsel operated separately and
independently of trial counsel at all times.

Prior to the lawsuit, Seagate retained
Gerald Sekimura to provide an opinion
concerning Convolve’s patents, and he ultimately prepared three written opinions.
Seagate received the first opinion on July
24, 2000, shortly after the complaint was
filed. This opinion analyzed the 8635 and
8267 patents and concluded that many
claims were invalid and that Seagate’s
products did not infringe. The opinion
also considered Convolve’s pending International Application WO 99/45535 (‘‘the
8535 application’’), which recited technology similar to that disclosed in the yet-tobe-issued 8473 patent. On December 29,
2000, Sekimura provided an updated opin-

In early 2003, pursuant to the trial
court’s scheduling order, Seagate notified
Convolve of its intent to rely on Sekimura’s three opinion letters in defending
against willful infringement, and it disclosed all of his work product and made
him available for deposition. Convolve
then moved to compel discovery of any
communications and work product of Seagate’s other counsel, including its trial
counsel.1 On May 28, 2004, the trial court
concluded that Seagate waived the attorney-client privilege for all communications
between it and any counsel, including its
trial attorneys and in-house counsel,2 concerning the subject matter of Sekimura’s

1.

2.

Background

Specifically, Convolve sought to obtain the
following:
internal communications on the same subjects as the formal [Sekimura] opinions,
communications between Seagate and any
attorneys on the same subjects as the formal opinions, documents reflecting outside
counsel’s opinion as to the same subjects of
the formal opinions, documents reviewed
or considered, or forming the basis for outside counsel’s opinion as to the subject matter of the formal opinions, and documents
reflecting when oral communications concerning the subjects of the opinions occurred between Compaq and outside counsel.
Convolve, Inc. v. Compaq Comp. Corp., 224
F.R.D. 98, 101 (S.D.N.Y.2004).

We do not address the trial court’s discovery orders pertaining to Seagate’s in-house
counsel. The questions presented for en banc
review do not encompass this issue. See Kirkendall v. Dep’t of the Army, 479 F.3d 830, 835
n. 2 (Fed.Cir.2007) (en banc) (‘‘As a general
rule, the scope of our en banc review is limited to the issues set out in the en banc order.’’). That is not remarkable because Seagate’s petition sought relief only as to trial
counsel. Moreover, the nature and role of inhouse counsel in this litigation is entirely unclear on the record before us. For the same
reason, we do not address the separate opinion of Judge Gajarsa, post.
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opinions, i.e., infringement, invalidity, and
enforceability. It further determined that
the waiver began when Seagate first
gained knowledge of the patents and would
last until the alleged infringement ceased.
Accordingly, the court ordered production
of any requested documents and testimony
concerning the subject matter of Sekimura’s opinions. It provided for in camera
review of documents relating to trial strategy, but said that any advice from trial
counsel that undermined the reasonableness of relying on Sekimura’s opinions
would warrant disclosure. The court also
determined that protection of work product communicated to Seagate was waived.
Based on these rulings, Convolve sought
production of trial counsel opinions relating to infringement, invalidity, and enforceability of the patents, and also noticed
depositions of Seagate’s trial counsel. After the trial court denied Seagate’s motion
for a stay and certification of an interlocutory appeal, Seagate petitioned for a writ
of mandamus. We stayed the discovery
orders and, recognizing the functional relationship between our willfulness jurisprudence and the practical dilemmas faced in
the areas of attorney-client privilege and
work product protection, sua sponte ordered en banc review of the petition. The
en banc order set out the following questions:
1.

Should a party’s assertion of the
advice of counsel defense to willful
infringement extend waiver of the
attorney-client privilege to communications with that party’s trial
counsel?
See In re EchoStar
Commc’ns Corp., 448 F.3d 1294
(Fed.Cir.2006).

2.

What is the effect of any such waiver on work-product immunity?

3.

Given the impact of the statutory
duty of care standard announced in

1367

Underwater Devices, Inc. v. Morrison–Knudsen Co., 717 F.2d 1380
(Fed.Cir.1983), on the issue of waiver of attorney-client privilege,
should this court reconsider the decision in Underwater Devices and
the duty of care standard itself?
In re Seagate Tech., LLC, 214 Fed.Appx.
997 (Fed.Cir.2007).
Mandamus
[1–3] A party seeking a writ of mandamus bears the burden of proving that it
has no other means of attaining the relief
desired, Mallard v. U.S. Dist. Court for
the S. Dist. of Iowa, 490 U.S. 296, 309, 109
S.Ct. 1814, 104 L.Ed.2d 318 (1989), and
that the right to issuance of the writ is
‘‘clear and indisputable,’’ Allied Chem.
Corp. v. Daiflon, Inc., 449 U.S. 33, 35, 101
S.Ct. 188, 66 L.Ed.2d 193 (1980). In appropriate cases, a writ of mandamus may
issue ‘‘to prevent the wrongful exposure of
privileged communications.’’ In re Regents of the Univ. of Cal., 101 F.3d 1386,
1387 (Fed.Cir.1996). Specifically, ‘‘mandamus review may be granted of discovery
orders that turn on claims of privilege
when (1) there is raised an important issue
of first impression, (2) the privilege would
be lost if review were denied until final
judgment, and (3) immediate resolution
would avoid the development of doctrine
that would undermine the privilege.’’ Id.
at 1388. This case meets these criteria.
[4, 5] We review the trial court’s determination of the scope of waiver for an
abuse of discretion. In re EchoStar
Commc’ns. Corp., 448 F.3d 1294, 1300
(Fed.Cir.2006); In re Pioneer Hi–Bred
Int’l, Inc., 238 F.3d 1370, 1373 n. 2 (Fed.
Cir.2001). Because willful infringement
and the scope of waiver accompanying the
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advice of counsel defense invoke substantive patent law, we apply the law of this
circuit. EchoStar, 448 F.3d at 1298.
Discussion
[6] Because patent infringement is a
strict liability offense, the nature of the
offense is only relevant in determining
whether enhanced damages are warranted.
Although a trial court’s discretion in
awarding enhanced damages has a long
lineage in patent law,3 the current statute,
similar to its predecessors, is devoid of any
standard for awarding them.4 Absent a
statutory guide, we have held that an
award of enhanced damages requires a
showing of willful infringement. Beatrice
Foods Co. v. New England Printing &
Lithographing Co., 923 F.2d 1576, 1578
(Fed.Cir.1991); see also Jurgens v. CBK,
Ltd., 80 F.3d 1566, 1570 (Fed.Cir.1996)
(holding that bad faith infringement, which
is a type of willful infringement, is required for enhanced damages). This wellestablished standard accords with Supreme Court precedent. See Aro Mfg. Co.
v. Convertible Top Replacement Co., 377
3.

Trial courts have had statutory discretion to
enhance damages for patent infringement
since 1836. 35 U.S.C. § 284 (2000); Act of
Aug. 1, 1946, 60 Stat. 778; Patent Act of
1870, ch. 230, § 59, 16 Stat. 198, 207 (1870)
(providing that ‘‘the court may enter judgment thereon for any sum above the amount
found by the verdict as the actual damages
sustained, according to the circumstances of
the case, not exceeding three times the
amount of such verdict, together with the
costs’’); Patent Act of 1836, ch. 357, 5 Stat.
117 (1836) (stating that ‘‘it shall be in the
power of the court to render judgment for any
sum above the amount found by such verdict
TTT not exceeding three times the amount
thereof, according to the circumstances of the
case’’).

4.

The current statute, enacted in 1952 and
codified at 35 U.S.C. § 284, provides:

U.S. 476, 508, 84 S.Ct. 1526, 12 L.Ed.2d
457 (1964) (enhanced damages were available for willful or bad faith infringement);
see also Dowling v. United States, 473
U.S. 207, 227 n. 19, 105 S.Ct. 3127, 87
L.Ed.2d 152 (1985) (enhanced damages are
available for ‘‘willful infringement’’); Seymour v. McCormick, 57 U.S. 480, 489, 16
How. 480, 14 L.Ed. 1024 (1853) (‘‘wanton
or malicious’’ injury could result in exemplary damages). But, a finding of willfulness does not require an award of enhanced damages; it merely permits it.
See 35 U.S.C. § 284; Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1274 (Fed.
Cir.1999); Jurgens, 80 F.3d at 1570.
[7] This court fashioned a standard for
evaluating willful infringement in Underwater Devices Inc. v. Morrison–Knudsen
Co., 717 F.2d 1380, 1389–90 (Fed.Cir.1983):
‘‘Where TTT a potential infringer has actual
notice of another’s patent rights, he has an
affirmative duty to exercise due care to
determine whether or not he is infringing.
Such an affirmative duty includes, inter
alia, the duty to seek and obtain competent legal advice from counsel before the
Upon finding for the claimant the court
shall award the claimant damages adequate
to compensate for the infringement, but in
no event less than a reasonable royalty for
the use made of the invention by the infringer, together with interest and costs as
fixed by the court.
When the damages are not found by a jury,
the court shall assess them. In either event
the court may increase the damages up to
three times the amount found or assessed.
Increased damages under this paragraph
shall not apply to provisional rights under
section 154(d) of this title.
The court may receive expert testimony as
an aid to the determination of damages or
of what royalty would be reasonable under
the circumstances.
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initiation of any possible infringing activity.’’ (citations omitted). This standard was
announced shortly after the creation of the
court, and at a time ‘‘when widespread
disregard of patent rights was undermining the national innovation incentive.’’
Knorr–Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp., 383 F.3d 1337,
1343 (Fed.Cir.2004) (en banc) (citing Advisory Committee on Industrial Innovation
Final Report, Dep’t of Commerce
(Sep.1979)). Indeed, in Underwater Devices, an attorney had advised the infringer that ‘‘[c]ourts, in recent years, have—in
patent infringement cases—found [asserted patents] invalid in approximately 80%
of the cases,’’ and on that basis the attorney concluded that the patentee would not
likely sue for infringement. 717 F.2d at
1385. Over time, our cases evolved to
evaluate willfulness and its duty of due
care under the totality of the circumstances, and we enumerated factors informing the inquiry. E.g., Read Corp. v.
Portec, Inc., 970 F.2d 816, 826–27 (Fed.
Cir.1992); Rolls–Royce Ltd. v. GTE Valeron Corp., 800 F.2d 1101, 1110 (Fed.Cir.
1986).
[8, 9] In light of the duty of due care,
accused willful infringers commonly assert
an advice of counsel defense. Under this
defense, an accused willful infringer aims
to establish that due to reasonable reliance
on advice from counsel, its continued accused activities were done in good faith.
Typically, counsel’s opinion concludes that
the patent is invalid, unenforceable, and/or
not infringed. Although an infringer’s reliance on favorable advice of counsel, or
conversely his failure to proffer any favorable advice, is not dispositive of the willfulness inquiry, it is crucial to the analysis.
E.g., Electro Med. Sys., S.A. v. Cooper Life
Scis., Inc., 34 F.3d 1048, 1056 (Fed.Cir.
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1994) (‘‘Possession of a favorable opinion of
counsel is not essential to avoid a willfulness determination; it is only one factor to
be considered, albeit an important one.’’).
Since Underwater Devices, we have recognized the practical concerns stemming
from our willfulness doctrine, particularly
as related to the attorney-client privilege
and work product doctrine. For instance,
Quantum Corp. v. Tandon Corp., 940 F.2d
642, 643 (Fed.Cir.1991), observed that
‘‘[p]roper resolution of the dilemma of an
accused infringer who must choose between the lawful assertion of the attorneyclient privilege and avoidance of a willfulness finding if infringement is found, is of
great importance not only to the parties
but to the fundamental values sought to be
preserved by the attorney-client privilege.’’
We cautioned there that an accused infringer ‘‘should not, without the trial
court’s careful consideration, be forced to
choose between waiving the privilege in
order to protect itself from a willfulness
finding, in which case it may risk prejudicing itself on the question of liability, and
maintaining the privilege, in which case it
may risk being found to be a willful infringer if liability is found.’’ Id. at 643–44.
We advised that in camera review and
bifurcating trials in appropriate cases
would alleviate these concerns. Id. However, such procedures are often considered
too onerous to be regularly employed.
Recently, in Knorr–Bremse, we addressed another outgrowth of our willfulness doctrine. Over the years, we had
held that an accused infringer’s failure to
produce advice from counsel ‘‘would warrant the conclusion that it either obtained
no advice of counsel or did so and was
advised that its [activities] would be an
infringement of valid U.S. Patents.’’
Knorr–Bremse, 383 F.3d at 1343 (quoting
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Kloster Speedsteel AB v. Crucible Inc., 793
F.2d 1565, 1580 (Fed.Cir.1986)). Recognizing that this inference imposed ‘‘inappropriate burdens on the attorney-client
relationship,’’ id., we held that invoking the
attorney-client privilege or work product
protection does not give rise to an adverse
inference, id. at 1344–45. We further held
that an accused infringer’s failure to obtain
legal advice does not give rise to an adverse inference with respect to willfulness.
Id. at 1345–46.
More recently, in EchoStar we addressed the scope of waiver resulting from
the advice of counsel defense. First, we
concluded that relying on in-house counsel’s advice to refute a charge of willfulness triggers waiver of the attorney-client
privilege. EchoStar, 448 F.3d at 1299.
Second, we held that asserting the advice
of counsel defense waives work product
protection and the attorney-client privilege
for all communications on the same subject
matter, as well as any documents memorializing attorney-client communications.
Id. at 1299, 1302–03. However, we held
that waiver did not extend to work product
that was not communicated to an accused
infringer. Id. at 1303–04. EchoStar did
not consider waiver of the advice of counsel defense as it relates to trial counsel.
In this case, we confront the willfulness
scheme and its functional relationship to
the attorney-client privilege and work
product protection. In light of Supreme
Court opinions since Underwater Devices
and the practical concerns facing litigants
under the current regime, we take this
opportunity to revisit our willfulness doctrine and to address whether waiver resulting from advice of counsel and work
product defenses extend to trial counsel.
See Knorr–Bremse, 383 F.3d at 1343–44.
I.

Willful Infringement

The term willful is not unique to patent
law, and it has a well-established meaning

in the civil context. For instance, our
sister circuits have employed a recklessness standard for enhancing statutory
damages for copyright infringement. Under the Copyright Act, a copyright owner
can elect to receive statutory damages, and
trial courts have discretion to enhance the
damages, up to a statutory maximum, for
willful infringement. 17 U.S.C. § 504(c).
Although the statute does not define willful, it has consistently been defined as
including reckless behavior. See, e.g., Yurman Design, Inc. v. PAJ, Inc., 262 F.3d
101, 112 (2d Cir.2001) (‘‘Willfulness in [the
context of statutory damages for copyright
infringement] means that the defendant
‘recklessly disregarded’ the possibility that
‘its conduct represented infringement.’ ’’)
(quoting Hamil Am., Inc. v. GFI, Inc., 193
F.3d 92, 97 (2d Cir.1999) (additional citations omitted)); Wildlife Express Corp. v.
Carol Wright Sales, 18 F.3d 502, 511–12
(7th Cir.1994) (same); RCA/Ariola Int’l,
Inc. v. Thomas & Grayston Co., 845 F.2d
773, 779 (8th Cir.1988) (same); see also
eBay Inc. v. MercExchange, L.L.C., –––
U.S. ––––, 126 S.Ct. 1837, 1840, 164
L.Ed.2d 641 (2006) (noting with approval
that its resolution of the permanent injunction standard in the patent context created
harmony with copyright law).
Just recently, the Supreme Court addressed the meaning of willfulness as a
statutory condition of civil liability for punitive damages. Safeco Ins. Co. of Am. v.
Burr, ––– U.S. ––––, 127 S.Ct. 2201, 167
L.Ed.2d 1045 (2007). Safeco involved the
Fair Credit Reporting Act (‘‘FCRA’’),
which imposes civil liability for failure to
comply with its requirements. Whereas
an affected consumer can recover actual
damages for negligent violations of the
FCRA, 15 U.S.C. § 1681 o(a), he can also
recover punitive damages for willful ones,
15 U.S.C. § 1681 n(a). Addressing the
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willfulness requirement in this context, the
Court concluded that the ‘‘standard civil
usage’’ of ‘‘willful’’ includes reckless behavior. Id. at 2209; accord McLaughlin v.
Richland Shoe Co., 486 U.S. 128, 132–33,
108 S.Ct. 1677, 100 L.Ed.2d 115 (1988)
(concluding that willful violations of the
Fair Labor Standards Act include reckless
violations); Trans World Airlines, Inc. v.
Thurston, 469 U.S. 111, 128, 105 S.Ct. 613,
83 L.Ed.2d 523 (1985). Significantly, the
Court said that this definition comports
with the common law usage, ‘‘which treated actions in ‘reckless disregard’ of the law
as ‘willful’ violations.’’ Id. at 2209 (citing
W. Keeton, D. Dobbs, R. Keeton, & D.
Owen, Prosser and Keeton on Law of
Torts § 34, p. 212 (5th ed.1984)).
[10, 11] In contrast, the duty of care
announced in Underwater Devices sets a
lower threshold for willful infringement
that is more akin to negligence. This
standard fails to comport with the general
understanding of willfulness in the civil
context, Richland Shoe Co., 486 U.S. at
133, 108 S.Ct. 1677 (‘‘The word ‘willful’ TTT
is generally understood to refer to conduct
that is not merely negligent.’’), and it allows for punitive damages in a manner
inconsistent with Supreme Court precedent, see, e.g., Safeco, 127 S.Ct. at 2209,
2214–15, 2216 n.20; Smith v. Wade, 461
U.S. 30, 39–49, 103 S.Ct. 1625, 75 L.Ed.2d
632 (1983). Accordingly, we overrule the
standard set out in Underwater Devices
and hold that proof of willful infringement
permitting enhanced damages requires at
least a showing of objective recklessness.
Because we abandon the affirmative duty
of due care, we also reemphasize that
there is no affirmative obligation to obtain
opinion of counsel.
5.

We would expect, as suggested by Judge
Newman, post at 1377, that the standards of
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[12–14] We fully recognize that ‘‘the
term [reckless] is not self-defining.’’
Farmer v. Brennan, 511 U.S. 825, 836, 114
S.Ct. 1970, 128 L.Ed.2d 811 (1994). However, ‘‘[t]he civil law generally calls a person reckless who acts TTT in the face of an
unjustifiably high risk of harm that is either known or so obvious that it should be
known.’’ Id. (citing Prosser and Keeton
§ 34, pp. 213–14; Restatement (Second) of
Torts § 500 (1965)). Accordingly, to establish willful infringement, a patentee
must show by clear and convincing evidence that the infringer acted despite an
objectively high likelihood that its actions
constituted infringement of a valid patent.
See Safeco, 127 S.Ct. at 2215 (‘‘It is [a]
high risk of harm, objectively assessed,
that is the essence of recklessness at common law.’’). The state of mind of the
accused infringer is not relevant to this
objective inquiry. If this threshold objective standard is satisfied, the patentee
must also demonstrate that this objectively-defined risk (determined by the record
developed in the infringement proceeding)
was either known or so obvious that it
should have been known to the accused
infringer. We leave it to future cases to
further develop the application of this
standard.5
Finally, we reject the argument that
revisiting our willfulness doctrine is either
improper or imprudent, as Convolve contends. The ultimate dispute in this case is
the proper scope of discovery. While it is
true that the issue of willful infringement,
or even infringement for that matter, has
not been decided by the trial court, it is
indisputable that the proper legal standard
for willful infringement informs the relevance of evidence relating to that issue
commerce would be among the factors a
court might consider.
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and, more importantly here, the proper
scope of discovery. See United States
Nat’l Bank of Or. v. Indep. Ins. Agents of
Am., Inc., 508 U.S. 439, 447, 113 S.Ct.
2173, 124 L.Ed.2d 402 (1993) (‘‘[A] court
may consider an issue ‘antecedent to TTT
and ultimately dispositive of’ the dispute
before it, even an issue the parties fail to
identify and brief.’’ (quoting Arcadia v.
Ohio Power Co., 498 U.S. 73, 77, 111 S.Ct.
415, 112 L.Ed.2d 374 (1990))); see also
Fed. R. Civ. Pro. R. 26(b) (limiting discovery to relevant, not necessarily admissible,
information); accord Singleton v. Wulff,
428 U.S. 106, 121, 96 S.Ct. 2868, 49
L.Ed.2d 826 (1976) (‘‘The matter of what
questions may be taken up and resolved
for the first time on appeal is one left
primarily to the discretion of the courts of
appeals, to be exercised on the facts of
individual cases.’’); Forshey v. Principi,
284 F.3d 1335, 1355–59 (Fed.Cir.2002) (en
banc ). Accordingly, addressing willfulness is neither hypothetical nor advisory.
II.

Attorney–Client Privilege

[15] We turn now to the appropriate
scope of waiver of the attorney-client privilege resulting from an advice of counsel
defense asserted in response to a charge of
willful infringement. Recognizing that it
is ‘‘the oldest of the privileges for confidential communications known to the common
law,’’ we are guided by its purpose ‘‘to
encourage full and frank communication
between attorneys and their clients and
thereby promote broader public interests
in the observance of law and administration of justice.’’ Upjohn Co. v. United
States, 449 U.S. 383, 389, 101 S.Ct. 677, 66
L.Ed.2d 584 (1981). The privilege also
‘‘recognizes that sound legal advice or advocacy serves public ends and that such
advice or advocacy depends upon the lawyer’s being fully informed by the client.’’
Id.

[16–18] The attorney-client privilege
belongs to the client, who alone may waive
it. E.g., Knorr–Bremse, 383 F.3d at 1345;
Am. Standard, Inc. v. Pfizer, Inc., 828
F.2d 734, 745 (Fed.Cir.1987). ‘‘The widely
applied standard for determining the scope
of a waiver TTT is that the waiver applies
to all other communications relating to the
same subject matter.’’ Fort James Corp.
v. Solo Cup Co., 412 F.3d 1340, 1349 (Fed.
Cir.2005). This broad scope is grounded
in principles of fairness and serves to prevent a party from simultaneously using the
privilege as both a sword and a shield;
that is, it prevents the inequitable result of
a party disclosing favorable communications while asserting the privilege as to
less favorable ones. EchoStar, 448 F.3d at
1301; Fort James, 412 F.3d at 1349. Ultimately, however, ‘‘[t]here is no bright line
test for determining what constitutes the
subject matter of a waiver, rather courts
weigh the circumstances of the disclosure,
the nature of the legal advice sought and
the prejudice to the parties of permitting
or prohibiting further disclosures.’’ Fort
James, 412 F.3d at 1349–50.
In considering the scope of waiver resulting from the advice of counsel defense,
district courts have reached varying results with respect to trial counsel. Some
decisions have extended waiver to trial
counsel, e.g., Informatica Corp. v. Bus.
Objects Data Integration, Inc., 454
F.Supp.2d 957 (N.D.Cal.2006), whereas
others have declined to do so, e.g., Collaboration Props., Inc. v. Polycom, Inc., 224
F.R.D. 473, 476 (N.D.Cal.2004); Ampex
Corp. v. Eastman Kodak Co., 2006 WL
1995140, 2006 U.S. Dist. LEXIS 48702
(D.Del. July 17, 2006). Still others have
taken a middle ground and extended waiver to trial counsel only for communications
contradicting or casting doubt on the opinions asserted. E.g., Intex Recreation
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Corp. v. Team Worldwide Corp., 439
F.Supp.2d 46 (D.D.C.2006); Beneficial
Franchise Co., Inc. v. Bank One, N.A., 205
F.R.D. 212 (N.D.Ill.2001); Micron Separations, Inc. v. Pall Corp., 159 F.R.D. 361
(D.Mass.1995).
Recognizing the value of a common approach and in light of the new willfulness
analysis set out above, we conclude that
the significantly different functions of trial
counsel and opinion counsel advise against
extending waiver to trial counsel. Whereas opinion counsel serves to provide an
objective assessment for making informed
business decisions, trial counsel focuses on
litigation strategy and evaluates the most
successful manner of presenting a case to
a judicial decision maker. And trial counsel is engaged in an adversarial process.
We previously recognized this distinction
with respect to our prior willfulness standard in Crystal Semiconductor Corp. v.
TriTech Microelectronics International,
Inc., 246 F.3d 1336, 1352 (Fed.Cir.2001),
which concluded that ‘‘defenses prepared
[by litigation counsel] for a trial are not
equivalent to the competent legal opinion
of non-infringement or invalidity which
qualify as ‘due care’ before undertaking
any potentially infringing activity.’’ Because of the fundamental difference between these types of legal advice, this situation does not present the classic ‘‘sword
and shield’’ concerns typically mandating
broad subject matter waiver. Therefore,
fairness counsels against disclosing trial
counsel’s communications on an entire subject matter in response to an accused infringer’s reliance on opinion counsel’s opinion to refute a willfulness allegation.
Moreover, the interests weighing
against extending waiver to trial counsel
are compelling. The Supreme Court recognized the need to protect trial counsel’s

1373

thoughts in Hickman v. Taylor, 329 U.S.
495, 510–11, 67 S.Ct. 385, 91 L.Ed. 451
(1947):
[I]t is essential that a lawyer work
with a certain degree of privacy, free
from unnecessary intrusion by opposing parties and their counsel. Proper
preparation of a client’s case demands
that he assemble information, sift
what he considers to be the relevant
from the irrelevant facts, prepare his
legal theories and plan his strategy
without undue and needless interference. That is the historical and the
necessary way in which lawyers act
within the framework of our system of
jurisprudence to promote justice and
to protect their clients’ interests.
The Court saw that allowing discovery of
an attorney’s thoughts would result in
‘‘[i]nefficiency, unfairness and sharp practices,’’ that ‘‘[t]he effect on the legal profession would be demoralizing’’ and thus
‘‘the interests of the clients and the cause
of justice would be poorly served.’’ Id. at
511, 67 S.Ct. 385. Although Hickman concerned work product protection, the attorney-client privilege maintained with trial
counsel raises the same concerns in patent
litigation. In most cases, the demands of
our adversarial system of justice will far
outweigh any benefits of extending waiver
to trial counsel. See Jaffee v. Redmond,
518 U.S. 1, 9, 116 S.Ct. 1923, 135 L.Ed.2d
337 (1996) (‘‘Exceptions from the general
rule disfavoring testimonial privileges may
be justified, however, by a ‘public good
transcending the normally predominant
principle of utilizing all rational means for
ascertaining the truth.’ ’’) (quoting Trammel v. United States, 445 U.S. 40, 50, 100
S.Ct. 906, 63 L.Ed.2d 186 (1980) (quoting
Elkins v. United States, 364 U.S. 206, 80
S.Ct. 1437, 4 L.Ed.2d 1669 (1960) (Frank-
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furter, J., dissenting))) (additional internal
quotation marks omitted).
[19–21] Further outweighing any benefit of extending waiver to trial counsel is
the realization that in ordinary circumstances, willfulness will depend on an infringer’s prelitigation conduct. It is certainly true that patent infringement is an
ongoing offense that can continue after
litigation has commenced. However, when
a complaint is filed, a patentee must have a
good faith basis for alleging willful infringement. Fed. R. Civ. Pro. 8, 11(b).
So a willfulness claim asserted in the original complaint must necessarily be grounded exclusively in the accused infringer’s
pre-filing conduct. By contrast, when an
accused infringer’s post-filing conduct is
reckless, a patentee can move for a preliminary injunction, which generally provides
an adequate remedy for combating postfiling willful infringement. See 35 U.S.C.
§ 283; Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1350 (Fed.Cir.
2001). A patentee who does not attempt
to stop an accused infringer’s activities in
this manner should not be allowed to accrue enhanced damages based solely on
the infringer’s post-filing conduct. Similarly, if a patentee attempts to secure injunctive relief but fails, it is likely the
infringement did not rise to the level of
recklessness.
We fully recognize that an accused infringer may avoid a preliminary injunction
by showing only a substantial question as
to invalidity, as opposed to the higher clear
and convincing standard required to prevail on the merits. Amazon.com, 239 F.3d
at 1359 (‘‘Vulnerability is the issue at the
preliminary injunction stage, while validity
is the issue at trial. The showing of a
substantial question as to invalidity thus
requires less proof than the clear and con-

vincing showing necessary to establish invalidity itself.’’). However, this lessened
showing simply accords with the requirement that recklessness must be shown to
recover enhanced damages. A substantial
question about invalidity or infringement is
likely sufficient not only to avoid a preliminary injunction, but also a charge of willfulness based on post-filing conduct.
[22] We also recognize that in some
cases a patentee may be denied a preliminary injunction despite establishing a likelihood of success on the merits, such as
when the remaining factors are considered
and balanced. In that event, whether a
willfulness claim based on conduct occurring solely after litigation began is sustainable will depend on the facts of each case.
Because willful infringement in the main
must find its basis in prelitigation conduct,
communications of trial counsel have little,
if any, relevance warranting their disclosure, and this further supports generally
shielding trial counsel from the waiver
stemming from an advice of counsel defense to willfulness. Here, the opinions of
Seagate’s opinion counsel, received after
suit was commenced, appear to be of similarly marginal value. Although the reasoning contained in those opinions ultimately may preclude Seagate’s conduct
from being considered reckless if infringement is found, reliance on the opinions
after litigation was commenced will likely
be of little significance.
[23] In sum, we hold, as a general
proposition, that asserting the advice of
counsel defense and disclosing opinions of
opinion counsel do not constitute waiver of
the attorney-client privilege for communications with trial counsel. We do not purport to set out an absolute rule. Instead,
trial courts remain free to exercise their
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discretion in unique circumstances to extend waiver to trial counsel, such as if a
party or counsel engages in chicanery.
We believe this view comports with Supreme Court precedent, which has made
clear that rules concerning privileges are
subject to review and revision, when necessary. See Jaffee, 518 U.S. at 9, 116 S.Ct.
1923 (noting that federal courts are ‘‘to
‘continue the evolutionary development of
testimonial privileges.’ ’’ (quoting Trammel, 445 U.S. at 47, 100 S.Ct. 906)).
III.

Work Product Protection

An advice of counsel defense asserted to
refute a charge of willful infringement may
also implicate waiver of work product protection. Again, we are here confronted
with whether this waiver extends to trial
counsel’s work product. We hold that it
does not, absent exceptional circumstances.
[24, 25] The work product doctrine is
‘‘designed to balance the needs of the adversary system: promotion of an attorney’s preparation in representing a client
versus society’s general interest in revealing all true and material facts to the resolution of a dispute.’’ In re Martin Marietta Corp., 856 F.2d 619, 624 (4th Cir.1988).
Unlike the attorney-client privilege, which
provides absolute protection from disclosure, work product protection is qualified
and may be overcome by need and undue
hardship. Fed. R. Civ. Pro. 26(b)(3).
However, the level of need and hardship
required for discovery depends on whether
the work product is factual, or the result of
mental processes such as plans, strategies,
tactics, and impressions, whether memorialized in writing or not. Whereas factual
work product can be discovered solely
upon a showing of substantial need and
undue hardship, mental process work
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product is afforded even greater, nearly
absolute, protection. See id.; Upjohn Co.
v. United States, 449 U.S. 383, 400, 101
S.Ct. 677, 66 L.Ed.2d 584 (1981); Holmgren v. State Farm Mut. Auto. Ins., 976
F.2d 573, 577 (9th Cir.1992) (holding that
work product ‘‘may be discovered and admitted when mental impressions are at
issue in a case and the need for the material is compelling’’); see also Director, Office of Thrift Supervision v. Vinson &
Elkins, LLP, 124 F.3d 1304, 1307 (D.C.Cir.
1997) (‘‘virtually undiscoverable’’). But see
Nat’l Union Fire Ins. Co. v. Murray Sheet
Metal Co., 967 F.2d 980, 984 (4th Cir.1992)
(‘‘ ‘absolutely’ immune from discovery’’).
[26] Like the attorney-client privilege,
however, work product protection may be
waived. United States v. Nobles, 422 U.S.
225, 239, 95 S.Ct. 2160, 45 L.Ed.2d 141
(1975). Here, the same rationale generally
limiting waiver of the attorney-client privilege with trial counsel applies with even
greater force to so limiting work product
waiver because of the nature of the work
product doctrine. Protecting lawyers from
broad subject matter of work product disclosure ‘‘strengthens the adversary process, and TTT may ultimately and ideally
further the search for the truth.’’ Martin
Marietta, 856 F.2d at 626; accord EchoStar, 448 F.3d at 1301 (‘‘[W]ork-product immunity TTT promotes a fair and efficient
adversarial systemTTTT’’); Coastal States
Gas Corp. v. Dep’t of Energy, 617 F.2d
854, 864 (D.C.Cir.1980) (‘‘The purpose of
the privilege, however, is not to protect
any interest of the attorney TTT but to
protect the adversary trial process itself.
It is believed that the integrity of our
system would suffer if adversaries were
entitled to probe each other’s thoughts and
plans concerning the case.’’). In addition,
trial counsel’s mental processes, which fall
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within Convolve’s discovery requests, enjoy the utmost protection from disclosure;
a scope of waiver commensurate with the
nature of such heightened protection is
appropriate. See Martin Marietta, 856
F.2d at 625–26.
The Supreme Court has approved of
narrowly restricting the scope of work
product waiver. In United States v. Nobles, a criminal case, an accused armed
robber presented the testimony of an investigator in an attempt to discredit the
two eyewitnesses. When they testified for
the prosecution, the defense attorney relied on the investigator’s report in crossexamining the eyewitnesses. 422 U.S. at
227, 95 S.Ct. 2160. After the prosecution
rested, the defense attempted to call the
investigator to testify. The trial court,
however, ruled that if the investigator testified, his affirmative testimony would
mandate disclosure of the portions of his
report relating to his testimony. Id. at
229, 95 S.Ct. 2160. The Supreme Court
agreed that the investigator’s affirmative
testimony waived work product protection,
but it approvingly noted the ‘‘quite limited’’ scope of waiver imposed by the trial
court and its refusal to allow a general
‘‘fishing expedition’’ into the defense files
or even the investigator’s report. Id. at
239–40, 95 S.Ct. 2160. Similarly, Convolve
has been granted access to the materials
relating to Seagate’s opinion counsel’s
opinion, and he was made available for
deposition. The extent of this waiver accords with the principles and spirit of Nobles.
[27, 28] Accordingly, we hold that, as a
general proposition, relying on opinion
counsel’s work product does not waive
work product immunity with respect to
trial counsel. Again, we leave open the
possibility that situations may arise in

which waiver may be extended to trial
counsel, such as if a party or his counsel
engages in chicanery. And, of course, the
general principles of work product protection remain in force, so that a party may
obtain discovery of work product absent
waiver upon a sufficient showing of need
and hardship, bearing in mind that a higher burden must be met to obtain that
pertaining to mental processes. See Fed.
R. Civ. Pro. 26(b)(3).
[29] Finally, the work product doctrine
was partially codified in Rule 26(b)(3) of
the Federal Rules of Civil Procedure,
which applies work product protection to
‘‘documents and tangible things.’’ Courts
continue to apply Hickman v. Taylor, 329
U.S. 495, 67 S.Ct. 385, 91 L.Ed. 451, to
‘‘nontangible’’ work product. See, e.g., In
re Cendant Corp. Sec. Litig., 343 F.3d 658,
662–63 (3d Cir.2003); United States v. One
Tract of Real Property, 95 F.3d 422, 428 n.
10 (6th Cir.1996). This is relevant here
because Convolve sought to depose Seagate’s trial counsel. We agree that work
product protection remains available to
‘‘nontangible’’ work product under Hickman. Otherwise, attorneys’ files would be
protected from discovery, but attorneys
themselves would have no work product
objection to depositions.
Conclusion
Accordingly, Seagate’s petition for a writ
of mandamus is granted, and the district
court will reconsider its discovery orders
in light of this opinion.
GAJARSA, Circuit Judge, concurring,
with whom Circuit Judge NEWMAN joins.
I agree with the court’s decision to grant
the writ of mandamus; however, I write
separately to express my belief that the
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court should take the opportunity to eliminate the grafting of willfulness onto section
284. As the court’s opinion points out,
although the enhanced damages clause of
that section ‘‘is devoid of any standard for
awarding [such damages],’’ ante at 1368,
this court has nevertheless read a willfulness standard into the statute, see, e.g.,
Beatrice Foods Co. v. New England Printing & Lithographing Co., 923 F.2d 1576,
1578 (Fed.Cir.1991); Leesona Corp. v.
United States, 220 Ct.Cl. 234, 599 F.2d
958, 969 (1979). Because the language of
the statute unambiguously omits any such
requirement, see 35 U.S.C. § 284 (‘‘[T]he
court may increase the damages up to
three times the amount found or assessed.’’), and because there is no principled reason for continuing to engraft a
willfulness requirement onto section 284, I
believe we should adhere to the plain
meaning of the statute and leave the discretion to enhance damages in the capable
hands of the district courts. Accordingly,
I agree that Underwater Devices, Inc. v.
Morrison–Knudsen Co., 717 F.2d 1380
(Fed.Cir.1983), should be overruled and
the affirmative duty of care eliminated. I
would also take the opportunity to overrule
the Beatrice Foods line of cases to the
extent those cases engraft willfulness onto
the statute. I would vacate the district
court’s order and remand for the court to
reconsider its ruling in light of the clear
and unambiguous language of section 284.
In order to reach this conclusion that
enhanced damages should not be limited
by willfulness, it is appropriate to place the
issue of enhanced damages in the proper
historical perspective. Treble damages
were first introduced into American patent
law by the Act of February 21, 1793, which
allowed the patentee to recover, in an action at law, ‘‘a sum, that shall be at least
equal to three times the price, for which
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the patentee has usually sold or licensed to
other persons, the use of [the invention].’’
Act of Feb. 21, 1793, ch. 11, § 5, 1 Stat.
318, 322. The Act of April 17, 1800, allowed the patentee to recover, also in an
action at law, ‘‘a sum equal to three times
the actual damage sustained by [the] patentee.’’ Act of Apr. 17, 1800, ch. 25, § 3, 2
Stat. 37, 38. Notably, however, neither of
these acts permitted the courts discretion
in assessing treble damages.
Such discretion was not conferred upon
the courts until the Act of July 4, 1836,
which provided that ‘‘it shall be in the
power of the court to render judgment for
any sum above the amount found by [the]
verdict as the actual damages sustained by
the plaintiff, not exceeding three times the
amount thereof, according to the circumstances of the case.’’ Act of July 4, 1836,
ch. 357, § 14, 5 Stat. 117, 123 (emphasis
added). Nothing in the phrase ‘‘according
to the circumstances of the case’’ implies
that the district court’s discretion to award
enhanced damages is contingent upon a
finding of willfulness. Indeed, one deficiency identified in pre–1836 patent law
was the insufficiency of damages in compensating deserving patentees. Sen. John
Ruggles, S. Report Accompanying Senate
Bill No. 239, at 6 (Apr. 28, 1836) (explaining that pre–1836 patent law ‘‘offer[ed] an
inadequate remedy for the [infringement]
injury, by giving an action of damages’’).
At the same time, pre–1836 patent law was
criticized for its limited standards regarding the granting of patents, which led to
abusive wielding of the treble-damages
club by undeserving patentees. See id. at
3–4 (describing the ‘‘reprehensible’’ practice of patentees in possession of ‘‘patents
for what has been long in public use, and
what every one has therefore a right to
use,’’ who, ‘‘being armed with the apparent
authority of the Government, having the
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sanction of its highest officers the seal of
state, scour[ ] the country, and by threats
of prosecution, compel[ ] those who are
found using the thing patented, to pay the
patent price or commutation tribute’’). It
would appear, then, that the 1836 Act was
intended to control not only the grant of
unwarranted patents, but also to restore
the flexibility of remedy that is the traditional judicial province.
Moreover, due to the division of law and
equity, a patentee having no basis for invoking the equitable jurisdiction of a federal court was limited to legal remedies in an
action on the case. Though the court’s
equitable powers—such as the power to
grant discovery into a defendant’s affairs
in order to determine damages—might
still be accessible to the patentee, access to
such powers was not guaranteed. See
Sinclair Refining Co. v. Jenkins Petroleum Process Co., 289 U.S. 689, 696, 53
S.Ct. 736, 77 L.Ed. 1449 (1933) (‘‘To hold
that the plaintiff in an action at law may
have discovery of damages is not to say
that the remedy will be granted as a matter of course, or that protection will not be
given to his adversary against impertinent
intrusion.’’). Even if discovery was granted in an action on the case, the patentee
had no basis for collecting the infringer’s
profits through an equitable action for an
injunction and accounting. See Root v.
Ry., 105 U.S. 189, 215–216, 26 L.Ed. 975
(1882). As such, actual damages provable
at law—though not ‘‘inadequate’’ in the
equitable sense—could nevertheless be
less than sufficient to compensate the patentee. In such a case, a discretionary
enhancement of damages would be appropriate for entirely remedial reasons, irrespective of the defendant’s state of mind.
Apart from the difficulties created by
the old law and equity division, a district

court might decide to enhance a patentee’s
damages to overcome other obstacles.
For example, assume that a substantial
portion of a defendant’s sales data is inadvertently but irretrievably lost prior to
discovery. In such a case, a successful
plaintiff, through no fault of its own, might
be unable to prove the real extent of damage caused by the infringement. It would
be entirely reasonable, in my judgment,
for the district court to exercise its statutory discretion and enhance the damage
award by some measure. Another foreseeable situation is one in which a plaintiff,
having successfully secured a damage
award for past infringement, moves for a
permanent injunction. However, in order
to avoid manifest injustice, a multiplicity of
suits, etc., the district court might reasonably determine that monetary relief in the
form of enhanced damages is more appropriate than an injunction. See, e.g., City of
Harrisonville v. W.S. Dickey Clay Mfg.
Co., 289 U.S. 334, 53 S.Ct. 602, 77 L.Ed.
1208 (1933); New York City v. Pine, 185
U.S. 93, 22 S.Ct. 592, 46 L.Ed. 820 (1902);
Restatement (Second) of Torts § 951
(1979); see also eBay Inc. v. MercExchange L.L.C., ––– U.S. ––––, 126 S.Ct.
1837, 1839, 164 L.Ed.2d 641 (2006) (‘‘The
decision to grant or deny permanent injunctive relief is an act of equitable discretion by the district court, reviewable on
appeal for abuse of discretion.’’). Yet, by
reading a willfulness requirement into the
statute, we are unnecessarily confining enhanced damages to a subset of cases where
punitive awards are appropriate, and
thereby restricting district courts from exercising legitimate, remedial options of the
type discussed above.
In spite of our seemingly unequivocal
holding in cases like Beatrice Foods, our
case law has not been entirely consistent
with respect to enhanced damages. We
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have recognized a remedial aspect of such
damages in at least three precedential
opinions. See King Instrs. Corp. v. Perego, 65 F.3d 941, 951 n. 6 (Fed.Cir.1995)
(‘‘The problem of inadequate compensation
when damages are based on a reasonable
royalty has been expressly recognized in
several casesTTTT The solutions suggested
include awards of treble damages, attorney
fees and prejudgment interest, TTT, and
discretionary awards of greater than a reasonable royalty[.] TTT Such discretionary
increases may be appropriate where plaintiffs cannot prove direct and foreseeable
damages in the form of lost profits.’’ (emphasis added)); Rite–Hite Corp. v. Kelley
Co., 819 F.2d 1120, 1126 (Fed.Cir.1987)
(‘‘Whether or not ‘willfulness’ is found, the
court has authority to consider the degree
of culpability of the tortfeasor. ‘The measure of damages, as indeed the assessment
of attorney fees, provides an opportunity
for the trial court to balance equitable
concerns as it determines whether and
how to recompense the successful litigant.’ ’’ (quoting S.C. Johnson & Son, Inc.
v. Carter–Wallace, Inc., 781 F.2d 198, 201
(Fed.Cir.1986)) (emphasis added)); Stickle
v. Heublein, Inc., 716 F.2d 1550, 1563
1.

And in one nonprecedential opinion, see
Fed. Cir. R. 37.1(d), this court actually remanded a case for the district court to consider increasing damages for remedial reasons:
As to the claim for increased damages
under 35 U.S.C. § 284, contrary to the district court’s holding, the authority to increase damages is not restricted to exceptional circumstances. Damages should be
increased where necessary to afford full compensation for infringement. See General
Motors Corp. v. Devex Corp., [461 U.S. 648,
103 S.Ct. 2058, 76 L.Ed.2d 211 (1983)].
Under the circumstances of this case and
considering that there will be a trial on
damages, we remand on the question of
increased damages so that the district court
can take the evidence at trial on damages
into account in determining that question.
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(Fed.Cir.1983) (‘‘As a final matter we
would add that the trial court may award
an amount of damages greater than a reasonable royalty so that the award is ‘adequate to compensate for the infringement.’
TTT Such an increase, which may be stated
by the trial court either as a reasonable
royalty for an infringer (as in Panduit) or
as an increase in the reasonable royalty
determined by the court, is left to its
sound discretion.’’ (emphasis altered)).1
Our occasional recognition of this remedial aspect of section 284 is not surprising
because it is practically dictated by the
Supreme Court’s reasoning in General
Motors Corp. v. Devex Corp., 461 U.S. 648,
103 S.Ct. 2058, 76 L.Ed.2d 211 (1983)
(‘‘GM ’’ or ‘‘Devex ’’), which deals with the
standard for awarding interest under the
very same statute. Prior to 1946, the patent laws of the United States did not contain a provision relating to any interest
due to a prevailing patentee in a suit for
infringement; however, interest was nevertheless awarded under the common law
rule—referred to as the Duplate standard—that, in the absence of bad faith on
the part of the defendant, interest did not
accrue on unliquidated damages. See, e.g.,
Sherman Indus., Inc. v. Proto–Vest, Inc., 732
F.2d 168 (Fed.Cir.1984) (table) (emphasis
added); see also Code–Alarm, Inc. v. Electromotive Techs. Corp., Nos. 96–1368, 96–1369,
and 96–1385, 1997 WL 311542, *2, 1997
U.S.App. LEXIS 13031, at *4 (Fed.Cir.1997)
(nonprecedential) (‘‘In cases where awarding
damages based on a reasonable royalty does
not adequately compensate the patentee, it is
also within the district court’s discretion to
award damages that exceed a reasonable royalty.’’); Aptargroup, Inc. v. Summit Packaging
Sys., Nos. 97–1475 and 97–1484, 1998 WL
31744, *9–10, 1998 U.S.App. LEXIS 28047, at
*24–*25 (Fed.Cir.1998) (nonprecedential)
(same).
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Duplate Corp. v. Triplex Safety Glass Co.
of N. Am. 298 U.S. 448, 459, 56 S.Ct. 792,
80 L.Ed. 1274 (1936). In 1946, however,
Congress statutorily made available to
prevailing patentees ‘‘interest, as may be
fixed by the court.’’ Act of Aug. 1, 1946,
Pub.L. No. 79–587, 60 Stat. 778. In 1952,
this provision underwent minor, non-substantive modification, to become today’s
statute, i.e., 35 U.S.C. § 284 (providing to
prevailing patentees ‘‘interest TTT as fixed
by the court’’). Act of July 19, 1952,
Pub.L. No. 82–593, 66 Stat. 792, 813. As
is evident from the plain language of both
the 1946 and the 1952 Acts, Congress did
not answer with these enactments the
question of whether the Duplate standard
should apply to interest awards under
these statutory provisions.
That question was squarely presented in
GM, and the Supreme Court held that no
bad-faith standard should be read into section 284. Id. at 653, 103 S.Ct. 2058 (‘‘On
the face of § 284, a court’s authority to
award interest is not restricted to exceptional circumstances, and there is no warrant for imposing such a limitation. When
Congress wished to limit an element of
recovery in a patent infringement action, it
said so explicitly. With respect to attorney’s fees, Congress expressly provided
that a court could award such fees to a
prevailing party only ‘in exceptional cases.’
35 U.S.C. § 285. The power to award
interest was not similarly restricted.’’).
The Court also observed that ‘‘[t]he standard governing the award of prejudgment
interest under § 284 should be consistent
with Congress’ overriding purpose of affording patent owners complete compensation.’’ Id. at 655, 103 S.Ct. 2058. Thus,
because ‘‘an award of prejudgment interest
is necessary to ensure that the patent owner is placed in as good a position as he
would have been in had the infringer en-

tered into a reasonable royalty agreement,’’ id. at 655, 103 S.Ct. 2058, the Court
held that ‘‘prejudgment interest should be
awarded under § 284 absent some justification for withholding such an award,’’ id.
at 657, 103 S.Ct. 2058.
While the issue in GM was ‘‘[t]he standard governing the award of prejudgment
interest under § 284,’’ id. at 655, 56 S.Ct.
792, the rationale underlying the GM holding applies with equal force to enhanced
damages, and it is in direct dialectic tension with some of this court’s case law
concerning the standard governing the
award of such damages. The statutorylanguage argument applies with equal
force to both interest and enhanced damages; just as prejudgment interest may be
awarded in other than ‘‘exceptional cases’’
under the plain language of the statute, so
too may enhanced damages. Moreover,
discretionary use of enhanced damages to
achieve remedial goals is likewise ‘‘consistent with Congress’ overriding purpose of
affording patent owners complete compensation.’’ Id.
The fact that the interest provision of
section 284 was previously only a creature
of common law does not diminish the applicability of GM to the provision for enhanced damages. In GM, the Court explained:
There is no basis for inferring that Congress’ adoption of the provision concerning interest merely incorporated the
Duplate standard. This is not a case in
which Congress has reenacted statutory
language that the courts had interpreted
in a particular way. In such a situation,
it may well be appropriate to infer that
Congress intended to adopt the established judicial interpretation. See, e.g.,
Herman & MacLean v. Huddleston, 459
U.S. 375, 384–386, 103 S.Ct. 683, 74
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L.Ed.2d 548 (1983); Lorillard v. Pons,
434 U.S. 575, 580–581, 98 S.Ct. 866, 55
L.Ed.2d 40 (1978). In this case, however, the predecessor statute did not contain any reference to interest, and the
1946 amendments specifically added a
provision concerning interest in patent
infringement actions. We cannot agree
with petitioner that the only significance
of Congress’ express provision for the
award of interest was the incorporation
of a common-law standard that developed in the absence of any specific provision concerning interest.
GM, 461 U.S. at 653–54, 103 S.Ct. 2058.
But unlike prejudgment interest, a provision for enhanced damages has been a part
of nearly every patent act since 1790.
Therefore, we can reasonably and logically
conclude that the enhanced damages permitted by section 284 are not inherently
exempt from the inference that Congress
was merely reenacting consistently-interpreted statutory language with the 1952
Act.
Nevertheless, the inference is not warranted in this case because pre–1952 interpretations of the enhanced damages statutes have at times explicitly recognized a
remedial aspect. See, e.g., Clark v. Wooster, 119 U.S. 322, 326, 7 S.Ct. 217, 30 L.Ed.
392 (1886) (‘‘It is a general rule in patent
causes, that established license fees are
the best measure of damages that can be
used. There may be damages beyond this,
such as the expense and trouble the plaintiff has been put to by the defendant; and
any special inconvenience he has suffered
from the wrongful acts of the defendant;
but these are more properly the subjects
of allowance by the court, under the authority given to it to increase the damages.’’); Birdsall v. Coolidge, 93 U.S. 64,
69–70, 23 L.Ed. 802 (1876) (explaining that
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the provision making treble damages available in equity helps ameliorate the ‘‘manifest injustice TTT done to the complainant
in equity suits [under prior law], by withholding from him a just compensation for
the injury he sustained by the unlawful
invasion of his exclusive rights’’).
It is also noted that the Supreme Court
cases cited in this court’s opinion—only
one of which pre-dates the 1952 Act—do
not hold that a finding of willfulness is
necessary to support an award of enhanced damages. See ante at 1368–69.
At most, those cases merely stand for the
uncontroversial proposition that a finding
of willfulness is sufficient to support an
award of enhanced damages. See Dowling
v. United States, 473 U.S. 207, 227, 105
S.Ct. 3127, 87 L.Ed.2d 152 (1985) (‘‘Despite
its undoubted power to do so, however,
Congress has not provided criminal penalties for distribution of goods infringing
valid patents TTTT [n.19] Congress instead
has relied on provisions affording patent
owners a civil cause of action. 35 U.S.C.
§§ 281–294. Among the available remedies are treble damages for willful infringement.’’); Aro Mfg. Co. v. Convertible
Top Replacement Co., 377 U.S. 476, 508, 84
S.Ct. 1526, 12 L.Ed.2d 457 (1964) (explaining that the patentee ‘‘could in a case of
willful or bad-faith infringement recover
punitive or ‘increased’ damages under the
statute’s trebling provision’’); Seymour v.
McCormick, 57 U.S. 480, 489, 16 How. 480,
14 L.Ed. 1024 (1854) (‘‘The power to inflict
vindictive or punitive damages is committed to the discretion and judgment of the
court within the limit of trebling the actual
damages found by the jury.’’). Those
cases cannot be interpreted to mean that
enhanced damages are limited to a finding
of willfulness.
To the extent this court relies on interpretations of other statutes to support its
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reading of 35 U.S.C. § 284, those statutes
fail to ground the postulate. For example,
the court analogizes section 284 to 17
U.S.C. § 504(c) of the Copyright Act in
order to demonstrate that a showing of
recklessness is required to support an
award of enhanced damages. Ante at
1370–71. That comparison is unconvincing, however, because section 504(c) actually uses the word ‘‘willfully’’ to describe
the threshold state of mind necessary to
justify an award of enhanced damages,
whereas section 284 does not. The court
draws a similar analogy between section
284 and 15 U.S.C. § 1681 n(a) of the Fair
Credit Reporting Act (‘‘FCRA’’), the latter
having recently been interpreted by the
Supreme Court to require a showing of
objective recklessness to support enhanced
damages. Safeco Ins. Co. of Am., Inc. v.
Burr, ––– U.S. ––––, 127 S.Ct. 2201, 167
L.Ed.2d 1045 (2007). By contrasting the
language of 15 U.S.C. § 1681 n(a)—which
uses the word ‘‘willfully’’ to describe the
threshold state of mind necessary to justify an award of enhanced damages under
the FCRA—with the language of 15 U.S.C.
§ 1681 o(a)—which uses the word ‘‘negligent’’ to describe the threshold state of
mind necessary to justify an award of actual damages under the FCRA—this court
concludes that the negligence-like state of
mind established by Underwater Devices
as necessary and generally sufficient to
justify an award of enhanced damages under section 284 of the Patent Act is inconsistent with the objective recklessness
standard of Safeco. Ante at 1371. As
with the copyright statute, the problem
with this court’s logic is that it depends on
the assumption that section 284 also uses
the word ‘‘willfully,’’ which of course it
does not. This assumption, unwarranted
for several reasons already discussed, is
additionally discordant with the Supreme

Court’s emphasis in Safeco on adherence
to statutory language. See 127 S.Ct. at
2209 (relying on the ‘‘interpretive assumption that Congress knows how we construe
statutes and expects us to run true to
form’’); cf. eBay, Inc. v. MercExchange,
L.L.C., ––– U.S. ––––, 126 S.Ct. 1837, 1839,
164 L.Ed.2d 641 (2006) (‘‘Nothing in the
Patent Act indicates that Congress intended TTT a departure [from the traditions of
equity in granting injunctions]. To the
contrary, the Patent Act expressly provides that injunctions ‘may’ issue ‘in accordance with the principles of equity.’ ’’).
We should take this opportunity to bring
patent law regarding damages into the
mainstream of the general law and avoid
the necessity of carving a special niche for
the realm of patent law.
It is also important to note several other
contexts in which enhanced damages allowed by statute have a remedial purpose.
See, e.g., 15 U.S.C. § 1117(a) (discretionary
award of up to three times actual damages
‘‘shall constitute compensation and not a
penalty’’); Cook County v. United States,
538 U.S. 119, 130, 123 S.Ct. 1239, 155
L.Ed.2d 247 (2003) (‘‘To begin with it is
important to realize that treble damages
have a compensatory side, serving remedial purposes in addition to punitive objectivesTTTT While the tipping point between
pay-back and punishment defies general
formulation, being dependent on the workings of a particular statute and the course
of particular litigation, the facts about the
FCA show that the damages multiplier has
compensatory traits along with the punitive.’’); Agency Holding Corp. v. Malley–
Duff & Associates, Inc., 483 U.S. 143, 151,
107 S.Ct. 2759, 97 L.Ed.2d 121 (1987)
(‘‘Both RICO and the Clayton Act are
designed to remedy economic injury by
providing for the recovery of treble damages, costs, and attorney’s fees.’’); Am.
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Simply put, interpretations of the precursors to section 284, of section 284 itself,
and of any other enhanced damages statutes give rise to no inference that Congress was merely reenacting consistentlyinterpreted statutory language with the
1952 Act. That inconsistency seems to

abound in the case law is nothing new.
According to Professor Chisum, ‘‘[w]hether
the purpose of an increased damage award
should be exemplary (i.e. to punish and
deter flagrant acts of patent infringement)
or compensatory (i.e. to compensate the
patent owner for immeasurable expenses
and losses) is a longstanding controversy
in the law. Perhaps the best view is that
increased awards combine both purposes.’’
7 Donald S. Chisum, Chisum on Patents
§ 20.03[4][b][iii] (2002).2 Thus, while some
courts have held that a finding of willfulness is necessary to support an award of
enhanced damages, other courts have taken a remedial view of the statute. See,
e.g., Saturn Mfg., Inc. v. Williams Patent
Crusher & Pulverizer Co., 713 F.2d 1347,
1358 (8th Cir.1983) (‘‘It appears that the
district court imposed a higher standard,
the exceptional circumstances standard, in
denying increased damages. Although an
award of increased damages is discretionary under the statute and the decided
cases, nonetheless in view of the analysis
in Devex that section 284 does not incorporate the exceptional circumstances standard of section 285, TTT we feel it appropriate to remand this issue to the district
court for further consideration in light of
Devex.’’); 3 Trio Process Corp. v. L. Goldstein’s Sons, Inc., 638 F.2d 661, 663 (3d
Cir.1981) (‘‘Because it is often difficult in
patent litigation to measure with mathematical precision a patentee’s damages, the

2.

3.

Soc’y of Mech. Eng’rs v. Hydrolevel Corp.,
456 U.S. 556, 575, 102 S.Ct. 1935, 72
L.Ed.2d 330 (1982) (‘‘It is true that antitrust treble damages were designed in
part to punish past violations of the antitrust lawsTTTT But treble damages were
also designed to deter future antitrust violationsTTTT Moreover, the antitrust private
action was created primarily as a remedy
for the victims of antitrust violations.’’);
Brunswick Corp. v. Pueblo Bowl–O–Mat,
Inc., 429 U.S. 477, 485–86, 97 S.Ct. 690, 50
L.Ed.2d 701 (1977) (‘‘Section 4 [of the
Clayton Act], in contrast, is in essence a
remedial provision. It provides treble
damages to ‘[a]ny person who shall be
injured in his business or property by reason of anything forbidden in the antitrust
lawsTTTT’ Of course, treble damages also
play an important role in penalizing
wrongdoers and deterring wrongdoing, as
we also have frequently observedTTTT It
nevertheless is true that the treble-damages provision, which makes awards available only to injured parties, and measures
the awards by a multiple of the injury
actually proved, is designed primarily as a
remedy.’’).

Without citation, Chisum summarily asserts
that ‘‘[t]he power to increase is triggered only
when the infringer’s conduct warrants an exemplary award.’’ 7 Chisum § 20.03[4][b][iii].
No Supreme Court case supports this proposition. I also discern no principled basis for
inferring such a proposition. If Congress was
concerned with ensuring that patentees are
fully compensated for infringement, there
would seem to be no reason to condition full
compensation upon a showing of culpable
conduct.

In Saturn, the district court appears to have
drawn a distinction between willfulness and
‘‘exceptional circumstances,’’ holding the latter to require proof of more egregious behavior. The Eighth Circuit reversed, instructing
the district court that its finding of willfulness
could support an award of enhanced damages. Importantly, however, the Eighth Circuit did not hold that willfulness is required
to make such an award.
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enhancement provision of the statute is
designed to permit, inter alia, adequate
compensation for an infringement where
strict legal rules would not afford it.’’).4

statute’s terms, but shows that the [defendant] ran a risk of violating the law substantially greater than the risk associated
with a reading that was merely careless’’).

To be sure, the majority rule has been
that an award of enhanced damages pursuant to section 284 requires a finding of
willfulness. 7 Chisum § 20.03[4][b][iii].
However, the existence of this ‘‘longstanding controversy’’ adequately demonstrates
that Congress was not merely reenacting
consistently-interpreted statutory language with the 1952 Act so as to justify
the inference suggested in GM. Therefore,
I am of the judgment that this court
should not continue to read a willfulness
requirement into section 284, to support
the enhancement of damages. That said,
willfulness remains a relevant consideration under section 284. Thus, to the extent Convolve seeks to demonstrate that
Seagate is willfully infringing its patents, I
agree with the court that it is appropriate
to follow the Supreme Court’s statutory
interpretation in Safeco. See 127 S.Ct. at
2209 (explaining that its interpretation of
‘‘willfully’’ adheres to ‘‘the general rule
that a common law term in a statute comes
with a common law meaning’’). Under my
reading of Safeco, which I believe is consistent with that of this court, Convolve must
show, by clear and convincing evidence, (1)
that Seagate’s theory of noninfringement/invalidity, was not only incorrect, but
was objectively unreasonable, and (2) that
Seagate ran a risk of infringing Convolve’s
patents substantially greater than the risk
associated with a theory of noninfringement/invalidity that was merely careless.
See id. at 2215 (holding that a defendant
‘‘does not act in reckless disregard of [a
statute] unless the action is not only a
violation under a reasonable reading of the

If Convolve is unable to show the former, Seagate cannot be found to have willfully infringed, regardless of any evidence
of its subjective beliefs. See id. at 2216 n.
20 (‘‘To the extent that [the plaintiffs] argue that evidence of subjective bad faith
can support a willfulness finding even
when the [defendant’s] reading of the statute is objectively reasonable, their argument is unsound.’’); see also id. at 2215
(explaining that ‘‘there is no need to pinpoint the negligence/recklessness line
[where the defendant’s] reading of the
statute, albeit erroneous, was not objectively unreasonable’’). Thus, Seagate’s
subjective beliefs may become relevant
only if Convolve successfully makes this
showing of objective unreasonableness.
See id. at 2216 n. 20 (leaving open the
possibility that ‘‘good-faith reliance on legal advice should render [defendants] immune to claims [of willfulness]’’). Because
no finding of objective unreasonableness
has yet been made in this case, the issues
of attorney-client privilege and work product may not even need to be confronted.
As such, it is premature to comment on
the scope of the waiver of the attorneyclient privilege and work-product protection.

4.

These cases, while not binding on this court,

NEWMAN, Circuit Judge, concurring.
I join the court’s holding that a voluntary waiver of the attorney-client privilege
and work product protection as to patent
opinion counsel is not a waiver of any
privilege or protection as to litigation
counsel. I also agree with the separate
are persuasive authority nonetheless.
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decision to overrule Underwater Devices,
but only because that case has been misapplied, in the extremis of high-stakes litigation, to mean that ‘‘due care’’ requires
more than the reasonable care that a responsible enterprise gives to the property
of others. The obligation to obey the law
is not diminished when the property is
‘‘intellectual.’’ However, experience, and
the exhortations of the amici curiae, have
persuaded me that we should reduce the
opportunities for abusive gamesmanship
that the ‘‘due care’’ standard apparently
has facilitated.
The thrust of Underwater Devices was
that patent property should receive the
same respect that the law imposes on all
property. Industrial innovation would falter without the order that patent property
contributes to the complexities of investment in technologic R & D and commercialization in a competitive marketplace.
The loser would be not only the public, but
also the nation’s economic vigor. So I am
sympathetic when told of the disproportionate burdens that a rigorous reading of
Underwater Devices has placed on otherwise law-abiding commercial enterprise.
Thus, to the extent that Underwater Devices has been applied as a per se rule that
every possibly related patent must be exhaustively studied by expensive legal talent, lest infringement presumptively incur
treble damages, I agree that the standard
should be modified.
Although new uncertainties are introduced by the court’s evocation of ‘‘objective standards’’ for such inherently sub-
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jective criteria as ‘‘recklessness’’ and
‘‘reasonableness,’’ I trust that judicial wisdom will come to show the way, in the
common-law tradition. The standards of
behavior by which a possible infringer
evaluates adverse patents should be the
standards of fair commerce, including reasonableness of the actions taken in the
particular circumstances. It cannot be
the court’s intention to tolerate the intentional disregard or destruction of the value of the property of another, simply because that property is a patent; yet the
standard of ‘‘recklessness’’ appears to ratify intentional disregard, and to reject objective standards requiring a reasonable
respect for property rights.
The remedial and deterrent purposes of
multiplied damages, and their measure for
a particular case, are best established by
the district court in light of the original
purposes of 35 U.S.C. § 284, as set forth in
Judge Gajarsa’s concurring opinion. The
fundamental issue remains the reasonableness, or in turn the culpability, of commercial behavior that violates legally protected
property rights.

,
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plea would merely continue their efforts to
secure his death in another jurisdiction.
Cf. Santobello v. New York, 404 U.S. 257,
262, 92 S.Ct. 495, 498, 30 L.Ed.2d 427
(1971).
Even before the Fourteenth Amendment
was held to incorporate the protections of
the Double Jeopardy Clause, four Members
of this Court registered their outrage at
"an instance of the prosecution being allowed to harass the accused with repeated
trials and convictions on the same evidence,
until it achieve[d] its desired result of a
capital verdict." Ciucci v. Illinois, 356
U.S. 571, 573, 78 S.Ct. 839, 840, 2 L.Ed.2d
983 (1958). Such "relentless prosecutions,"
they asserted, constituted "an unseemly
and oppressive use of a criminal trial that
violates the concept of due process contained in the Fourteenth Amendment,
whatever its ultimate scope is taken to be."
Id., at 575, 78 S.Ct., at 841. The only
differences between the facts in Ciucci and
those in this case are that here the relentless effort was a cooperative one between
two States and that petitioner sought to
avoid trial by pleading guilty. Whether
viewed as a violation of the Double Jeopardy Clause or simply as an affront to the
due process guarantee of fundamental fairness, Alabama's prosecution of petitioner
cannot survive constitutional scrutiny. I
therefore must dissent.

The United States District Court for the
District of New Jersey dismissed without
evidentiary hearing, and a divided panel of
the Court of Appeals for the Third Circuit,
741 F.2d 1456, affirmed. Certiorari was
granted. The Supreme Court, Justice
O'Connor, held that the voluntariness of a
confession is not an issue of fact presumed,
under statute, to be correct in a federal
habeas corpus proceeding.
Reversed and remanded.
Justice Rehnquist filed a dissenting
. .
op1mon.
Opinion on remand, 796 F.2d 598.
1• Habeas Corpus <S=>90.3(5)

Ultimate issue of voluntariness of a
confession is a legal question requiring independent federal determination, not only
when claim is that police conduct was inherently coercive, but when interrogation
techniques were improper only because, in
the particular circumstances of the case,
the confession is unlikely to have been the
product of a free and rational will.
2. Habeas Corpus <S=>85.1(2)

Subsidiary factual questions in determining voluntariness of a confession, such
as whether a drug has the properties of a
truth serum or whether in fact police engaged in intimidation tactics alleged by defendant are entitled to presumption of correctness accorded state-court findings of
fact under 28 U.S.C.A. § 2254(d) in federal
habeas corpus proceedings.

474 U.S. 104, 88 L.Ed.2d 405

..J.1.o4Frank M. MILLER, Jr., Petitioner

v.
Peter J. FENTON, Superintendent,
Rahway State Prison, et al.
No. 84-5786.
Argued Oct. 16, 1985.
Decided Dec. 3, 1985.
Petitioner sought writ of habeas corpus following state murder conviction.

3. Habeas Corpus <S=>90.3(5)

Federal habeas court should give great
weight to considered conclusions of coequal
state judiciary.
4. Habeas Corpus <S=>85.1(2)
Voluntariness of a confession is not an
issue of fact presumed correct in a federal
habeas corpus proceeding under 28 U.S.
C.A. § 2254(d), but is a legal question meriting independent consideration.
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5. Habeas Corpus e=>S5.1(2)
That an issue involves an inquiry into
state of mind is not inconsistent with treating it as a question of fact for purposes of
28 U.S.C.A. § 2254(d), under which statecourt findings of fact are presumed correct
in a federal habeas corpus proceeding.
6. Habeas Corpus e=>85.1(2)
For purposes of 28 U.S.C.A. § 2254(d),
pursuant to which state-court findings of
fact are presumed to be correct in a federal
habeas corpus proceeding, an issue does
not lose its factual character merely because its resolution is dispositive of the
ultimate constitutional question.
7. Criminal Law e=>519(1)
Unlike impartiality of given juror
competency to stand trial, assessments
credibility and demeanor are not crucial
the proper resolution of ultimate issue
voluntariness of a confession.

or
of
to
of

8. Habeas Corpus e=>90.3(5)
State-court findings on subsidiary
questions in determining voluntariness of
confession, such as length and circumstances of interrogation, defendant's prior experience with legal process and familiarity
with Miranda warnings are conclusive on
habeas court, under 28 U.S.C.A. § 2254(d),
pursuant to which state-court findings of
fact are presumed correct in federal habeas
corpus proceedings, if fairly supported in
the record and if other circumstances enumerated in the statute are inapplicable.

Syllabus*
Petitioner, after a 58-minute interrogation at the New Jersey State Police Barracks, confessed to a murder. The New
Jersey trial court rejected his motion to
suppress the confession, and the jury found
him guilty of first-degree murder. The
New Jersey Superior Court Appellate Division reversed, finding as a matter of law
that the confession was the result of compulsion and thus was impermissible under

* The syllabus constitutes no part of the opinion
of the Court but has been prepared by the Reporter of Decisions for the convenience of the

474 U.S.104

the Fourteenth Amendment's due process
guarantee. The New Jersey Supreme
Court reversed, finding, after examining
the "totality of all the surrounding circumstances," that the interrogation was proper
and that the resulting confession, being
voluntary, had been properly admitted into
evidence. Petitioner then sought a writ of
habeas corpus in Federal District Court,
which dismissed the petition without an
evidentiary hearing. The Court of Appeals
affirmed, holding that the voluntariness of
a confession is a "factual issue" within the
meaning of 28 U.S.C. § 2254(d), which provides that state-court findings of fact, with
certain exceptions, "shall be presumed to
be correct" in a federal habeas corpus proceeding, and that accordingly federal review of the New Jersey Supreme Court's
determination that petitioner's confession
was voluntary was limited to whether that
court applied the proper legal test and
whether its factual conclusions were supported by the record. Under this standard,
the Court of Appeals concluded that the
District Court's denial of the habeas corpus
petition was proper.
Held: The voluntariness of a confession is not an issue of fact entitled to the
§ 2254(d) presumption but is a legal question meriting independent consideration in
a federal habeas corpus proceeding. Pp.
449-453.
(a) There is no support in this Court's
decisions for the, suggestion that the enactment of § 2254(d) in 1966 altered this
Court's prior confession cases holding that
the ultimate issue of "voluntariness" is a
legal question requiring independent federal determination.
More importantly,
§ 2254(d)'s history undermines any argument that Congress intended that the ultimate question of the admissibility of a confession be treated as a "factual issue"
within the meaning of that provision. Pp.
449-451.
(b) In addition to considerations of
stare decisis and congressional intent, the
reader. See United States v. Detroit Lumber Co.,
200 U.S. 321, 337, 26 S.Ct. 282, 287, SO L.Ed.
499.
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nature of the "voluntariness" inquiry itself
lends support to th~05holding in this case.
Moreover, the practical considerations that
have led this Court to find other issues
within the scope of the § 2254(d) presumption are absent in the confession context.
Unlike such issues as the impartiality of a
juror or competency to stand trial, assessments of credibility and demeanor are not
crucial to the proper resolution of the ulti~
mate issue of voluntariness. And the critical events surrounding the taking of· a
confession almost invariably occur, not in
open court, but in a secret and more coercive environment. Pp. 451-453.
741 F.2d 1456, (CA3 1984), reversed
and remanded.
O'CONNOR, J., delivered the opinion
of the Court, in which BURGER, C.J., and
MARSHALL,
BRENNAN,
WHITE,
BLACKMUN, POWELL, and STEVENS,
JJ., joined. REHNQUIST, J., filed a dissenting opinion, post, p. 454.
Paul Martin Klein, East Orange, N.J., for
petitioner.
Anne C. Paskow, Trenton, N.J., for respondents.
Justice O'CONNOR delivered the opinion
of the Court.
Under 28 U.S.C. § 2254(d), state-court
findings of fact "shall be presumed to be
correct" in a federal habeas corpus proceeding unless one of eight enumerated
exceptions applies. 1 The question presented is whether the voluntariness..llo6of a
confession is an issue of fact entitled to the
§ 2254(d) presumption.
I

On the morning of August 13, 1973, a
stranger approached the rural New Jersey
home of 17-year-old Deborah Margolin and
1. In pertinent part, 28 U.S.C. § 2254(d) pro·
vides:
"In any proceeding instituted in a Federal Court
by an application for a writ of habeas corpus by
a person in custody pursuant to the judgment of
a State court, a determination after a hearing on
the merits of a factual issue, made by a State
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told her that a. heifer was loose at the foot
of her driveway. She set out alone to
investigate and never returned. Later that
day, her mutilated body was found in a
nearby stream.
The victim's brothers were able to provide a description of the stranger's car and
clothing. Based on this information, officers of the New Jersey State Police tentatively identified petitioner and, later that
evening, found him at his place of employment. Petitioner responded to the officers'
preliminary inquiries and agreed to return
to the police barracks for further questioning. Approximately two hours later, Detective Charles Boyce led petitioner to an
interrogation room and informed him of his
Miranda rights. Petitioner inquired about
the scope of his privilege to remain silent
and then executed a written waiver, the
validity of which is not at issue.
A 58 minute long interrogation session
ensued. During the course of the interview, Detective Boyce told petitioner that
Ms. Margolin had just died. That statement, which Boyce knew to be untrue, supported another officer's earlier, and equally
false, suggestion that the victim was still
alive and could identify her attacker. App.
16-17; Record 109 and 305. Detective
Boyce also told petitioner that he had been
identified at the Margolin home earlier in
the day. In fact, Ms. Margolin's brothers
had only provided a general description of
the stranger's car and clothing. Finally,
Detective Boyce indicated that blood stains
had been found on petitioner's front stoop.
No such evidence was introduced at trial,
and respondents do not now contend that it
ever in fact existed.
Throughout the interview, Detective
Boyce presented himself as sympathetic to
petitioner's plight. On several ...il.07occasions, he stated that he did not consider
court of competent jurisdiction . . . shall be presumed to be correct, unless ....
"(8) . . . the Federal court . . . concludes that
such factual determination is not supported by
the record as a whole.''
·
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petitioner to be a criminal because the
perpetrator of the deed had a "mental problem" and needed medical help rather than
punishment. App. 19. 2 Eventually, petitioner fully confessed to the crime. After
doing so, he lapsed into what Detective
Boyce described as a "state of shock."
Record 84-85. Repeated ...llosefforts to
rouse him from his stupor failed, and the
police summoned an ambulance to transport him to the hospital.
The trial court rejected petitioner's motion to suppress the confession, and the
jury found petitioner guilty of murder in
the first degree. The Superior Court Appellate Division reversed, finding as a matter of law that the confession was the
result of "intense and mind bending psychological compulsion" and therefore was
impermissible under the Fourteenth
Amendment's guarantee of due process.
App. 53. Over three dissents, the Supreme
Court of New Jersey reversed again.
State v. Miller, 76 N.J. 392, 388 A.2d 218
(1978). After examining the "totality of all
the surrounding circumstances,'' including
2. The following exchange is representative of
the tone of the interrogation.
"Boyce: 'Frank, look, you want help, don't you,
Frank?'
"Miller: 'Yes, uh huh, yes, but yet I'm, I'm not
going to admit to something that, that I wasn't
involved in.'
"Boyce: 'We don't want you to, all I want you to
do is talk to me, that's all. I'm not talking about
admitting to anything Frank. I want you to talk
to me. I want you to tell me what you think. I
want you to tell me how you think about this,
what you think about this?'
"Miller: 'What I think about it?'
"Boyce: 'Yeah.'
"Miller: 'I think whoever did it really needs
help.'
"Boyce: 'And that's what I think and that's what
I know. They don't, they don't need punishment, right? Like you said, they need help.'
"Miller: 'Right.'

.

.

.

.

.

"Boyce: 'Now, don't you think it's better if
someone knows that he or she has a mental
problem to come forward with it and say, look,
I've, I've, I've done these acts, I'm responsible
for this, but I want to be helped, I couldn't help
myself, I had no control of myself and if I'm
examined properly you'll find out that's the
case.'

474
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petitioner's educational level, age, and
awareness of his Miranda rights, the court
found that the interrogation "did not exceed proper bounds," and that the resulting
confession, being voluntary, had been properly admitted into evidence. Id., at 402405, 388 A.2d, at 223-224.
Petitioner then sought a writ of habeas
corpus in the United States District Court
for the District of New Jersey; That court
dismissed the application without an evidentiary hearing. A divided panel of the
Court of Appeals for the Third Circuit affirmed. 741 F.2d 1456 (1984). Relying on
Circuit precedent,3 the court held that the
voluntariness. of a confession is a "factual
issue" within the meaning of 28 U.S.C.
§ 2254(d). Accordingly, federal review of
the New Jersey Supreme Court's determination that petitioner's confession was voluntary was "limited to whether the state
court applied the proper legal test, and
whether [its] factual conclusions ... [were]
supported on the record as a whole." 741
F.2d, at 1462. Under this standard, the
court concludedLl.1.09the District Court's de"'Okay. [L]isten Frank, (i]f I promise to, you
know, do all I can with the psychiatrist and
everything, and we get the proper help for you
. . . will you talk to me about it.'
"Miller: 'I can't talk to you about something I'm
not .. .'
"Boyce: 'Alright, listen Frank, alright, hpnest. I
know, I know what's going on inside you,
Frank. I want to help you, you know, between
us right now. . . . You've got to talk to me about
it. This is the only way we'll be able to work it
out. I mean, you know, listen, I want to help
you, because you are in my mind, you are not
responsible. You are not responsible, Frank.
Frank, what's the matterr
"Miller: 'I feel bad.' " App. 17-22.
3. The Court of Appeals relied on an earlier
decision of that court holding that the "voluntariness" of a waiver of Miranda rights was
entitled to the § 2254(d) presumption. Patterson v. Cuyler, 729 F.2d 925, 930 (1984). The
present case presents no occasion for· us to
address the question whether federal habeas
courts must accord the statutory presumption of
correctness to state-court findings concerning
the validity of a waiver.
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nial of the petition for habeas relief was
proper.
Because the Courts of Appeals have
reached differing conclusions on whether
state-court .voluntariness determinations
are entitled to the§ 2254(d) presumption of
correctness, and because of the issue's importance to the administration of criminal
justice, we granted certiorari. 471 U.S.
1003, 105 S.Ct. 1863, 85 L.Ed.2d 157 (1985).
Compare Brantley v. McKaskle, 722 F.2d
187, 188 (CA5 1984) "( [V]oluntariness of a
confession is a mixed question of law and
fact"), with Alexander v. Smith, 582 F.2d
212, 217 (CA2) (state-court voluntariness
determination entitled to 2254(d) presumption), cert. denied, 439 U.S. 990, 99 S.Ct.
589, 58 L.Ed.2d 664 (1978). We now reverse and remand.

through the "convenient shorthand" of asking whether the confession was "involuntary," Blackburn v. Alabama, 361 U.S.
199, 207, 80 S.Ct. 274, 280, 4 L.Ed.2d 242
(1960), the Court's analysis has..l!.10consistently been animated by the view that "ours
is an accusatorial and not an inquisitorial
system,'' Rogers v. Richmond, 365 U.S.
534, 541, 81 S.Ct. 735, 739, 5 L.Ed.2d 760
(1961), and that, accordingly, tactics for
eliciting inculpatory statements must fall
within the broad constitutional boundaries
imposed by the Fourteenth Amendment's
guarantee of fundamental fairness. Indeed, even after holding that the Fifth
Amendment privilege against compulsory
self-incrimination applies in the context of
custodial interrogations, Miranda v. Arizona, 384 U.S. 436, 478, 86 S.Ct. 1602, 1629,
16 L.Ed.2d 694 (1966), and is binding on the
States, Malloy v. Hogan, 378 U.S. 1, 6, 84
S.Ct. 1489, 1492, 12 L.Ed.2d 653 (1964), the
Court has continued to measure confessions against the requirements of due process. See, e.g., Mincey v. Arizona, supra,
437 U.S., at 402, 98 S.Ct., at 2418; Beecher
v. Alabama, 389 U.S. 35, 38, 88 S.Ct. 189,
191, 19 L.Ed.2d 35 (1967) (per curiam ).

474 U.S.110

II

This Court has long held that certain
interrogation techniques, either in isolation
or as applied to the unique characteristics
of a particular suspect, are so offensive to
a civilized system of justice that they must
be condemned under the Due Process
Clause of the Fourteenth Amendment.
Brown v. Mississippi, 297 U.S. 278, 56
S.Ct. 461, 80 L.Ed. 682 (1936), was the
wellspring of this notion, now deeply embedded in our criminal law. Faced with
statements extracted by beatings and other
forms of physical and psychological torture, the Court held that confessions procured by means "revolting to the sense of
justice" could not be used to secure a conviction. Id., at 286, 56 S.Ct. at 465. On
numerous subsequent occasions the Court
has set aside convictions secured through
the admission of an improperly obtained
confession. See, e.g., Mincey v. Arizona,
437 U.S. 385, 98 S.Ct. 2408, 57 L.Ed.2d 290
(1978); Haynes v. Washington, 373 U.S.
503, 83 S.Ct. 1336, 10 L.Ed.2d 513 (1963);
Ashcraft v. Tennessee, 322 U.S. 143, 64
S.Ct. 921, 88 L.Ed. 1192 (1944); Chambers
v. Florida, 309 U.S. 227, 235-238, 60 S.Ct.
472, 476-77, 84 L.Ed. 716 (1940). Although
these decisions framed the legal inquiry in
a variety of different ways, usually

(1) Without exception, the Court's confession cases hold that the ultimate issue
of "voluntariness" is a legal question requiring independent federal determination.
See, e.g., supra, Haynes v. Washington,
373 U.S., at 515-516, 83 S.Ct., at 1344;
Ashcraft v. Tennessee, supra, 322 U.S., at
147-148, 64 S.Ct., at 923. As recently as
1978, the Court reaffirmed that it was "not
bound by" a state-court voluntariness finding and reiterated its historic "duty to
make an independent evaluation of the
record." Mincey v. Arizona, supra, 437
U.S., at 398, 98 S.Ct., at 2416. That duty,
as Mincey makes explicit, is not limited to
instances in which the claim is that the
police conduct was "inherently coercive."
Ashcraft v. Tennessee, supra, 322 U.S., at
154, 64 S.Ct., at 926. It applies equally
when the interrogation techniques were improper only because, in the particular circumstances .of the case, the confession is
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unlikely to have been the product of a free
and rational will. See Mincey v. Arizona,
supra, at 401, 98 S.Ct., at 2418. Because
the ultimate issue in both categories of
cases is the same-whether the State has
obtained the confession in a manner that
comports with due process-the decisions
leave no doubt that our independent obligation to decide the constitutional question
is identical.
Mincey, Ashcraft, and many of the early
decisions applying the independent-determination rule in confession cases came...J.!.11to
the Court on direct appeal from state-court
judgments. The rule, however, is no less
firmly established in cases coming to the
federal system on application for a writ of
habeas corpus. Davis v. North Carolina,
384 U.S. 737, 86 S.Ct. 1761, 16 L.Ed.2d 895
(1966), resolved the issue with unmistakable clarity. There, the State had admitted
into evidence a confession elicited from an
impoverished, mentally deficient suspect
who had been held incommunicado for 16
days with barely adequate nourishment.
Expressly relying on the direct-appeal
cases, the Court stated unequivocally that
state-court determinations concerning the
ultimate question of the voluntariness of a
confession are not binding in a federal habeas corpus proceeding. Id., at 741-742, 86
S.Ct. at 1764.
Davis was decided four months before 28
U.S.C. § 2254(d) was signed into law. Act
of Nov. 2, 1966, Pub.L. 89-711, 80 Stat.
1105. Respondent contends that, whatever
may have been the case prior to 1966, the
enactment of § 2254(d) in that year fundamentally altered the nature of federal habeas review of state voluntariness findings.
That suggeston finds no support in this
Court's decisions. See, e.g., Boulden v.
Holman, 394 U.S. 478, 480, 89 S.Ct. 1138,
1139, 22 L.Ed.2d 433 (1969) (finding confession voluntary after making "an independent study of the entire record"); Frazier
v. Cupp, 394 U.S. 731, 739, 89 S.Ct. 1420,
1424, 22 L.Ed.2d 684 (1969) (examining "totality of the circumstances" to assess admissibility of confession). More importantly, the history of§ 2254(d) undermines any
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argument that Congress intended that the
ultimate question of the admissibility of a
confession be treated a "factual issue"
within the meaning of that provision. The
1966 amendment was an almost verbatim
codification of the standards delineated in
Townsend v. Sain, 372 U.S. 293, 83 S.Ct.
745, 9 L.Ed.2d 770 (1963), for determining
when a district court must hold an evidentiary hearing before acting on a habeas
petition. When a hearing is not obligatory,
Townsend held, the federal court "ordinarily should . . . accept the facts as found" in
the state proceeding. Id., at 318, 83 S.Ct.,
at 759. Congress elevated that exhortation
into a mandatory presumption Of..IJ.12correctness. But there is absolutely no indication that it intended to alter Townsend's
understanding that the "ultimate constitutional question" of the admissibility of a
confession was a "mixed questio[n] of fact
and law" subject to plenary federal review.
Id., at 309, and n. 6, 83 S.Ct., at 755 and n.
6.
[2-4] In short, an unbroken line of
cases, coming to this Court both on direct
appeal and on review of applications to
lower federal courts for a writ of habeas
corpus, forecloses the .Court of Appeals'
conclusion that the "voluntariness" of a
confession merits something less than independent federal consideration. To be sure,
subsidiary factual questions, such as
whether a drug has the properties of a
truth serum, id., at 306, 83 S.Ct., at 753, or
whether in fact the police engaged in the
intimidation tactics alleged by the defendant, La Vallee v. Delle Rose, 410 U.S. 690,
693-695, 93 S.Ct. 1203, 1205, 35 L.Ed.2d
637 (1973) (per curiam ), are entitled to the
§ 2254(d) presumption. And the federal
habeas court, should, of course, give great
weight to the considered conclusions of a
coequal state judiciary. Culombe v. Connecticut, 367 U.S. 568, 605, 81 S.Ct. 1860,
1880, 6 L.Ed.2d 1037 (1961) (opinion of
Frankfurter, J.). But, as we now reaffirm,
the ultimate question whether, under the
totality of the circumstances, the challenged confession was obtained in a man-
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ner compatible with the requirements of
the Constitution is a matter for independent federal determination.

III
The Court of Appeals recognized that
treating the voluntariness of a confession
as an issue of fact was difficult to square
with "fifty years of caselaw" in this Court.
741 F.2d, at 1462. It believed, however,
that this substantial body of contrary
precedent was not controlling in light of
our more recent decisions addressing the
scope of the § 2254(d) presumption of correctness. See Wainwright v. Witt, 469
U.S. 412, 429, 105 S.Ct. 844, 854, 83 L.Ed.2d
841 (1985) (trial court's determination that
a prospective juror in a capital case was
properly excluded for cause entitled to presumption); Patton v. Yount, 467 U.S. 1025,
104 S.Ct. 2885, 81 L.Ed.2d 847 (1984)
...IJ,13(impartiality of an individual juror);
Rushen v. Spain, 464 U.S. 114, 104 S.Ct.
453, 78 L.Ed.2d 267 (1983) (per curiam )
(effect of ex parte communication on impartiality of individual juror); Maggio v.
Fulford, 462 U.S. 111, 103 S.Ct. 2261, 76
L.Ed.2d 794 (1983) (per curiam) (competency to stand trial); Marshall v. Lonberger, 459 U.S. 422, 431-437, 103 S.Ct. 843,
849-852, 74 L.Ed.2d 646 (1983) (determination that defendant received and understood sufficient notice of charges against
him to render guilty plea voluntary). We
acknowledge that the Court has not charted an entirely clear course in this area.
We reject, however, the Court of Appeals'
conclusion that these case-specific holdings
tacitly overturned the longstanding rule
that the voluntariness of a confession is a
matter for independent federal determination.
[5, 6] In the § 2254(d) context, as elsewhere, the appropriate methodology for
distinguishing questions of fact from questions of law has been, to say the least,
elusive. See Bose Corp. v. Consumers
Union of United States, Inc., 466 U.S. 485,
104 S.Ct. 1949, 80 L.Ed.2d 502 (1984);
Baumgartner v. United States, 322 U.S.
665, 671, 64 S.Ct. 1240, 1243, 88 L.Ed. 1525

(1944). A few principles, however, are by
now well established. For example, that
an issue involves an inquiry into state of
mind is not at all inconsistent with treating
it as a question of fact. See, e.g., Maggio
v. Fulford, supra. Equally clearly, an issue does not lose its factual character
merely because its resolution is dispositive
of the ultimate constitutional question.
See Dayton Board of Education v. Brinkman, 443 U.S. 526, 534, 99 S.Ct. 2971, 2977,
61 L.Ed.2d 720 (1979) (finding of intent to
discriminate subject to "clearly erroneous"
standard of review). But beyond these elemental propositions, negative in form, the
Court has yet to arrive at "a rule or principle that will unerringly distinguish a factual finding from a legal conclusion." Pullman-Standard v. Swint, 456 U.S. 273, 288,
102 S.Ct. 1781, 1789, 72 L.Ed.2d 66 (1982).
Perhaps much of the difficulty in this
area stems from the practical truth that
the decision to label an issue a "question of
law," a "question of fact,'' or a "mixed
question of law and fact" is sometimes as
much a matter of allocation as it is of
..JJ.i.4analysis. See Monaghan, Constitutional
Fact Review, 85 Colum.L.Rev. 229, 237
(1985). At least in those instances in which
Congress has not spoken and in which the
issue falls somewhere between a pristine
legal standard and a simple historical fact,
the fact/law distinction at times has turned
on a determination that, as a matter of the
sound administration of justice, one judicial
actor is better positioned than another to
decide the issue in question. Where, for
example, as with proof of actual malice in
First Amendment libel cases, the relevant
legal principle can be given meaning only
through its application .to the particular
circumstances of a case, the Court has
been reluctant to give the trier of fact's
conclusions presumptive force and, in so
doing, strip a federal appellate court of its
primary function as an expositor of law.
See Bose Corp. v. Consumers Union of
United States, Inc., 466 U.S., at 503, 104
S.Ct., at 1961. Similarly, on rare occasions
in years past the Court has justified inde-
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pendent federal or appellate review as a ported respondent's construction of the
means of compensating for "perceived statute, nearly a half century of unwavershortcomings of the trier of fact by way of ing precedent weighs heavily against any
bias or some other factor .... " Id., at 518, suggestion that we now discard the settled
104 S.Ct., at 1969. (REHNQUIST, J., dis- rule in this area. Moreover, as previously
senting). See, e.g., Haynes v. Washington, noted, Congress patterned,§ 2254(d) after
373 U.S., at 516, 83 S.Ct., at 1344; Watts v. Townsend v. Sain, 372 U.S. 293, 83 S.Ct:
Indiana, 338 U.S. 49, 52, 69 S.Ct. 1347, 745, 9 L.Ed.2d 770 (1963), a case that clear1348, 93 L.Ed. 1801 (1949) (opinion of ly assumed that the voluntariness of a conFrankfu$r, J.). Cf. Norris v. Alabama, fession was an issue for independent feder294 U.S. 587, 55 S.Ct. 579. 79 L.Ed. 1074 al determination. Thus, not only are stare
(1935).
decisis concerns compelling, but, unlike in
In contrast, other considerations often Marshall v. Lonberger, 459 U.S. 422, 103
suggest the appropriateness of resolving S.Ct. 843, 74 L.Ed.2d 646 (1983), Rushen v.
close questions concerning the status of an Spain, 464 U.S. 114, 104 S.Ct. 453, 78
issue as one of "law" or "fact" in favor of L.Ed.2d 267 (1983), or any of our other
extending deference to the trial court. recent § 2254(d) cases, in the confession
When, for example, the issue involves the context we have the benefit of some concredibility of witnesses and therefore turns gressional guidance in resolving whether
largely on an evaluation of demeanor, there the disputed issue falls outside of the scope
are compelling and familiar justifications of the § 2254(d) presumption. Although
for leaving the process of applying law to the history of that provision is not without
fact to the trial court and according its its ambiguities, it is certainly clear enough
determinations presumptive weight. Pat- to tip the scales in favor of treating the
ton v. Yount, supra, and Wainwright v. voluntariness of a confession as beyond the
Witt, supra, are illustrative. There the
reach of § 2254(d).
Court stressed that the state trial judge is
In addition to considerations of stare dein a position to assess juror bias that is far
cisis
and congressional intent, the nature
superior to that of federal judges reviewing an application for a writ of habeas of the inquiry itself lends support to the
corpus. PrincipallY..l1,15for that reason, the conclusion that "voluntariness" is a legal
decisions held, juror bias merits treatment question meriting independent consideraas a "factual issue" within the meaning of tion in a federal habeas corpus proceeding.
§ 2254(d) notwithstanding the intimate con- Although sometimes· framed as an issue of
nection between such determinations and ...!J.,16"psychological fact," Culombe v. Conthe constitutional guarantee of an impartial necticut, 367 U.S., at 603, 81 S.Ct., at 1879,
the dispositive question of the voluntarijury.
For several reasons we think that it ness of a confession has always had a
would be inappropriate to abandon the uniquely legal dimension. It is telling that
Court's longstanding position that the ulti- in confession cases coming from the States,
mate question of the admissibility of a con- this Court has consistently looked to the
fession merits treatment as a legal inquiry Due Process Clause of the Fourteenth
requiring plenary federal review. We note Amendment to test admissibility. See, e.g.,
at the outset that we do not write on a Mincey v. Arizona, 437 U.S., at 402, 98
clean slate. "Very weighty considerations S.Ct., at 2418. The locus of the right is
underlie the principle that courts should significant because it reflects the Court's
not lightly overrule past decisions." Mo- consistently held view that the admissibility
ragne v. States Marine Lines, Inc., 398 of a confession turns as much on whether
U.S. 375, 403, 90 S.Ct. 1772, 1789, 26 the techniques for extracting the stateL.Ed.2d 339 (1970). Thus, even assuming ments, as applied to this suspect, are comthat contemporary considerations sup- patible with a system that presumes inno-
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cence and. assures that a conviction will not
be secured by inquisitorial means as on
whether the defendant's will was in fact
overborne. See, e.g., Gallegos v. Colorado,
370 U.S. 49, 51, 82 S.Ct. 1209, 1211, 8
L.Ed.2d 325 (1962) (suggesting that "a compound of two influences" requires that
some confessions be condemned); Culombe
v. Connecticut, supra, 367 U.S., at 605, 81
S.Ct., at 1880 (describing voluntariness as
an "amphibian"). This hybrid quality of
the voluntariness inquiry,' subsuming, as it
does, a "complex of values,'' Blackburn v.
Alabama, 361 U.S., at 207, 80 S.Ct., at 280,
itself militates against treating the question as one of simple historical fact. ·
[7, 8] Putting to one side whether "voluntariness" is analytically more akin to a
fact or a legal conclusion, the practical
considerations that have led us to find other issues within the scope of the § 2254(d)
presumption are absent in the confession
context. First, unlike the impartiality of a
given juror, Patton v. Yount, 467 U.S., at
1036, 104 S.Ct., at 2891, or competency to
stand trial, Maggio v. Fulford, 462 U.S., at
117, 103 S.Ct., at 2264, assessments of credib,!!!Y117 and demeanor are not crucial to
the proper resolution of the ultimate issue
of "voluntariness." Of course, subsidiary
questions, such as the length and circumstances of the interrogation, the defendant's prior experience with the legal process, and familiarity with the Miranda
warnings, often require the resolution of
conflicting testimony of police and defendant. The law is therefore clear that statecourt findings on such matters are conclusive on the habeas court if fairly supported
in the record and if the other circumstances
enumerated in § 2254(d) are inapplicable.
But once such underlying factual issues
have been resolved, and the moment comes
for determining whether, under the totality
of the circumstances, the confession was
4. The voluntariness rubric has been variously
condemned as "useless," Paulson, The Fourteenth Amendment and the Third Degree, 6
Stan.L.Rev. 411, 430 (1954); "perplexing," Grano, Voluntariness, Free Will, and the Law of
Confessions, 65 Va.L.Rev. 859, 863 (1979); and

obtained in a manner consistent with the
Constitution, the state-court judge is not in
an appreciably better position than the federal habeas court to make that determination.
Second, the allocution of a guilty plea,
Marshall v. Lonberger, supra, the adjudication of competency to stand trial, Maggio
v. Fulford, supra, and the determination of
juror bias, Wainwright v. Witt, 469 U.S.
412, 105 S.Ct. 844, 83 L.Ed.2d 841 (1985),
take place in open court on a full record.
In marked contrast, the critical events surrounding the taking of a confession almost
invariably occur in a secret and inherently
more coercive environment. Miranda v.
Arizona, 384 U.S., at 458, 86 S.Ct., at 1619.
These circumstances, standing alone, cannot be dispositive of the question whether a
particular issue falls within the reach of
§ 2254(d). However, together with the inevitable and understandable reluctance to
exclude an otherwise reliable admission of
guilt, Jackson v. Denno, 378 U.S. 368, 381,
84 S.Ct. 1774, 1783, 12 L.Ed.2d 908 (1964),
they elevate the risk that erroneous resolution of the voluntariness question might
inadvertently frustrate the protection of
the federal right. See Haynes v. Washington, 373 U.S., at 516, 83 S.Ct., at 1344;
Ward v. Texas, 316 U.S. 547, 62 S.Ct. 1139,
86 L.Ed. 1663 (1942). We reiterate our
confidence that state judges, no less than
their federal counterparts, will properly
discharge their duty to protect the constitutional rights of criminal defendants. We
18note only that in the confession context,
independent federal review has traditionally played an important parallel role in protecting the rights at stake when the prosecution secures a conviction through the defendant's own admissions.

...u

IV

After defending at length its conclusion
that the voluntariness of a confession was
"legal 'double-talk,' " A. Beisel, Control Over Illegal Enforcement of the Criminal Law: Role of
the Supreme Court 48 (1955). See generally Y.
Kamisar, Police Interrogation and Confessions
1-25 (1980).
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entitled to the § 2254(d) presumption, and
after carefully analyzing the petitioner's
confession under that standard, the Court
of Appeals suggested in a brief footnote
that it "would reach the same result" even
were it to give the issue plenary consideration. 741 F.2d, at 1467, n. 21. Inasmuch
as it is not clear from this language that
the court did in fact independently evaluate
the admissibility of the confession, and because, in any event, we think that the case
warrants fuller analysis under the appropriate standard, we reverse the decision
below and remand for further proceedings
consistent with this opinion.

It is so ordered.
Justice REHNQUIST, dissenting.
The Court decides that the voluntariness
of a confession is not an issue of fact
presumed to be correct under 28 U.S.C.
§ 2254(d). I think it is difficult to sensibly
distinguish the determination that a particular confession was voluntary from the
determinations which we have held to be
entitled to a presumption of correctness
under § 2254(d). See Sumner v. Mata, 449
U.S. 539, 101 S.Ct. 764, 66 L.Ed.2d 722
(1981); Sumner v. Mata, 455 U.S. 591, 102
S.Ct. 1303, 71 L.Ed.2d 480 (1982) (per curiam); Marshall. v. Lonberger, 459 U.S.
422, 431-437, 103 S.Ct. 843, 849-52, 74
L.Ed.2d 646 (1983); Maggio v. Fulford, 462
U.S. 111, 103 S.Ct. 2261, 76 L.Ed.2d 794
(1983) (per curiam); Rushen v. Spain, 464
U.S. 114, 104 S.Ct. 453, 78 L.Ed.2d 267
(1983) (per curiam); Patton v. Yount, 467
U.S. 1025, 1036-1038, 104 S.Ct. 2885, 28912893, 81 L.Ed.2d 847 (1984); and Wainwright v. Witt, 469 U.S. 412, 426-430, 105
S.Ct. 844, 853-855, 83 L.Ed.2d 841 (1985).
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While the Court relies principally on stare
decisis for the result it reaches today, almost all the cases upon which it relies
entailed direct review by this Court of
state-court decisiornUi,19rather than federal
habeas review. But even if that difference
were deemed immaterial, it seems to me
that stare decisis is not a sufficient reason
for excluding a finding as to the voluntariness of a confession from the presumption
embodied in § 2254(d). All of the recent
cases cited evince a more reasoned approach to this issue than the interesting
but somewhat mystical exegesis in cases
such as Culpmbe v. Connecticut, 367 U.S.
568, 603-605, 81 S.Ct. 1860, 1879-80, 6
L.Ed.2d 1037 (1961) (opinion of Frankfurter, J.).
I also disagree with the Court's decision
to remand this case to the Court of Appeals
for a second run at the voluntariness issue.
I think the majority of· that court made it
clear that it had evaluated the admissibility
of the confession under the correct standard as defined by this Court today. It is
unfortunate that petitioner's challenge to
his conviction for a murder which occurred
12 years ago should be the subject of additional and unnecessary litigation and delay.
I respectfully dissent.
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ious and novel,’’ not susceptible to ‘‘useful
generalization’’ of the sort that de novo
review provides, and ‘‘likely to profit from
the experience that an abuse-of-discretion
rule will permit to develop,’’ id., at 562, 108
S.Ct. 2541.

competitor’s motion for attorney fees, 2011
WL 3900975. Parties filed cross-appeals.
The United States Court of Appeals for
the Federal Circuit, Lourie, Circuit Judge,
496 Fed.Appx. 57, affirmed, and certiorari
was granted.

[6, 7] We therefore hold that an appellate court should apply an abuse-of-discretion standard in reviewing all aspects of a
district court’s § 285 determination. Although questions of law may in some cases
be relevant to the § 285 inquiry, that inquiry generally is, at heart, ‘‘rooted in
factual determinations,’’ Cooter, 496 U.S.,
at 401, 110 S.Ct. 2447.

Holdings: The Supreme Court, Justice
Sotomayor, J., held that:

*

*

*

The judgment of the United States
Court of Appeals for the Federal Circuit is
vacated, and the case is remanded for further proceedings consistent with this opinion.
It is so ordered.

(1) an ‘‘exceptional case,’’ within meaning
of the Patent Act’s fee-shifting provision, is simply one that stands out from
others with respect to the substantive
strength of a party’s litigating position,
considering both the governing law and
the facts of the case, or the unreasonable manner in which the case was
litigated, abrogating Brooks Furniture
Mfg., Inc. v. Dutailier Int’l, Inc., 393
F.3d 1378, and
(2) patent litigants are not required to establish their entitlement to fees by
clear and convincing evidence.
Reversed and remanded.
Justice Scalia joined in part.

,
OCTANE FITNESS, LLC, Petitioner
v.
ICON HEALTH & FITNESS, INC.
No. 12–1184.
Argued Feb. 26, 2014.
Decided April 29, 2014.
Background: Patentee brought action
against competitor alleging infringement of
its patent for elliptical machine that allowed for adjustable stride length. The
United States District Court for the District of Minnesota, Ann D. Montgomery,
J., granted summary judgment of noninfringement, 2011 WL 2457914, and denied

1. Patents O3
In patent law, as in all statutory construction, unless otherwise defined, words
will be interpreted as taking their ordinary, contemporary, common meaning.
2. Patents O325.11(2.1)
An ‘‘exceptional case,’’ within meaning
of the Patent Act’s fee-shifting provision, is
simply one that stands out from others
with respect to the substantive strength of
a party’s litigating position, considering
both the governing law and the facts of the
case, or the unreasonable manner in which
the case was litigated; abrogating Brooks
Furniture Mfg., Inc. v. Dutailier Int’l,
Inc., 393 F.3d 1378.
See publication Words and Phrases for other judicial constructions
and definitions.
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3. Patents O325.11(2.1)
District courts may determine whether a case is ‘‘exceptional’’ under the Patent
Act’s fee-shifting provision in the case-bycase exercise of their discretion, considering the totality of the circumstances; there
is no precise rule or formula for making
these determinations, but instead equitable
discretion should be exercised in light of
the considerations the Supreme Court has
identified. 35 U.S.C.A. § 285.
4. Patents O325.11(2.1)
A district court may award attorney
fees under the Patent Act’s fee-shifting
provision in the rare case in which a party’s unreasonable conduct, while not necessarily independently sanctionable, is nonetheless so ‘‘exceptional’’ as to justify an
award of fees. 35 U.S.C.A. § 285.
5. Patents O325.11(2.1)
A case presenting either subjective
bad faith or exceptionally meritless claims
may sufficiently set itself apart from minerun cases to warrant an attorney fees
award under the Patent Act’s fee-shifting
provision. 35 U.S.C.A. § 285.
6. Antitrust and Trade Regulation
O905(3)
Constitutional Law O1437(2)
Under the ‘‘Noerr–Pennington doctrine,’’ defendants are immune from antitrust liability for engaging in conduct, including litigation, aimed at influencing
decisionmaking by the government.
See publication Words and Phrases for other judicial constructions
and definitions.

7. Antitrust and Trade Regulation
O905(3)
Constitutional Law O1437(1)
Under a ‘‘sham exception’’ to the
Noerr–Pennington doctrine, activity ostensibly directed toward influencing governmental action does not qualify for Noerr

immunity if it is a mere sham to cover an
attempt to interfere directly with the business relationships of a competitor.
See publication Words and Phrases for other judicial constructions
and definitions.

8. Constitutional Law O1437(1)
The Supreme Court crafted the
Noerr–Pennington doctrine, and carved
out only a narrow exception for ‘‘sham’’
litigation, to avoid chilling the exercise of
the First Amendment right to petition the
government for the redress of grievances.
U.S.C.A. Const.Amend. 1.
9. Federal Civil
2757, 2769

Procedure O2737.3,

A common-law exception to the general ‘‘American rule’’ against fee-shifting is
inherent in the power of the courts and
applies for willful disobedience of a court
order or when the losing party has acted
in bad faith, vexatiously, wantonly, or for
oppressive reasons.
10. Patents O325.11(5)
Patent litigants are not required to
establish their entitlement to fees under
the Patent Act’s fee-shifting provision by
clear and convincing evidence.
35
U.S.C.A. § 285.
11. Patents O325.11(2.1, 5)
The Patent Act’s fee-shifting provision
demands a simple discretionary inquiry; it
imposes no specific evidentiary burden.
35 U.S.C.A. § 285.
12. Patents O312(4)
Patent-infringement litigation has always been governed by a preponderance
of the evidence standard, and that is the
standard generally applicable in civil actions, because it allows both parties to
share the risk of error in roughly equal
fashion. 35 U.S.C.A. § 285.
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Patents O328(2)
6,019,710. Cited.
Syllabus*
The Patent Act’s fee-shifting provision
authorizes district courts to award attorney’s fees to prevailing parties in ‘‘exceptional cases.’’ 35 U.S.C. § 285. In Brooks
Furniture Mfg., Inc. v. Dutailier Int’l,
Inc., 393 F.3d 1378, 1381, the Federal Circuit defined an ‘‘exceptional case’’ as one
which either involves ‘‘material inappropriate conduct’’ or is both ‘‘objectively baseless’’ and ‘‘brought in subjective bad faith.’’
Brooks Furniture also requires that parties establish the ‘‘exceptional’’ nature of a
case by ‘‘clear and convincing evidence.’’
Id., at 1382.
Respondent ICON Health & Fitness,
Inc., sued petitioner Octane Fitness, LLC,
for patent infringement. The District
Court granted summary judgment to Octane. Octane then moved for attorney’s
fees under § 285. The District Court denied the motion under the Brooks Furniture framework, finding ICON’s claim to
be neither objectively baseless nor brought
in subjective bad faith. The Federal Circuit affirmed.
Held: The Brooks Furniture framework is unduly rigid and impermissibly
encumbers the statutory grant of discretion to district courts. Pp. 1755 – 1758.
(a) Section 285 imposes one and only
one constraint on district courts’ discretion
to award attorney’s fees: The power is
reserved for ‘‘exceptional’’ cases. Because
the Patent Act does not define ‘‘exceptional,’’ the term is construed ‘‘in accordance
with [its] ordinary meaning.’’ Sebelius v.
Cloer, 569 U.S. ––––, ––––, 133 S.Ct. 1886,
1893, 185 L.Ed.2d 1003. In 1952, when
Congress used the word in § 285 (and
* The syllabus constitutes no part of the opinion
of the Court but has been prepared by the
Reporter of Decisions for the convenience of
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today, for that matter), ‘‘[e]xceptional’’
meant ‘‘uncommon,’’ ‘‘rare,’’ or ‘‘not ordinary.’’ Webster’s New International Dictionary 889 (2d ed. 1934). An ‘‘exceptional’’ case, then, is simply one that stands
out from others with respect to the substantive strength of a party’s litigating position (considering both the governing law
and the facts of the case) or the unreasonable manner in which the case was litigated. District courts may determine whether a case is ‘‘exceptional’’ in the case-bycase exercise of their discretion, considering the totality of the circumstances. Cf.
Fogerty v. Fantasy, Inc., 510 U.S. 517, 114
S.Ct. 1023, 127 L.Ed.2d 455. Pp. 1755 –
1756.
(b) The Brooks Furniture framework
superimposes an inflexible framework onto
statutory text that is inherently flexible.
Pp. 1756 – 1758.
(1) Brooks Furniture is too restrictive
in defining the two categories of cases in
which fee awards are allowed. The first
category—cases involving litigation or certain other misconduct—appears to extend
largely to independently sanctionable conduct. But that is not the appropriate
benchmark. A district court may award
fees in the rare case in which a party’s
unreasonable, though not independently
sanctionable, conduct is so ‘‘exceptional’’ as
to justify an award. For litigation to fall
within the second category, a district court
must determine that the litigation is both
objectively baseless and brought in subjective bad faith. But a case presenting either subjective bad faith or exceptionally
meritless claims may sufficiently set itself
apart from mine-run cases to be ‘‘exceptional.’’ The Federal Circuit imported this
second category from Professional Real
the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct.
282, 50 L.Ed. 499.
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Estate Investors, Inc. v. Columbia Pictures Industries, Inc., 508 U.S. 49, 113
S.Ct. 1920, 123 L.Ed.2d 611, but that
case’s standard finds no roots in § 285’s
text and makes little sense in the context
of the exceptional-case determination. Pp.
1756 – 1758.
(2) Brooks Furniture is so demanding
that it would appear to render § 285 largely superfluous. Because courts already
possess the inherent power to award fees
in cases involving misconduct or bad faith,
see Alyeska Pipeline Service Co. v. Wilderness Society, 421 U.S. 240, 258–259, 95
S.Ct. 1612, 44 L.Ed.2d 141, this Court has
declined to construe fee-shifting provisions
narrowly so as to avoid rendering them
superfluous. See, e.g., Christiansburg
Garment Co. v. EEOC, 434 U.S. 412, 419,
98 S.Ct. 694, 54 L.Ed.2d 648. Pp. 1757 –
1758.
(3) Brooks Furniture ’s requirement
that proof of entitlement to fees be made
by clear and convincing evidence is not
justified by § 285, which imposes no specific evidentiary burden. Nor has this
Court interpreted comparable fee-shifting
statutes to require such a burden of proof.
See, e.g., Fogerty, 510 U.S., at 519, 114
S.Ct. 1023. P. 1758.
496 Fed.Appx. 57, reversed and remanded.
SOTOMAYOR, J., delivered the
opinion of the Court, in which ROBERTS,
C.J., and KENNEDY, THOMAS,
GINSBURG, BREYER, ALITO, and
KAGAN, JJ., joined, and in which
SCALIA, J., joined except as to footnotes
1–3.

Rudolph A. Telscher, Jr., St. Louis, MO,
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* Justice SCALIA joins this opinion except as to
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2014 WL 249794 (Resp.Brief)
2014 WL 632089 (Reply.Brief)
2013 WL 6327521 (Pet.Brief)
Justice SOTOMAYOR delivered the
opinion of the Court.*
Section 285 of the Patent Act authorizes
a district court to award attorney’s fees in
patent litigation. It provides, in its entirety, that ‘‘[t]he court in exceptional cases
may award reasonable attorney fees to the
prevailing party.’’ 35 U.S.C. § 285. In
Brooks Furniture Mfg., Inc. v. Dutailier
Int’l, Inc., 393 F.3d 1378 (2005), the United
States Court of Appeals for the Federal
Circuit held that ‘‘[a] case may be deemed
exceptional’’ under § 285 only in two limited circumstances: ‘‘when there has been
some material inappropriate conduct,’’ or
when the litigation is both ‘‘brought in
subjective bad faith’’ and ‘‘objectively baseless.’’ Id., at 1381. The question before
us is whether the Brooks Furniture framefootnotes 1–3.
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work is consistent with the statutory text.
We hold that it is not.
I
A
Prior to 1946, the Patent Act did not
authorize the awarding of attorney’s fees
to the prevailing party in patent litigation.
Rather, the ‘‘American Rule’’ governed:
‘‘ ‘[E]ach litigant pa[id] his own attorney’s
fees, win or loseTTTT’ ’’ Marx v. General
Revenue Corp., 568 U.S. ––––, ––––, 133
S.Ct. 1166, 1175, 185 L.Ed.2d 242 (2013).
In 1946, Congress amended the Patent Act
to add a discretionary fee-shifting provision, then codified in § 70, which stated
that a court ‘‘may in its discretion award
reasonable attorney’s fees to the prevailing
party upon the entry of judgment in any
patent case.’’ 35 U.S.C. § 70 (1946 ed.).1
Courts did not award fees under § 70 as
a matter of course. They viewed the
award of fees not ‘‘as a penalty for failure
to win a patent infringement suit,’’ but as
appropriate ‘‘only in extraordinary circumstances.’’ Park–In–Theatres, Inc. v. Perkins, 190 F.2d 137, 142 (C.A.9 1951). The
provision enabled them to address ‘‘unfairness or bad faith in the conduct of the
losing party, or some other equitable consideration of similar force,’’ which made a
case so unusual as to warrant fee-shifting.
Ibid.; see also Pennsylvania Crusher Co.
v. Bethlehem Steel Co., 193 F.2d 445, 451
1.

This provision did ‘‘not contemplat[e] that
the recovery of attorney’s fees [would] become an ordinary thing in patent suitsTTTT’’
S.Rep. No. 79–1503, p. 2 (1946).

2.

The Senate Report similarly explained that
the new provision was ‘‘substantially the same
as’’ § 70, and that the ‘‘ ‘exceptional cases’ ’’
language was added simply to ‘‘expres[s] the
intention of the [1946] statute as shown by its
legislative history and as interpreted by the
courts.’’ S.Rep. No. 82–1979, p. 30 (1952),
1952 U.S.C.C.A.N. 2394, 2423.
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(C.A.3 1951) (listing as ‘‘adequate justification[s]’’ for fee awards ‘‘fraud practiced on
the Patent Office or vexatious or unjustified litigation’’).
Six years later, Congress amended the
fee-shifting provision and recodified it as
§ 285. Whereas § 70 had specified that a
district court could ‘‘in its discretion award
reasonable attorney’s fees to the prevailing
party,’’ the revised language of § 285
(which remains in force today) provides
that ‘‘[t]he court in exceptional cases may
award reasonable attorney fees to the prevailing party.’’ We have observed, in interpreting the damages provision of the
Patent Act, that the addition of the phrase
‘‘exceptional cases’’ to § 285 was ‘‘for purposes of clarification only.’’ 2 General Motors Corp. v. Devex Corp., 461 U.S. 648,
653, n. 8, 103 S.Ct. 2058, 76 L.Ed.2d 211
(1983); see also id., at 652, n. 6, 103 S.Ct.
2058. And the parties agree that the recodification did not substantively alter the
meaning of the statute.3
For three decades after the enactment
of § 285, courts applied it—as they had
applied § 70—in a discretionary manner,
assessing various factors to determine
whether a given case was sufficiently ‘‘exceptional’’ to warrant a fee award. See,
e.g., True Temper Corp. v. CF & I Steel
Corp., 601 F.2d 495, 508–509 (C.A.10 1979);
Kearney & Trecker Corp. v. Giddings &
Lewis, Inc., 452 F.2d 579, 597 (C.A.7 1971);
3.

See Brief for Petitioner 35 (‘‘[T]his amendment was not intended to create a stricter
standard for fee awards, but instead was intended to clarify and endorse the alreadyexisting statutory standard’’); Brief for Respondent 17 (‘‘When it enacted § 285, as the
historical notes to this provision make clear,
Congress adopted the standards applied by
courts interpreting that statute’s predecessor,
§ 70 of the 1946 statute. Congress explained
that § 285 ‘is substantially the same as the
corresponding provision in’ § 70’’).
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Siebring v. Hansen, 346 F.2d 474, 480–481
(C.A.8 1965).
In 1982, Congress created the Federal
Circuit and vested it with exclusive appellate jurisdiction in patent cases. 28 U.S.C.
§ 1295. In the two decades that followed,
the Federal Circuit, like the regional circuits before it, instructed district courts to
consider the totality of the circumstances
when making fee determinations under
§ 285. See, e.g., Rohm & Haas Co. v.
Crystal Chemical Co., 736 F.2d 688, 691
(C.A.Fed.1984) (‘‘Cases decided under
§ 285 have noted that ‘the substitution of
the phrase ‘‘in exceptional cases’’ has not
done away with the discretionary feature’ ’’); Yamanouchi Pharmaceutical Co.,
Ltd. v. Danbury Pharmacal, Inc., 231 F.3d
1339, 1347 (C.A.Fed.2000) (‘‘In assessing
whether a case qualifies as exceptional, the
district court must look at the totality of
the circumstances’’).
In 2005, however, the Federal Circuit
abandoned that holistic, equitable approach in favor of a more rigid and mechanical formulation. In Brooks Furniture Mfg., Inc. v. Dutailier Int’l, Inc., 393
F.3d 1378 (2005), the court held that a case
is ‘‘exceptional’’ under § 285 only ‘‘when
there has been some material inappropriate conduct related to the matter in litigation, such as willful infringement, fraud or
inequitable conduct in procuring the patent, misconduct during litigation, vexatious
or unjustified litigation, conduct that vio4.

In Kilopass Technology, Inc. v. Sidense
Corp., 738 F.3d 1302 (C.A.Fed.2013)—decided
after our grant of certiorari but before we
heard oral argument in this case—the Federal
Circuit appeared to cut back on the ‘‘subjective bad faith’’ inquiry, holding that the language in iLOR was dictum and that ‘‘actual
knowledge of baselessness is not required.’’
738 F.3d, at 1310. Rather, the court held, ‘‘a
defendant need only prove reckless conduct to
satisfy the subjective component of the § 285
analysis,’’ ibid., and courts may ‘‘dra[w] an
inference of bad faith from circumstantial evi-

lates Fed.R.Civ.P. 11, or like infractions.’’
Id., at 1381. ‘‘Absent misconduct in conduct of the litigation or in securing the
patent,’’ the Federal Circuit continued,
fees ‘‘may be imposed against the patentee
only if both (1) the litigation is brought in
subjective bad faith, and (2) the litigation
is objectively baseless.’’ Ibid. The Federal
Circuit subsequently clarified that litigation is objectively baseless only if it is ‘‘so
unreasonable that no reasonable litigant
could believe it would succeed,’’ iLOR,
LLC v. Google, Inc., 631 F.3d 1372, 1378
(2011), and that litigation is brought in
subjective bad faith only if the plaintiff
‘‘actually know[s]’’ that it is objectively
baseless, id., at 1377.4
Finally, Brooks Furniture held that because ‘‘[t]here is a presumption that the
assertion of infringement of a duly granted
patent is made in good faith[,] TTT the
underlying improper conduct and the characterization of the case as exceptional must
be established by clear and convincing evidence.’’ 393 F.3d, at 1382.
B
The parties to this litigation are manufacturers of exercise equipment. The respondent, ICON Health & Fitness, Inc.,
owns U.S. Patent No. 6,019,710 (8710 patent), which discloses an elliptical exercise
machine that allows for adjustments to fit
the individual stride paths of users. ICON
is a major manufacturer of exercise equipdence thereof when a patentee pursues claims
that are devoid of merit,’’ id., at 1311. Most
importantly, the Federal Circuit stated that
‘‘[o]bjective baselessness alone can create a
sufficient inference of bad faith to establish
exceptionality under § 285, unless the circumstances as a whole show a lack of recklessness on the patentee’s part.’’ Id., at 1314.
Chief Judge Rader wrote a concurring opinion that sharply criticized Brooks Furniture,
738 F.3d, at 1318–1320; the court, he said,
‘‘should have remained true to its original
reading of’’ § 285, id., at 1320.

OCTANE FITNESS v. ICON HEALTH & FITNESS
Cite as 134 S.Ct. 1749 (2014)

ment, but it has never commercially sold
the machine disclosed in the 8710 patent.
The petitioner, Octane Fitness, LLC, also
manufactures exercise equipment, including elliptical machines known as the Q45
and Q47.
ICON sued Octane, alleging that the
Q45 and Q47 infringed several claims of
the 8710 patent. The District Court
granted Octane’s motion for summary
judgment, concluding that Octane’s machines did not infringe ICON’s patent.
2011 WL 2457914 (D.Minn., June 17,
2011). Octane then moved for attorney’s
fees under § 285. Applying the Brooks
Furniture standard, the District Court denied Octane’s motion. 2011 WL 3900975
(D.Minn., Sept. 6, 2011). It determined
that Octane could show neither that
ICON’s claim was objectively baseless nor
that ICON had brought it in subjective
bad faith. As to objective baselessness,
the District Court rejected Octane’s argument that the judgment of noninfringement ‘‘should have been a foregone conclusion to anyone who visually inspected’’
Octane’s machines. Id., *2. The court
explained that although it had rejected
ICON’s infringement arguments, they
were neither ‘‘frivolous’’ nor ‘‘objectively
baseless.’’ Id., *2–*3. The court also
found no subjective bad faith on ICON’s
part, dismissing as insufficient both ‘‘the
fact that [ICON] is a bigger company
which never commercialized the 8710 patent’’ and an e-mail exchange between two
ICON sales executives, which Octane had
5.

One e-mail, sent from ICON’s Vice President of Global Sales to two employees, read:
‘‘ ‘We are suing Octane. Not only are we
coming out with a greater product to go after
them, but throwing a lawsuit on top of that.’ ’’
2011 WL 3900975, *4. One of the recipients
then forwarded that e-mail to a third party,
along with the accompanying message:
‘‘ ‘Just clearing the way and making sure you
guys have all your guns loaded!’ ’’ Ibid.
More than a year later, that same employee
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offered as evidence that ICON had
brought the infringement action ‘‘as a
matter of commercial strategy.’’ 5 Id., *4.
ICON appealed the judgment of noninfringement, and Octane cross-appealed the
denial of attorney’s fees. The Federal
Circuit affirmed both orders. 496 Fed.
Appx. 57 (2012). In upholding the denial
of attorney’s fees, it rejected Octane’s argument that the District Court had ‘‘applied an overly restrictive standard in refusing to find the case exceptional under
§ 285.’’ Id., at 65. The Federal Circuit
declined to ‘‘revisit the settled standard for
exceptionality.’’ Ibid.
We granted certiorari, 570 U.S. ––––,
134 S.Ct. 49, 186 L.Ed.2d 962 (2013), and
now reverse.
II
The framework established by the Federal Circuit in Brooks Furniture is unduly
rigid, and it impermissibly encumbers the
statutory grant of discretion to district
courts.
A
Our analysis begins and ends with the
text of § 285: ‘‘The court in exceptional
cases may award reasonable attorney fees
to the prevailing party.’’ This text is patently clear. It imposes one and only one
constraint on district courts’ discretion to
award attorney’s fees in patent litigation:
sent an e-mail to the Vice President of Global
Sales with the subject, ‘‘ ‘I heard we are suing
Octane!’ ’’ Ibid. The executive responded as
follows: ‘‘ ‘Yes—old patent we had for a long
time that was sitting on the shelf. They are
just looking for royalties.’ ’’ Ibid. The District Court wrote that ‘‘in the light most favorable to Octane, these remarks are stray comments by employees with no demonstrated
connection to the lawsuit.’’ Ibid.
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The power is reserved for ‘‘exceptional’’
cases.
[1] The Patent Act does not define
‘‘exceptional,’’ so we construe it ‘‘ ‘in accordance with [its] ordinary meaning.’ ’’ Sebelius v. Cloer, 569 U.S. ––––, ––––, 133
S.Ct. 1886, 1893, 185 L.Ed.2d 1003 (2013);
see also Bilski v. Kappos, 561 U.S. 593,
––––, 130 S.Ct. 3218, 3226, 177 L.Ed.2d
792 (2010) (‘‘In patent law, as in all statutory construction, ‘[u]nless otherwise defined, ‘‘words will be interpreted as taking
their ordinary, contemporary, common
meaning’’ ’ ’’). In 1952, when Congress
used the word in § 285 (and today, for
that matter), ‘‘[e]xceptional’’ meant ‘‘uncommon,’’ ‘‘rare,’’ or ‘‘not ordinary.’’ Webster’s New International Dictionary 889
(2d ed. 1934); see also 3 Oxford English
Dictionary 374 (1933) (defining ‘‘exceptional’’ as ‘‘out of the ordinary course,’’ ‘‘unusual,’’ or ‘‘special’’); Merriam–Webster’s
Collegiate Dictionary 435 (11th ed. 2008)
(defining ‘‘exceptional’’ as ‘‘rare’’); Noxell
Corp. v. Firehouse No. 1 Bar–B–Que Restaurant, 771 F.2d 521, 526 (C.A.D.C.1985)
(R.B. Ginsburg, J., joined by Scalia, J.)
(interpreting the term ‘‘exceptional’’ in the
Lanham Act’s identical fee-shifting provision, 15 U.S.C. § 1117(a), to mean ‘‘uncommon’’ or ‘‘not run-of-the-mill’’).
[2, 3] We hold, then, that an ‘‘exceptional’’ case is simply one that stands out
from others with respect to the substantive
strength of a party’s litigating position
(considering both the governing law and
the facts of the case) or the unreasonable
manner in which the case was litigated.
District courts may determine whether a
6.

In Fogerty v. Fantasy, Inc., 510 U.S. 517,
114 S.Ct. 1023, 127 L.Ed.2d 455 (1994), for
example, we explained that in determining
whether to award fees under a similar provision in the Copyright Act, district courts could
consider a ‘‘nonexclusive’’ list of ‘‘factors,’’
including ‘‘frivolousness, motivation, objec-

case is ‘‘exceptional’’ in the case-by-case
exercise of their discretion, considering the
totality of the circumstances.6 As in the
comparable context of the Copyright Act,
‘‘ ‘[t]here is no precise rule or formula for
making these determinations,’ but instead
equitable discretion should be exercised ‘in
light of the considerations we have identified.’ ’’ Fogerty v. Fantasy, Inc., 510 U.S.
517, 534, 114 S.Ct. 1023, 127 L.Ed.2d 455
(1994).
B
1
The Federal Circuit’s formulation is overly rigid. Under the standard crafted in
Brooks Furniture, a case is ‘‘exceptional’’
only if a district court either finds litigation-related misconduct of an independently sanctionable magnitude or determines
that the litigation was both ‘‘brought in
subjective bad faith’’ and ‘‘objectively baseless.’’ 393 F.3d, at 1381. This formulation
superimposes an inflexible framework onto
statutory text that is inherently flexible.
[4] For one thing, the first category of
cases in which the Federal Circuit allows
fee awards—those involving litigation misconduct or certain other misconduct—appears to extend largely to independently
sanctionable conduct. See ibid. (defining
litigation-related misconduct to include
‘‘willful infringement, fraud or inequitable
conduct in procuring the patent, misconduct during litigation, vexatious or unjustified litigation, conduct that violates Fed.
R.Civ.P. 11, or like infractions’’). But
sanctionable conduct is not the appropriate
benchmark. Under the standard antive unreasonableness (both in the factual and
legal components of the case) and the need in
particular circumstances to advance considerations of compensation and deterrence.’’ Id.,
at 534, n. 19, 114 S.Ct. 1023 (internal quotation marks omitted).
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nounced today, a district court may award
fees in the rare case in which a party’s
unreasonable conduct—while not necessarily independently sanctionable—is nonetheless so ‘‘exceptional’’ as to justify an
award of fees.
[5] The second category of cases in
which the Federal Circuit allows fee
awards is also too restrictive. In order
for a case to fall within this second category, a district court must determine both
that the litigation is objectively baseless
and that the plaintiff brought it in subjective bad faith. But a case presenting either subjective bad faith or exceptionally
meritless claims may sufficiently set itself
apart from mine-run cases to warrant a
fee award. Cf. Noxell, 771 F.2d, at 526
(‘‘[W]e think it fair to assume that Congress did not intend rigidly to limit recovery of fees by a [Lanham Act] defendant
to the rare case in which a court finds that
the plaintiff ‘acted in bad faith, vexatiously, wantonly, or for oppressive reasons’TTTT Something less than ‘bad faith,’
we believe, suffices to mark a case as
‘exceptional’ ’’).
[6, 7] ICON argues that the dual requirement of ‘‘subjective bad faith’’ and
‘‘objective baselessness’’ follows from this
Court’s decision in Professional Real Estate Investors, Inc. v. Columbia Pictures
Industries, Inc., 508 U.S. 49, 113 S.Ct.
1920, 123 L.Ed.2d 611 (1993) (PRE ),
which involved an exception to the Noerr–
Pennington doctrine of antitrust law. It
does not. Under the Noerr–Pennington
doctrine—established by Eastern Railroad
Presidents Conference v. Noerr Motor
Freight, Inc., 365 U.S. 127, 81 S.Ct. 523, 5
L.Ed.2d 464 (1961), and United Mine
Workers v. Pennington, 381 U.S. 657, 85
S.Ct. 1585, 14 L.Ed.2d 626 (1965)—defendants are immune from antitrust liability
for engaging in conduct (including litigation) aimed at influencing decisionmaking
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by the government. PRE, 508 U.S., at 56,
113 S.Ct. 1920. But under a ‘‘sham exception’’ to this doctrine, ‘‘activity ‘ostensibly
directed toward influencing governmental
action’ does not qualify for Noerr immunity if it ‘is a mere sham to cover TTT an
attempt to interfere directly with the business relationships of a competitor.’ ’’ Id.,
at 51, 113 S.Ct. 1920. In PRE, we held
that to qualify as a ‘‘sham,’’ a ‘‘lawsuit
must be objectively baseless’’ and must
‘‘concea[l] ‘an attempt to interfere directly
with the business relationships of a competitorTTTT’ ’’ Id., at 60–61, 113 S.Ct. 1920
(emphasis deleted). In other words, the
plaintiff must have brought baseless claims
in an attempt to thwart competition (i.e., in
bad faith).
[8] In Brooks Furniture, the Federal
Circuit imported the PRE standard into
§ 285. See 393 F.3d, at 1381. But the
PRE standard finds no roots in the text of
§ 285, and it makes little sense in the
context of determining whether a case is
so ‘‘exceptional’’ as to justify an award of
attorney’s fees in patent litigation. We
crafted the Noerr–Pennington doctrine—
and carved out only a narrow exception for
‘‘sham’’ litigation—to avoid chilling the exercise of the First Amendment right to
petition the government for the redress of
grievances. See PRE, 508 U.S., at 56, 113
S.Ct. 1920 (‘‘Those who petition government for redress are generally immune
from antitrust liability’’). But to the extent that patent suits are similarly protected as acts of petitioning, it is not clear why
the shifting of fees in an ‘‘exceptional’’ case
would diminish that right. The threat of
antitrust liability (and the attendant treble
damages, 15 U.S.C. § 15) far more significantly chills the exercise of the right to
petition than does the mere shifting of
attorney’s fees. In the Noerr–Pennington
context, defendants seek immunity from a
judicial declaration that their filing of a
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lawsuit was actually unlawful; here, they
seek immunity from a far less onerous
declaration that they should bear the costs
of that lawsuit in exceptional cases.
2
[9] We reject Brooks Furniture for another reason: It is so demanding that it
would appear to render § 285 largely superfluous. We have long recognized a
common-law exception to the general
‘‘American rule’’ against fee-shifting—an
exception, ‘‘inherent’’ in the ‘‘power [of] the
courts’’ that applies for ‘‘ ‘willful disobedience of a court order’ ’’ or ‘‘when the losing
party has ‘acted in bad faith, vexatiously,
wantonly, or for oppressive reasonsTTTT’ ’’
Alyeska Pipeline Service Co. v. Wilderness
Society, 421 U.S. 240, 258–259, 95 S.Ct.
1612, 44 L.Ed.2d 141 (1975). We have
twice declined to construe fee-shifting provisions narrowly on the basis that doing so
would render them superfluous, given the
background exception to the American
rule, see Christiansburg Garment Co. v.
EEOC, 434 U.S. 412, 419, 98 S.Ct. 694, 54
L.Ed.2d 648 (1978); Newman v. Piggie
Park Enterprises, Inc., 390 U.S. 400, 402,
n. 4, 88 S.Ct. 964, 19 L.Ed.2d 1263 (1968)
(per curiam), and we again decline to do
so here.

ing statutes to require proof of entitlement
to fees by clear and convincing evidence.
See, e.g., Fogerty, 510 U.S., at 519, 114
S.Ct. 1023; Cooter & Gell v. Hartmarx
Corp., 496 U.S. 384, 110 S.Ct. 2447, 110
L.Ed.2d 359 (1990); Pierce v. Underwood,
487 U.S. 552, 558, 108 S.Ct. 2541, 101
L.Ed.2d 490 (1988). And nothing in § 285
justifies such a high standard of proof.
Section 285 demands a simple discretionary inquiry; it imposes no specific evidentiary burden, much less such a high one.
Indeed, patent-infringement litigation has
always been governed by a preponderance
of the evidence standard, see, e.g., Bene v.
Jeantet, 129 U.S. 683, 688, 9 S.Ct. 428, 32
L.Ed. 803 (1889), and that is the ‘‘standard
generally applicable in civil actions,’’ because it ‘‘allows both parties to ‘share the
risk of error in roughly equal fashion,’ ’’
Herman & MacLean v. Huddleston, 459
U.S. 375, 390, 103 S.Ct. 683, 74 L.Ed.2d
548 (1983).
*

*

*

For the foregoing reasons, the judgment
of the United States Court of Appeals for
the Federal Circuit is reversed, and the
case is remanded for further proceedings
consistent with this opinion.
It is so ordered.

3
[10–12] Finally, we reject the Federal
Circuit’s requirement that patent litigants
establish their entitlement to fees under
§ 285 by ‘‘clear and convincing evidence,’’
Brooks Furniture, 393 F.3d, at 1382. We
have not interpreted comparable fee-shift-

,
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taken in another court. 4 See Schoenberger
v. Oselka, 909 F.2d 1086 (7th Cir.1990).
REVERSED.

The READ CORPORATION and F.T.
Read & Sons, Inc., PlaintiffsAppellees,

v.
PORTEC, INC., d/b/a Portee/Kolberg
Division, Defendant-Appellant.
No. 91-1069.

United States Court of Appeals,
Federal Circuit.
July 10, 1992.
Rehearing Denied and Suggestion
for Rehearing In Banc Declined
Sept. 23, 1992.
In action for infringement of patents
for portable loam screening apparatus, the
United States District Court for the District of Delaware, Jane R. Roth, J., 748
F.Supp. 1078, denied defendant's motion
for JNOV and held defendant liable for
infringement and awarded treble damages
and attorney fees. Defendant appealed.
The Court of Appeals, Nies, Chief Judge,
held that: (1) patent was infringed; (2)
design patent was not infringed; (3) infringement was not willful; and (4) award
of attorney fees was unsupported.
Affirmed in part, reversed in part, vacated in part and remanded.
~754, 846
Party seeking to overturn jury verdict
must establish that jury's findings of disputed material factual issues, presumed or
expressed, are not supported by substantial
evidence, or, if they were, that legal conclusions implied from jury's verdict cannot in
law be supported by those findings.

1. Federal Courts

4.

Needless to say, we express no opinion about
the merits of a motion for sanctions based on

2. Patents ~226.6
In determining whether patent is infringed, language of claim must first be
interpreted, and then accused devised must
be compared to claim language as interpreted.
3. Patents ~226.6, 237
If accused device contains all limitations specified in patent claim, infringement is made out; if some limitations are
not literally satisfied, infringement may be
found in appropriate circumstances under
doctrine of equivalents.
4. Patents ~237
Under "doctrine of equivalents," patentee must show that accused device performs substantially the same function, in
substantially the same way, to achieve substantially the same result; the "substantially the same way" prong of the test may
be met if equivalent of recited limitation
has been substituted in accused device.
See publication Words and Phrases
for other judicial constructions and
definitions.

5. Patents ~314(5)
Interpretation of patent claim is question of law for the court.
6. Patents ~165(1), 168(1)
One must look to language of patent
claim and patent's specification and prosecution history to properly interpret scope
of claim.
7. Patents ~235(2)
Patent for portable loam screening apparatus was infringed by defendant's device; claim limitation requiring short end to
be close to the ground did not require short
end to actually touch the ground and accused device met this claim language literally, and accused device's substituted structure of one or two retractable footpads was
equivalent to retractable wheels required
by the claim.
8. Patents ~168(1)
Nowhere in prosecution history did
patentee limit its claims for patent for portconduct in the district court and adjudicated in
a proper proceeding.
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able loam screening apparatus so as not to
extend to equivalents of movable wheels
limitation; any estoppel created by patentee's list of distinctions between invention and prior art reference encompassed
all of these combined distinctions, and was
not an estoppel respecting each individual
difference.
9. Patents ~28
Nonornamentality or functionality of
parts of device does not necessarily preclude patentability of overall design. 35
U.S.C.A. § 171.
10. Patents ~252
Where design is composed of functional as well as ornamental features, to prove
infringement, patent owner must establish
that ordinary person would be deceived by
reason of common features in claimed and
accused designs which are ornamental.
11. :Patents ~252
Design patent for portable loam
screening apparatus was not infringed, absent evidence of similarity of ornamental
features of accused device and patented
design, and likelihood that ordinary person
would be confused because of such ornamental similarity. 35 U.S.C.A. § 171.
12. !Patents ~319(3)
Finding of willful infringement does
not mandate that damages be enhanced,
much less mandate treble damages. 35
U.S.C.A. § 284.
13. Patents ~319(3)
Paramount determination in deciding
to award enhancement damages for patent
infringement, and amount thereof, is egregiousness of defendant's conduct based on
all facts and circumstances; court must
consider factors that render defendant's
conduct more culpable, as well as factors
that are mitigating or ameliorating. 35
U.S.C.A. § 284.
14. Patents ~323.1
'To enable appellate review, district
court is obligated to explain basis for
award of enhanced damages for patent infringement, particularly where maximum
amount is imposed; for the latter, court's
970 F.2d-19
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assessment of level of culpability must be
high.
15· Patents ~ 319 ( 3 ), 325 ·11(3)
Defendant's infringement of patent for
portable loam screening apparatus was not
willful, and did not support award of enhanced damages or attorney fees; despite
patentee's contention that defendant copied
patented device, defendant made specific
changes deemed adequate by counsel to
avoid infringement. 35 U.S.C.A. § 285.
16. Patents ~227
One who has actual notice of another's
patent rights has affirmative duty to respect those rights; that affirmative duty
normally entails obtaining advice of lega.l
counsel, although absence of such advice
does not mandate finding of willful i:r:fringement.
17. Patents ~283(1)
Opinion of counsel may be incompetent
and insufficient to disprove willful infringement by reason of its containing merely
conclusory statements without discussion
of facts or obviously presenting only superficial or off-the-cuff analysis.
18. Patents ~325.11(3)
Design changes made by defendant in
accused device in order to make it noninfringing did not constitute misconduct war3fi
ranting award of attorney fees.
U.S.C.A. § 285.
19. Patents ~325.11(3)
Before finding misconduct and awarding attorney fees based on absence of hitch
from photograph of device introduced in
attempt to show that patent claims were
invalid, court had to consider defendant's
surrebuttal evidence explaining absence of
hitch. 35 U.S.C.A. § 285.
20. Patents ~325.11(2)
When attorney fees are awarded in
patent case solely on basis of litigation.
misconduct, amount of award must bear
some relation to extent of misconduct. 3t;
U.S.C.A. § 285.
Jack R. Pirozzolo, Willcox, Pirozzolo &
McCarthy, Boston, Mass., argued for plain-
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tiffs-appellees. With him on the brief was
Richard L. Binder. Also on the brief was
Donald F. Parsons, Jr., Morris, Nichols,
Arsht & Tunnell, of Wilmington, Delaware.
Donald R. Dunner, Finnegan, Henderson,
Farabow, Garrett & Dunner, Washington,
D.C., argued for defendant-appellant.
With him on the brief was Barry W. Graham.
Before NIES, Chief Judge, ARCHER,
and MICHEL, Circuit Judges.
NIES, Chief Judge.
Portee, Inc., appeals from the May 25,
1990, final judgment, entered upon a jury
verdict, of the United States District Court
for the District of Delaware, Civil Action
No. 88-29-JRR, holding Portee liable for
infringement of U.S. Patent No. 4,197,194
(the '194 patent) and U.S. Design Patent
No. 263,836 (the '836 patent), and awarding
The Read Corporation and F.T. Read &
Sons, Inc. (collectively Read) treble damages and attorney fees. The district
court's opinion denying Portec's motion for
JNOV is reported at Read Corp. v. Portee,
Fig. 1 of

1

194 patent

As seen above, the apparatus has a generally rectangular frame 12, made up of "tall
end" 14 and "short end" 16 which are
joined together by sides. Hitch 34 is attached to side 18 and wheels 36 are attached to the fourth side 20. The wheels
are movable relative to the frame between
an extended position where the weight of
the apparatus is on the wheels, so that the

Inc., 748 F.Supp. 1078 (D.Del.1990). The
district court's opinion granting Read's motion for treble damages and attorney fees
is reported at Read Corp. v. Portee Inc., 17
USPQ2d 1243, 1990 WL 265979 (D.Del.
1990). We affirm the judgment with respect to liability for infringement of
the '194 patent, reverse the judgment with
respect to liability for infringement of
the '836 patent and the enhancement of
damages, vacate the award with respect to
attorney fees, and remand for modification
of the injunction and reconsideration of the
award of Read's attorney fees in light of
this opinion.
BACKGROUND
James L. Read is the president of Read
and the named inventor in both the '194
and '836 patents. The '194 patent is directed to a portable loam screening apparatus
for separating fine earth material from
coarser materials. The '836 patent is directed to an ornamental design of such a
screening apparatus. Below are figures
from each of the patents:
Fig. 6 of '836 patent

apparatus can be transported, and a retracted position, as shown in Figure 1, so
that the weight is transferred to the frame
during operation.
In operation, a load of loam and coarse
materials is dumped from a payloader over
the tall end on to the vibrating screens 30
and 32. The screens are sloped so that,

READ CORP. v. PORTEC, INC.
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when material is deposited on them, the
finer material passes through the screens
while the coarser material rolls off the
screens and falls outside the frame next to
short end 16. The tall end 14 of the apparatus is completely open (visible in Fig. 6)
so that the payloader can drive within the
frame to scoop out the finer material deposited on the ground.
Independent claims 2 and 7 of the '194
patent are at issue in this case. Claim 2
reads as follows: 1
2. A portable screening apparatus for
separating coarse material from finer
material comprising:
a frame of generally rectangular cross
section and having a tall end and a short
end joint [sic] by sides, said short end

being closed from an upper edge of said
short end to the ground and the lower
portion of said tall end being completely
open from the ground to a height sufficiently high to permit a payloader to
collect the finer material from within the
frame;
said frame at said tall end having a
width sufficient to accommodate the
shovel of a payloader;
a material separating shaker screen
sloping downwardly from near the upper
edge of said tall end to near the upper
edge of said short end;

a set of wheels mounted to one of said
sides and movable relative to said
frame from an operative position for
transporting said apparatus to an inoperative position for resting said
frame flush on the ground; and
a trailer hitch mounted to the other of
said sides.
(Emphasis added.)
As will become evident infra, critical to
this case are the claim limitations requiring
the short end to be closed "to the ground"
and a set of wheels which are "movable
relative to said frame" from "an operative
position" to "an inoperative position for
resting said frame flush on the ground."
1. The only difference between claims 2 and 7 is
the additional requirement in claim 7 of "a
table" within the frame. Since this additional

8Jl9

U.S. Patent Application Serial No. 947,380, from which the '194 patent issued, was
filed October 2, 1978, with 11 claims.
Claim 2 as originally filed did not contain
any wheels limitation, and required only
that the short end be "closed." The examiner rejected all of the claims under 35
U.S.C. § 103 for obviousness in view of
various combinations of references, particularly U.S. Patent No. 3,307,698 to Haffner
(Haffner), U.S. Patent No. 1,806,934 to
Deister (Deister) and U.S. Patent No.
2,284,692 to Strube (Strube).
In response, Read added to claim 2 (as
well as to the other independent claimB),
the "set of wheels" limitation. No amendment was made to the closed end limitation.
In the remarks accompanying the amendment, Read stressed the nonobviousness of
the claimed invention based on numerous
differences from the prior art including the
"closed" short end, which acts as a barrier
between the coarse material and the finer
material, and the wheels limitation, which
allows the apparatus to be transported or
stably set on the ground during screening
operations.
The record shows that the examiner, in a
telephonic interview, agreed to allow the
claims if amended to include
limitations more particularly pointing out
the relationship of the width and height
of the tall end portion of the frame to a
payloader and the relation of where the
short end's "closed" characteristics beg::n
and end.
Claim 2 and the other independent claims
were thereafter amended, by examiner's
amendment, to include, among other
things, the requirement that the short end
be closed "to the ground." The claims
were subsequently allowed.
Read has been making screening devices
in accordance with its invention since the
late 1970's under the name "Read Screer,,All." In December of 1984, officials from
Portee met with James Read to discuss a
possible acquisition of Read by Portee.
Those discussions proved fruitless, and
limitation is irrelevant to the issues in this case,
we will limit our discussion to claim 2 only.
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Portee began to consider whether it could
produce a device to compete with the Read
Screen-All.
In doing so, Portee obtained a written
opinion by patent attorney Emory Groff,
Jr., concerning the '194 and '836 patents in
January of 1985. This opinion is very general, as it was prepared before Portee had
done any significant development work.
With respect to the '836 patent, Groff set
forth the general test for design patent
infringement, and noted that "[d]esign patents are generally narrowly construed by
the courts." With respect to the '194 patent, Groff reviewed the patent and the file
history, and concluded that "the limitations
concerning the set of wheels, the hitch, the
fully closed short end and the tall end
opening extending to the ground are all
critical limitations." After a brief discussion of the doctrine of equivalents, Groff
concluded that "the claims of the patents
could be circumvented to avoid infringement, however, whether or not the end
result would produce an apparatus as efficient and commercially appealing as the
Read devices, is questionable."
Nothing further was done by Portee concerning development of a portable screening device until late 1986. By that time,
the popularity of the Read Screen-All had
increased further, and Portee renewed its
interest in designing a device to compete
with the Screen-All. This interest resulted
in several meetings between Portee engineer Gerald Dahlinger and patent attorney
Brett Valiquet in January and February of
1987. Notes from those meetings indicate
that Dahlinger and Valiquet discussed several possibilities for designing around the
claims of the '194 patent, including "wheels
which are not movable relative to the
frame and not moving the frame onto the
ground," and a "completely open short
end."
Over the next several months, Portee
developed design drawings for its proposed
portable screening device. This screening
device had two features designed to avoid
infringement of the '194 patent: (1) the
bottom of the short end ended about six
inches from the ground; and (2) fixed

wheels and a "footpad" attached to each
side of the frame replaced the retractable
wheels. The footpads were long metal
bars which extended the entire length of
the sides and which were movable relative
to the frame by hydraulic cylinders. The
footpads could be extended so as to lift the
wheels off the ground, placing the weight
of the device on the footpads.
Drawings of this design were given to
Valiquet for an analysis of infringement of
both the '194 and '836 patents. Valiquet
concluded, in a written opinion dated September 25, 1987, that Portec's proposed
device did not infringe either patent. With
respect to the '194 patent, after discussing
the details of the claims and of Portec's
device, Valiquet stated:
During prosecution before the U.S. patent office, Read was required by the
patent office to add the limitation to his
claims that the short end extends to the
ground. Also, Read voluntarily added to
his patent claims the concept of moving
the frame so that it could be flush on the
ground through use of movable wheels.
Since these distinctions were added in
view of prior art cited by the Examiner,
Read cannot argue that Portee has any
type of equivalent structure.
With respect to the '836 patent, after discussing the details of various visual aspects of both the '836 design and Portec's
proposed design, Valiquet concluded:
In view of the forementioned visual distinctions and other probable visual distinctions not specifically mentioned herein, it is clear that the Portee unit will
create a visually distinct and different
impression than that shown in the drawing figures of the Read design patent.
After preparing final drawings of its
screening device, Portee sent these drawings to Valiquet, who, in a letter dated
November 25, 1987, again confirmed his
opinion of noninfringement. Portee began
making its portable screening device shortly thereafter.
Read brought the present suit in January
of 1988, charging Portee with infringement
of the '836 patent and claims 2 and 7 of
the '194 patent. Portee denied infringe-
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ment and also asserted that the two patents were invalid on various grounds.
During pendency of the suit, Portee
made several changes to its device in order
to further distinguish it from that of
the '194 and '836 patents. One of these
changes arose from the discovery by Portec' s customers that its device worked satisfactorily with only the front footpad (the
one adjacent the hitch) lowered, so that at
least part of the weight of the device remained on the wheels. Thus, Portee began
making a new device which had only a
single footpad located on the side adjacent
to the hitch. The other changes were ornamental, designed to further make Portec's
device, particularly the fender portion, look
different from that of the '836 patent.
(See appendix.)
In response to interrogatories, the jury
held each patent valid and infringed by
each of Portec's devices, found that the
infringement was willful, and found damageB in the amount of $1,324,782. Read
subsequently moved for and was granted
treble damages and attorney fees. The
district court entered judgment in favor of
Read in the amount of $3,974,346 in damages plus $1,235,685.11 in attorney fees.
On appeal Portee challenges the district
court's denial of JNOV on the issues of (1)
infringement of the '194 patent; (2) validity
and infringement of the '836 patent; and
(3) the. award of enhanced damages and
attomey fees.
DISCUSSION

Standard of Review of Infringement
[l] To overturn a jury verdict, the party
against whom the verdict was rendered
must satisfy either prong of the following
standard:
[1] that the jury's findings (of disputed
material factual issues], presumed or express, are not supported by substantial
evidence or,
[2] if they were, that the legal conclusion(s) implied from the jury's verdict
cannot in law be supported by those findings. [Citations omitted.]
A.
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Perkin-Elmer Corp. v. Computervision
Corp., 732 F.2d 888, 893, 221 USPQ 669,
673 (Fed.Cir.), cert. denied, 469 U.S. 85'7,
105 S,Ct. 187, 83 L.Ed.2d 120 (1984). The
"substantial evidence" standard for reviewing a finding of fact raises the question
whether the jury's resolution of a factual
dispute was reasonable. See Dana Corp.
v. /PC Ltd. Partnership, 860 F.2d 415, 41'7,
8 USPQ2d 1692, 1694 (Fed.Cir.1988), cert.
denied, 490 U.S. 1067, 109 S.Ct. 2068, 104
L.Ed.2d 633 (1989). A finding of fact must
stand unless appellant shows that on the
entirety of the evidence of record, including
that which detracts from the weight of the
favorable evidence, and taking into accourt
the required quantum of proof, no reasonable juror could have made the finding.
See Perkin-Elmer, 732 F.2d at 893, 221
USPQ at 673; Railroad Dynamics, Inc. v.
A. Stucki Co., 727 F.2d 1506, 1512-13, 220
USPQ 929, 936 (Fed.Cir.), cert. denied, 469
U.S. 871, 105 S.Ct. 220, 83 L.Ed.2d 150
(1984). The second prong of the JNOV
standard requires the court to review the
issues of law necessary to the verdict. An
issue of law which inheres in the verdict is
reviewed de novo by the district court.
See Dana Corp., 860 F.2d at 417-18, 8
USPQ2d at 1694-95. On appeal to determine the correctness of the .district court's
ruling on JNOV, we reapply the JNOV
standard anew. See Newell Cos. v. Kenney Mfg. Co., 864 F.2d 757, 762, 9 USPQ2d
1417, 1421 (Fed.Cir.1988), cert. denied, 49:3
U.S. 814, 110 S.Ct. 62, 107 L,Ed.2d 30
(1989).
B. The '194 Patent
[2, 3] The deterrhination ·of irifringe:-

ment is a two-step process. First, the 1ar.guage of the claim must be interpretec,.
Second, the accused device must be corr.pared to the claim language as interpreted.
SSIH Equipment S.A. v. United States
Int'l Trade Comm'n, 718 F.2d 365, 376,
218 USPQ 678, 688 (Fed.Cir.1983). If the
accused device contains all of the limitations specified in the claim, infringement i:>
made out (absent considerations not pertinent here). If some limitations of the claim
are not literally satisfied, infringement
may be found in appropriate circumstance!l
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under the doctrine of equivalents. Pennwalt Corp. v. Durand-Wayland, Inc., 833
F.2d 931, 935-36, 4 USPQ2d 1737, 1738-40
(Fed.Cir.1987) (in bane), cert. denied, 485
U.S. 961, 1009, 108 S.Ct. 1226, 1474, 99
L.Ed.2d 426, 703 (1988).
[ 4] Under the doctrine of equivalents, a
patentee must show that the accused device performs substantially the same function, in substantially the same way, to
achieve substantially the same result.
Graver Tank & Mfg. Co. v. Linde Air
Prods. Co., 339 U.S. 605, 607, 70 S.Ct. 854,
855, 94 L.Ed. 1097 (1950). "The 'substantially the same way' prong of the test may
be met if an equivalent of a recited limitation has been substituted in the accused
device." Malta v. Schulmerich Carillons,
Inc., 952 F.2d 1320, 1325-26, 21 USPQ2d
1161, 1164-65 (Fed.Cir.1991), cert. denied, U.S. - , 112 S.Ct. 2942, 119
L.Ed.2d 566 (1992). Thus, infringement requires that each limitation of a claim be
met exactly or by a substantial equivalent. 2
In the present case, Portee argues that
no reasonable jury could have found claims
2 and 7 of the '194 patent, properly construed, to be infringed, either literally or
under the doctrine of equivalents. While
acknowledging that all other limitations are
met, Portee maintains (1) the "short end
closed to the ground" limitation must be
interpreted as meaning completely closed,
i.e., actually touching the ground, and (2)
the claim language describing the structure
for converting the device from a portable
to a rest position covers only retractable
wheels. Because its device does not satisfy this claim lflnguage, Portee contends
2. As a matter of terminology under the doctrine
of equivalents, we will speak only of infringement of a claim and of an equivalent to a
limitation of the 'claim. See Malta, 952 F.2d at
1325-26, 21 USPQ2d at 1164-65. Specifically,
we avoid speaking of "equivalency" between the
accused device and the patented invention. To
speak of "equivalency" to the invention creates
confusion and is technically inaccurate. The
statutory requirement for liability is "infringement" of a patent, not "equivalency" between
devices or methods. 35 U.S.C. § 281. Equivalency to limitations of the claim must be the
focus of the inquiry, particularly in jury trials.
Malta, 952 F.2d at 1327, 21 USPQ2d at 1166.
Otherwise, laymen may be led to comparison of
devices, rather than between the accused device

there is no literal infringement. Furthermore, Portee argues that the prosecution
history of the '194 patent prevents a finding that Portec's substitution of a short
end terminating six inches above the
ground and its substitution of one or two
retractable footpads for retractable wheels
are equivalents to the claimed structure
and thus there can be no infringement of
claims 2 and 7 under the doctrine of equivalents.
[5] Claim interpretation is a question of
law for the court. Unique Concepts, Inc.
v. Brown, 939 F.2d 1558, 1561, 19 USPQ2d
1500, 1503 (Fed.Cir.1991); Senmed, Inc. v.
Richard-Allan Medical Indus., Inc., 888
F.2d 815, 818, 12 USPQ2d 1508, 1511 (Fed.
Cir.1989); Moleculon Research Corp. v.
CBS, Inc., 793 F.2d 1261, 1270, 229 USPQ
805, 811 (Fed.Cir.1986), cert. denied, 479
U.S. 1030, 107 S.Ct. 875, 93 L.Ed.2d 829
(1987); SSIH, 718 F;2d at 376, 218 USPQ at
688. As the Supreme Court mandated as
early as Winans v. Denmead, 56 U.S. (15
How.) 330, 14 L.Ed. 717 (1854):
[T]wo questions arise. The first is, what
is the thing patented; the second, has
that thing been constructed, used, or sold
by the defendants.
The first is a question of law, to be
determined by the court, construing the
letters-patent, and the description of the
invention and specification of claim annexed to them. The second is a question
of fact, to be submitted to a jury.
56 U.S. at 338. Where the court's interpretation is not set forth in its instructions to
the jury, 3 the court must perform its role
and the claim, and to rely on generalities in the
overall purpose of the devices. For example, a
pen and a pencil may for many purposes or
uses be generally equivalent, but claim limitations drawn to a pen would not under the doctrine of equivalents cover a pencil and vice
versa.
3. See Jamesbury Corp. v. Litton Indus. Prods.,
Inc., 756 F.2d 1556, 1564-65, 225 USPQ 253,
259-60 (Fed.Cir.1985) ("[district] court should
instruct the jury on what the claim means");

Structural Rubber Prods. Co. v. Park Rubber Co.,
. 749 F.2d 707, 721, 223 USPQ 1264, 1275 (Fed.
Cir.1984) ("claim interpretation [is] matter for
the court to decide and to make known to the
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of deciding this issue of law in ruling on
the JNOV motion. See Connell v. Sears,
Roebuck & Co., 722 F.2d 1542, 1550, 220
USPQ 193, 200 (Fed.Cir.1983) (while not
reversible error to submit legal issue to
jury, "question of law [is] decidable by the
court in response to a motion for JNOV").
The district court here, in ruling on the
JNOV, held that the word "to" in context
meant the short end may be either on or
near the ground.
[6, 7] One must look to the language of
the claim, and the patent's specification and
prosecution history to properly interpret
the scope of a patent claim. Whittaker
Corp. v. UNR Indus., Inc., 911 F.2d 709,
711, 15 USPQ2d 1742, 1744 (Fed.Cir.1990).
In light of this review, we hold that the
words "closed to the ground" do not require the short end to actually touch the
ground. As described in the specification,
the short end "acts to keep the separated
loam and coarse material separate until the
loam is carried away." The prosecution
history describes the short end's function
of acting as a barrier to assist the payloader's shovel in scooping out the separated
loam. Thus, the specification indicates that
an "end closed to the ground" means sufficiently closed to achieve those functions.
We also note that, in the same paragraph
of the claim, the word "completely" precedes the word "open." In contrast, the
word "completely," does not similarly precede the word "closed" and the examiner
did not even suggest this additional limitation for "closed" as he did respecting
"open." Such limitation would describe the
short end only when the wheels are retracted. When extended, the claimed invention
and the accused device are identical with
respect to the frame in both devices being
closed to the ground. We conclude, therefore, as a matter of law, that the district
court was correct in its interpretation of
this language. Further, viewing the evidence presented at trial in a light most
favorable to Read, we conclude that the
jury could reasonably find therefrom that
jury by its instructions"). But see Tol-0-Matic,
Inc. v. Proma Produkt-Und Marketing Gesellschaft M.b.H., 945 F.2d 1546, 20 USPQ2d 1332

the short end of the Portee device met this
claim language literally.
The second limitation in dispute requires
that the wheels be "movable relative to
said frame" from an operative to "an inoperative position for resting said frame
flush on the ground." The specification
and drawings of the '194 patent show only
wheels that lift up. Read argues nonEtheless that this limitation is met literally
by Portec's fixed wheels and extendabl•;)
footpad structure. Although in Portee';;;
device the frame (i.e., footpad(s)) moves,
rather than the wheels, this limitation per
Read is literally met because the "movability" of the wheels is in terms of "movable"
relative to the frame. We disagree with
this characterization and conclude that substantial evidence does not support a finding
that the claim language "wheels ... movable relative to said frame" literally applies
to Portec's machines. The question then
becomes whether substantial evidence supports a finding that the substituted structure of one or two retractable footpads iB
equivalent to the retractable wheels required by the claim.
In challenging infringement under the
doctrine of equivalents Portee intermingleg
arguments (1) respecting the interpretation
of the claim language in accordance with
the prosecution history which would negate
equivalency with (2) prosecution history es·
toppel which prevents a finding of infringe·
ment even though the substituted structure
is in fact equivalent. We will attempt to
disentangle the two concepts.
Respecting equivalency between the re·
quired retractable wheels and the retracta··
ble footpads of the accused device, Read's
movable wheels allow for the heavy weight
of the loaded machine to be taken off the
wheels and provide for stability of the ma..
chine during screening operations by plac··
ing the frame "flush on the ground."
There is ample evidence of record showing
that these same effects are achieved by the
one or two footpad arrangement of Por··
tee's device, albeit less effectively by the
(Fed.Cir.1991).
dent.

We endorse the earlier prece··
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one footpad arrangement. When extended,
the footpad becomes an extension of the
frame "flush on the ground" which removes weight from the wheels. While
Read stated during prosecution that failure
would be likely where all of the weight is
distributed to the wheels, except at a very
high cost of construction, this statement
does not translate, as argued by Portee,
into a requirement that to find equivalency
none of the weight can be distributed to the
wheels during the device's operation. The
claim does not exclude some weight remaining on the wheels. In sum, a finding
of equivalency to the required limitation is
supported by substantial evidence.
[8] With respect to prosecution history
estoppel, Portee argues that Read added
the movable wheels limitation in response
to the Examiner's rejection of several of
Read's original claims which did not specify
any wheels. However, in the same rejection, the Examiner refused to allow claims
which had the movable wheels limitation,

based upon the very same prior art which
was cited against the claims which lacked
the movable wheels limitation. Additionally, other prior art was cited which disclosed
retractable wheels. Clearly, adding a set
of wheels to the claims, movable or not,
could not have been the basis for allowance. Indeed, Portee does not assert that
Read argued for patentability over any prior art reference solely based upon the movable wheels limitation. Rather, Portee
urges that estoppel arises because Read
pointed out during prosecution that some
references did not have this feature.
Every statement made by a patentee during prosecution to distinguish a prior art
reference does not create a separate estoppel. Arguments must be viewed in context. In context, Read distinguished, for
example, the Deister reference because of
a wealth of differences. The Deister reference discloses a small screening device
which has wheels as tall as the device
itself, thus:

Read pointed out differences not only respecting the wheels, including that they
were not collapsible and were in a different
location (on the side, not the end) but also
marked differences in other parts of the
structure. Thus, any estoppel created by
Portec's argument encompasses all of

these combined distinctions of Deister and
not an estoppel respecting each of the individual differences, e.g., that any device
with non-movable wheels cannot infringe. 4
That feature in itself was never asserted to
be the basis for patentability over Deister.
Thus, there is no basis for an assertion that

4. Acceptance of Portec's argument respecting

merely by a patentee's pointing out numerous
differences. This turns an equitable doctrine
into an illogical mechanical rule and would
allow easily distinguishable prior art, here Deister, to emasculate the doctrine of equivalents.

estoppel for each item in a patentee's list of
distinctions between the invention and a prior
art reference would mean that the less material
a prior art reference, the more the estoppel
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Read is seeking to recapture anything
which was surrendered to obtain the patent, the essence of the prosecution history
estoppel. Vaupel Textilmaschinen KG v.
Meccanica Euro Italia S.P.A., 944 F.2d
870, 882, 20 USPQ2d 1045, 1054 (Fed.Cir.
1991).
In sum, nowhere in the prosecution history does Read limit its claims so as not to
extend to equivalents of the movable
wheels limitation.
Inasmuch as all but one of the limitations
of the asserted claims is met literally, and
that one is met equivalently, the accused
structures satisfy the "same way" requirement of Graver Tank. See Laitram Corp.
v. Rexnord, Inc., 939 F.2d 1533, 1539, 19
USPQ2d 1367, 1372 (Fed.Cir.1991). No argument is made that the Portee device does
not perform the same overall work to
achieve the same overall result. The denial
of the motion for JNOV to overturn the
verdict of infringement of the '194 patent
must be affirmed.

C. The '836 Patent
Portee asserts that the district court
erred in denying JNOV on the issues of
validity and infringement of the '836 patent. Having reviewed the evidence of
record, we agree with Portee that substantial evidence does not support the jury's
verdict of infringement under the correct
legal standard for infringement of a design
patent.
[9]

The patent statute in 35 U.S.C.

§ 1'71 provides for patentability of "new,

original and ornamental designs." The nonornamentality or functionality of the parts
of a device does not necessarily preclude
patentability of the overall design. Avia
Group Int 'l, Inc. v. L.A. Gear California,
Inc., 853 F.2d 1557, 1563, 7 USPQ2d 1548,
1553 (Fed.Cir.1988). Nevertheless, in that
case, "it is the non-functional, design aspects that are pertinent to determinations
5. The testimony of Mr. Read, respecting infringement consists of the following:
Counsel for Read: In the eye of an ordinary
observer, giving such attention as a purchaser
usually gives, is the resemblance of [Portec's
device] to the design disclosed in your '836

of infringement." Lee v. Dayton-Hudson
Corp., 838 F.2d 1186, 1188, 5 USPQ!~d
1625, 1627 (Fed.Cir.1988) (footnote omitted).
Portee argues that Mr. Read admitted
that the design of the device was functional
except for the shape of the fenders, th.at
Read submitted no evidence comparing ornamental features, that the only features
in common are functional, and, thus, infringement was not proved. Read counters
that the testimony of its witness, Mr.
Read, 5 and the Portee device which was
observed by the jury constitute substantial
evidence sufficient to support the verdict
under the standard set out in Gorham Co.
v. White, 81 U.S. (14 Wall.) 511, 528, W
L.Ed. 731 (1872), namely that:
[I]f, in the eye of an ordinary observer,
giving such attention as a purchaser
usually gives, two designs are substantially the same, if the resemblance is
such as to deceive such an observer, inducing him to purchase on supposing it
to be the other, the first one patented is
infringed by the other.
[10] Read misperceives the holding of
Gorham. Gorham sets forth the standard
of infringement of an ornamental design.
In Gorham, however, there was no preliminary issue respecting what the ornamental
features of the design in issue were. The
Gorham design patent claimed only the
scroll work on the handle portion of table
flatware. The tines or the bowl of the
utensils did not appear in the patent.
Thus, all elements forming the claimed design were ornamental. Where this is not
the case, that is, a design is composed of
functional as well as ornamental feature::;,
to prove infringement a patent owner mm;t
establish that an ordinary person would be
deceived by reason of the common features
in the claimed and accused designs which
are ornamental. Lee, 838 F.2d at 1188, 5
USPQ2d at 1627.
design patent such as to cause or induce such
an observer to purchase [Portec's device]
thinking it to be the design disclosed in your
design patent?
Mr. Read: Yes.
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[11] Infringement of the '836 patent,
thus, depends upon (1) the similarity of the
ornamental features of the Portee device
and the patented design, and (2) the likelihood that an ordinary person would be
confused because of such ornamental similarity. A verdict for the plaintiff cannot
stand where the plaintiff failed wholly to
offer proof respecting an element of its
cause of action. See Celotex Corp. v. Catrett, 477 U.S. 317, 323-25, 106 S.Ct. 2548,
2552-54, 91 L.Ed.2d 265 (1986) (summary
judgment, like directed verdict, appropriate
in the absence of proof of an essential
element of plaintiff's case). Because Read
failed to submit any evidence directed to
either element of infringement, no substantial evidence supports the jury's finding
that Portee infringed the '836 design patent. 6 Thus, the court erred in denying
Portec's motion for JNOV.
The verdict form of record shows that
the amount of damages was attributed to
infringement of the '194 patent; nothing
was awarded for infringement of the '836
patent. Inasmuch as the quantum of damages prior to enhancement is not at issue,
we need not remand for redetermination of
damages. However, the injunction must be
modified on remand.

. . . are available as deterrents to blatant,
blind, willful infringement of valid patents."). On the other hand, a finding of
willful infringement does not mandate that
damages be enhanced, much less mandate
treble damages. Modine Mfg. Co. v. Allen
Group, Inc., 917 F.2d 538, 543, 16 USPQ2d
1622, 1625 (Fed.Cir.1990), cert. denied, U.S.-, 111 S.Ct. 2017, 114 L.Ed.2d 103
(1991).

D. Enhanced Damages
[12] Under section 284 of Title 35, damages may be enhanced up to three times
the compensatory award. An award of
enhanced damages for infringement, as
well as the extent of the enhancement, is
committed to the discretion of the trial
court. While no statutory standard dictates the circumstances under which the
district court may exercise its discretion,
this court has approved such awards where
the infringer acted in wanton disregard of
the patentee's patent rights, that is, where
the infringement is willful. Great Northern Corp. v. Davis Core & Pad· Co., 782
F.2d 159, 166, 228 USPQ 356, 360 (Fed.Cir.
1986). See also Mathis v. Spears, 857 F.2d
749, 754, 8 USPQ2d 1029, 1033 (Fed.Cir.
1988) ("Provisions for increased damages

[13] The paramount determination in
deciding to grant enhancement and the
amount thereof is the egregiousness of the
defendant's conduct based on all the facts
and circumstances. See Rite-Hite Corp. v.
Kelley Co., 819 F.2d 1120, 1125-24, 2
USPQ2d 1915, 1919 (Fed.Cir.1987). The
court must consider factors that render
defendant's conduct more culpable, as well
as factors that are mitigating or ameliorating. Compare Ivac Corp. v. Terumo
Corp., 18 USPQ2d 1637, 1639-40, 1990 WL
180202 (S.D.Cal.1990) (Treble damages are
appropriate when it is clear that defendant
showed no good faith at the time infringement commenced, made no effort to follow
the advice of patent counsel or alter the
infringing device, and showed bad faith in
litigation.); with Datascope Corp. v.
SMEC, Inc., 14 USPQ2d 1071, 107 4, 1990
WL 10345 (D.N.J.1990) ("A fifty-percent
enhancement of damages is appropriate
here. Although SMEC's infringement was
willful, it was not blatant."); and Chisum
v. Brewco Sales & Mfg., 726 F.Supp. 1499,
13 USPQ2d 1657, 1668 (W.D.Ky.1989)
("The lost profits will however be doubled
rather than tripled, since we find that
Brewer's actions were willful, but not so
egregious as to warrant trebling of the
damages."). In Bott v. Four Star Corp.,
807 F.2d 1567, 1572, 1 USPQ2d 1210, 1213
(Fed.Cir.1986), three factors were identified
for consideration in determining when an
infringer "acted in [such] bad faith as to
merit an increase in damages awarded
against him":

6. Portec's arguments do not require· us to address the denial of its motion for JNOV respect-

ing the issue of validity of the patent after a
finding of noninfringement.
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(1) whether the infringer deliberately
copied the ideas or design of another; 7
(2) whether the infringer, when he knew
of the other's patent protection, investigated the scope of the patent and formed
a good-faith belief that it was invalid or
that it was not infringed; and
(3) the infringer's behavior as a party to
the litigation.
The Bott factors are not all inclusive. In
addition, other circumstances which courts
appropriately have considered, particularly
in deciding on the extent of enhancement,
are:
(4) Defendant's size and financial condition. St. Regis Paper Co. v. Winchester
Carton Corp., 410 F.Supp. 1304, 1309,
189 USPQ 514, 518 (D.Mass.1976)
("[D]ouble damages [appropriate]. If defendant were the giant and plaintiff the
small independent, I would make it treble .... "); Bott v. Four Star Corp., 229
USPQ 241, 254 (E.D.Mich.1985) ("[a]
threefold increase in damages would severely affect [defendant's] financial condition."), vacated and remanded for
clarification of damage amount, 807,
F.2d 1567, 1 USPQ2d 1210 (Fed.Cir.1986);

Lightwave Technologies, Inc. v. Corning
Glass Works, 19 USPQ2d 1838, 1849
(S.D.N.Y.1991) (Defendant "can withstand some increase in damages, but not
treble damages."); Kori Corp. v. Wilco
Marsh Buggies and Draglines, Inc., 561
F.Supp. 512, 533, 217 USPQ 1302, 1312
(E.D.La.1982)
(Exemplary
damages
"should not unduly prejudice the defendants' non-infringing business."), aff'd,
761 F.2d 649, 225 USPQ 985 (Fed.Cir.),
cert. denied, 474 U.S. 902 [106 S.Ct. 230,
88 L.Ed.2d 229] (1985).
(5) Closeness of the case. Modine Mfg.
Co. v. The Allen Group, 917 F.2d at 543,
16 USPQ2d at 1626 (No abuse of discretion to award no enhanced damages on
the ground that willfulness was "sufficiently close on the evidence."); Crucible, Inc. v. Stora Kopparbergs Bergslags
AB, 701 F.Supp. 1157, 1164, 10 USPQ2d
7. "Xdeas" and "design" would encompass, for
example, copying the commercial embodiment,
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1190, 1196 (W.D.Pa.1988) ("[B]ecause the
court still considers the [willfulnes:;]
question to be a close one . . . doubh!,
and not treble damages are appropriate.").
(6) Duration of defendant's misconduct.
Bott v. Four Star Corp., 229 USPQ 241,
255 (E.D.Mich.1985) (For sales prior to
the appellate court's affirmance of the
liability judgment, damages increased by
20%; for sales after the affirmance, damages doubled.), vacated and remanded
for clarification of damage amount,
807 F.2d 1567, 1 USPQ2d 1210 (Fed.Cir.
1986).
(7) Remedial action by the defendant.
Intra Corp. v. Hamar Laser Instruments, Inc., 662 F.Supp. 1420, 1439, 4
USPQ2d 1337, 1351 (E.D.Mich.1987)
(Damages only doubled because defendant "voluntarily ceased manufacture
and sale of infringing systems during thc;i
pendency of this litigation .... "), aff'd
without opinion, 862 F.2d 320 (Fed.Cir.
1988), cert. denied, 490 U.S. 1021 [109
S.Ct. 17 46, 104 L.Ed.2d 183] (1989).
(8) Defendant's motivation for harm.
American Safety Table Co. v. Schreiber;
415 F.2d 373, 379, 163 USPQ 129, 133 (2d
Cir.1969) ("[D]efendants' infringing acts,
although deliberate and with knowledge
of plaintiff's rights, could not be termed

pernicious due to prevailing 'economie
pressure in the form of customer dissatisfaction.'"), cert. denied, 396 U.S. 1038
[90 S.Ct. 683, 24 L.Ed.2d 682] (1970).
(9) Whether defendant attempted to conceal its misconduct. Russell Box Co. v.
Grant Paper Box Co., 203 F.2d 177, 183,
97 USPQ 19, 23 (1st Cir.) (Enhanced damages supported in part by findings "that
the defendant had failed to preserve its
records and had failed to cooperate as it
should at the trial on the issue of damages."), cert. denied, 346 U.S. 821 [74
S.Ct. 37, 98 L.Ed. 347] (1953).
Use of these factors in patent cases is in
line with punitive damage considerations in
not merely the elements of a patent claim.
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other tort contexts. 8
[14] Inasmuch as a finding of willful
infringement does not mandate enhance.ment of damages, the above factors taken
together assist the trial court in evaluating
the degree of the infringer's culpability and
in determining whether to exercise its discretion to award enhanced damages and
how much the damages should be increased. To enable appellate review, a district court is obligated to explain the basis
for the award, particularly where the maximum amount is imposed. For the latter,
the court's assessment of the level of culpability must be high. 5 Donald S. Chisum,
Patents § 20.03[4][b][vi] (1991).
[15] In its award of enhanced damages,
the district court here relied on Portec's
"copying," the willful nature of Portec's
infringement, and Portec's "manipulative"
litigation strategy, which the court said
was "reflective of the dubiousness of Portec' s assertions that it produced its devices
with a good faith belief in the innocence of
its action." 17 USPQ2d at 1247.

Throughout its brief to this court, Read
stresses Portec's "copying" of the Read
Screen-All as evidence of willful and wanton infringement. The district court also
characterized Portec's activity as "copying," and criticized Portee heavily for doing
so. Such a characterization is unwarranted. Certainly the Read Screen-All served
as the starting point for Portec's design
efforts. And certainly the purpose of Portec' s efforts was to make a device which
would compete with the Read Screen-All.
However, the undisputed evidence of
record shows that Portee made specific
changes deemed adequate by counsel to
avoid infringement of both of Read's patents. We have often noted that one of the
benefits of the patent system is the incentive it provides for "designing around" patented inventions, thus creating new innova8.

See, e.g., the recent case of Hodges v. S.C. Toof
& Co., 833 S.W.2d 896, 900--01 (Tenn.1992),

where the court stated that, in determining the
amount of a punitive damage award, the factfinder should consider, among other factors: de-

tions. See Slimfold Mfg. ·Co. v. Kinkead
Indus., Inc., 932 F.2d 1453, 1457, 18
USPQ2d 1842, 1845-46 (Fed;Cir.1991);
State Indus., Inc. v. A.O. Smith Corp., 751
F.2d 1226, 1235-36, 224 USPQ 418, 424
(Fed.Cir.1985).
Of course, determining when a patented
device has been "designed around" enough
to avoid infringement is a difficult determination to make. One cannot know for certain that changes are sufficient to avoid
infringement until a judge or a jury has
made that determination. In the present
case, the jury found that the changes made
by Portee were not sufficient to avoid infringement of either patent, and we have
herein reversed the judgment respecting
infringement of the '836 patent and affirmed the judgment respecting infringement of the '194 patent. Portee is thus
liable for damages caused by its miscalculation respecting infringement of the '194
patent. The question which must first be
answered here with respect to enhanced
damages is whether Portee proceeded without a reasonable belief that it would not be
held liable for infringement.
[16, 17] Willfulness is a determination
as to a state of mind. One who has actual
notice of another's patent rights has an
affirmative duty to respect those rights.

Rolls-Royce, Ltd. v. GTE Valeron Corp.,
800 F.2d 1101, 1109, 231 USPQ 185, 191
(Fed.Cir.1986). That affirmative duty normally entails obtaining advice of legal
counsel although the absence of such advice does not mandate a finding of willfulness. See Kloster Speedsteel AB v. Crucible, Inc., 793 F.2d 1565, 1579, 230 USPQ
81, 91 (Fed.Cir.1986) ("Though it is an important consideration, not every failure to
seek an opinion of competent counsel will
mandate an ultimate finding of willfulness."), cert. denied, 479 U.S. 1034, 107
S.Ct. 882, 93 L.Ed.2d 836 (1987). Those
fendant's size and financial condition; the reprehensibility of defendant's conduct; the duration of defendant's misconduct; whether defendant attempted to conceal his misconduct;
whether defendant had been punitively sane-
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cases where willful infringement is found
despite the presence of an opin,ion of counsel generally involve situations where opinion of counsel was either ignored or found
to be incompetent. See Datascope Corp. v.
SMEC, Inc., 879 F.2d 820, 828-29, 11
USPQ2d 1321, 1326-27 (Fed.Cir.1989), cert.
denied, 493 U.S. 1024, 110 S.Ct. 729, 107
L.Ed.2d 747 (1990); Kori Corp. v. Wilco
Marsh Buggies & Draglines, Inc., 761 F.2d
649, 656-57, 225 USPQ 985, 989 (Fed.Cir.),
cert. denied, 474 U.S. 902, 106 S.Ct. 230, 88
L.Ed.2d 229 (1985). This precedent does
not mean a client. must itself be able to
evaluate the legal competence of its attorney's advice to avoid a finding of willfulness. The client would not need the attorney's advice. at all in that event. That an
opinion is "incompetent" must be shown by
objective evidence. For example, an attorney may not have looked into the necessary
facts, and, thus, there would be no foundation for his opinion. Datascope, 879 F.2d
at 828-29, 11 USPQ2d at 1326-27. A written opinion may be incompetent on its face
by reason of its containing merely conclusory statements without discussion of facts
or obviously presenting only a superficial
or off-the-cuff analysis. Underwater Devices, Inc. v. Morrison-Knudsen Co., 717
F.2d 1380, 1390, 219 USPQ 569, 577 (Fed.
Cir.1983).
In the present case, Portee obtained at
least two independent written detailed
opinions of unrelated patent counsel and
engaged in numerous conferences with its
lawyers on the matter. ·The defenses put
forth by Portee in this suit track defenses
set forth in these opinions and required full
trial, which supports their good faith. 9 Despite these facts, the jury found that Portee had willfully infringed .both the '194
and the '836: patents. The qistrict court, in
its opinion granting Read'$ motion for treble damages. and attorney .fees, discussed
at length Portee' s. conduct relating to the
will:fulness issue. Reviewing th~ "evidence" which the district court relied on as

allegedly showing the willfulness of Portec' s conduct, as well as other evidence
cited by Read in support of the jury verdict, we cal) only conclude that the jury's
finding of willfulness is not supported by
substantial evidence. No reasonable juror
could find the asserted proof of willfulness
rose to the quantum of clear and convincing evidence.
The district court indicated that Portee
failed to heed the advice of its counsel. In
support of this contention, the district court
cites the January 1985 opinion of Groff as
advising Portee that he "doubted" whether
a device sufficiently modified to avoid infringement would be "as efficient and commercially appealing." This appears to be a
misunderstanding of Groff's opm10:0.
Groff stated unequivocally the patems
"could be circumvented," but said it was
questionable whether a device modified to
avoid infringement would be as efficient or
commercially appealing. However, the
fact is that at the time Groff rendered his
opinion, Portee had not yet begun design of
any device, and thus Groff had no idea
whether Portee could design a commercially acceptable device that avoided infringement.
The district court criticized the opinion of
Valiquet because Valiquet admitted at trial
that he performed no specific legal research prior to rendering the opinion. The
district court was also of the view that
Valiquet's opinion was incompetent because it failed to discuss infringement under the doctrine of equivalents. Furthe:r,
the district court criticized Portee for not
giving Groff's opinion to Valiquet.
None of these criticisms are justified.
VaJiquet was •.a patent attorney with many
years of .. experienc~. Failure to perform
legal research on the basic concepts of
literal infringement, the doctrine of equivalents, and prosecution history estoppel does
not per se make the opinion of a lawyer
who specializes in patents incompetent.

tioned previously for the same acts; and defendant's motivation for harm.

is mcire likely to speak of probabilities than
certainties. A good test that the advice given is
genuine and not merely self-serving is whether
the asserted defenses are backed up with viable
proof during trial which raises substantial questions, as here.

9. An opinion of counsel, of course, need not
unequivocally state that the client will not be
held liable for infringement. An honest opinion
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Moreover, the district court was incorrect when it stated that Valiquet did not
consider the doctrine of equivalents. Valiquet's opinion included the following: ·
During prosecution before the U.S. patent office, Read was required by the
patent office to add the limitation to his
claims that the short end extends to the
ground. Also, Read voluntarily added to
his patent claims the concept of moving
the frame so that is could be flush on the
ground through use of movable wheels.

Since these distinctions were added in
view of prior art cited by the Examiner,
Read cannot argue that Portee has any
type of equivalent structure. [Emphasis added.]
The district court maintained that this portion of Valiquet's opinion was directed solely to the question of literal infringement.
We disagree. The substance of this analysis with its reference to "prior art" and
"equivalent structure" can only relate to
infringement under the doctrine of equivalents.
Further, the failure to give the first lawyer's opinion to Valiquet is a plus, not a
minus. Valiquet was not influenced thereby and was able to make his own independent evaluation.
The most important consideration, however, is that nothing in Valiquet's letter
would alert a client to reject the letter as
an obviously bad opinion. Indeed, his opinion on· infringement of the '836 patent was
on the mark. More importantly, the opinion was detailed not merely conclusory.
On finalization of the drawings, Valiquet
reviewed the matters again. Portee sought
professional advice on making a competing
device which avoided the patent. The monetary exposure of his client required no
less from Valiquet than the soundest advice he could offer, not merely to avoid
enhanced damages, but all damages.
Counsel's opinion, in effect, has been treated inappropriately and unfairly as part of a
scheme to avoid enhanced damages only.
Finally, the district court criticized Valiquet's September 25, 1987, opinion, because
it was allegedly inconsistent with an "opinion" given in February of 1987. Specifical-

ly, the district court noted that in February, Valiquet and Dahlinger of Portee were
discussing the use of a "completely" open
short end to avoid infringement. In contrast, the September 25, 1987, opinion letter concluded that a device with only about
a six-inch opening on the short end avoided
infringement.
In February of 1987, Portee had developed no specific designs for a device.
Whatever discussions Valiquet had with
Dahlinger in February of 1987 can hardly
be characterized as an "opinion" on the
structure in issue; hand-written notes
made during the discussions merely describe general avenues by which the '194
patent could be avoided. In fact, those
notes describe other possibilities for avoiding infringement of the '194 patent, such as
the use of a horizontal shaker screen. The
fact that Portee later designed a device
which incorporated some, but not all, of the
design modifications first discussed by Valiquet and Dahlinger, and that Valiquet concluded that the resulting device was not an
infringement, does not render his final
opinion inconsistent.
In sum, upon review of the record before
us, we hold that there is insufficient evidence from which a reasonable jury could
find that Portec's infringement was willful.
Inasmuch as there is no infringement of
the '836 patent, a finding of willful infringement with respect to that patent necessarily drops out of the case. That counsel's opinion turned out to be contrary to
our judgment with respect to the '194 patent does not make his advice regarding
that patent incompetent. Read cannot
point to any substantial evidence which indicates that Portee did not have a good
faith belief that it was not infringing, because it had successfully "designed
around" the '194 patent. Thus, the factors
of willful infringement and copying are not
present.
The district court also relied upon instances of what it characterized as Portec's
improper litigation strategy which the
court stated demonstrated Portec's lack of
a good faith belief in its defenses. Absent
willful infringement, however, there is no
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basis in this case for enhanced damages.
As indicated, bad faith behavior as a party
to the litigation is a factor to be weighed in
assessing the level of a defendant's culpability where an infringement is found willful. While dicta suggest that infringement
damages may be enhanced solely by reason
of misconduct during litigation, 10 such dictum is contrary to our precedent that "[i]f
infringement [is] . . . innocent, increased
damages are not awardable for the infringement." Kloster Speedsteel, 793 F.2d
at 1580, 230 USPQ at 91. Thus, applying
Kloster Speedsteel to this case, we reverse
the award of enhanced damages.
E. Attorney Fees
With respect to making its award
of attorney fees under 35 U.S.C. § 285, the
district court again relied on the willfulness
of Portec's infringement to find the case
was exceptional. Thus, this award cannot
stand. However, litigation misconduct
may in itself make a case "exceptional."
Kloster Speedsteel, 793 F.2d at 1580-81,
230 USPQ at 91; Rohm & Haas Co. v.
Crystal Chem. Co., 736 F.2d 688, 691-92,
222 USPQ 97, 99 (Fed.Cir.1984). The district court found misconduct first by reason of Portec's creation, during litigation,
of what the district court termed as an
"aberrant model" of its device in order to
avoid infringement of the '836 design patent. Even had we not reversed the finding
of infringement of the '836 patent, this
basis for enhancement would be meritless.
Although Portee already had an opinion of
noninfringement from its counsel on the
device in suit, Portee made further design
changes in its device in order to make sure
that it had a noninfringing device. Such a
"litigation strategy" should be encouraged,
not viewed as misconduct. See State Indus., 751 F.2d at 1235-36, 224 USPQ at
424.
[18]

The second example concerned a
screening device referred to at trial as the
"Hoehn device." Portee introduced evidence of the Hoehn device, in an attempt to
[19]

10. State Indus., Inc. v. Mor-Flo Indus., Inc., 948
F.2d 1573, 1577, 20 USPQ2d 1738, 1741 (Fed.Cir.
1991); Beatrice Foods Co. v. New England Printing and Lithographing Co., 923 F.2d 1576, 157879, 17 USPQ2d 1553, 1555-56 (Fed.Cir.1991).
We note, in this connection, that other sanctions

s:n

show that the claims of the '194 patent
were invalid, including two spatially-consecutive photographs showing the Hoehn device. Read discovered that part of the ffrst
photograph had been coveredbythe second
photograph so that it could not be seen that
the device in the first photograph had no
hitch. The missing hitch seriously undermined the testimony which had already
been presented by Portee concerning the
chronology of the development of the
Hoehn device. Portee asked the district
court to allow it to present surrebut:;al
evidence to explain the absence of the
hitch, but the district court denied its request, explaining that Portee should have
presented this evidence in its case in chief.
[20] We cannot say that the district
court abused its discretion in not allowing
Portee to present additional evidence to
explain away the missing hitch on the
Hoehn exhibit in connection with the issue
of validity. On the other hand, where the
question is improper conduct to support an
award of attorney fees, we conclude that
the evidence must be considered by foe
court before finding misconduct and that
the finding that this incident constituted
improper litigation strategy cannot stand.
Accordingly, we remand for a re-determination by the district court whether Portee
did engage in litigation misconduct and, if
so, whether it was sufficiently culpable as
to make the case exceptional. We point
out that, when attorney fees under 85
U.S.C. § 285 are awarded solely on the
basis of litigation misconduct, the amount
of the award must bear some relation to
the extent of the misconduct. See Beckman Instruments, 892 F.2d at 1553-54, 13
USPQ2d at 1306-07.

CONCLUSION
The judgment with respect to liability for
infringement of the '194 patent is affirmed.
The judgment with respect to liability for
are generally available for litigation misconduct. See, e.g., Beckman Instruments, Inc. v.
LKB Produkter AB, 892 F.2d 1547, 1553-54, 13
USPQ2d 1301, 1306-07 (Fed.Cir.1989); 28 U.S.C.
1927.
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infringement of the '836 patent and enhanced damages is reversed. The award of
attorney fees is vacated and the case is
remanded for modification of the injunction
and for reconsideration of the award of
attorney fees in light of this opinion.

COSTS
Each party to bear its own costs.
AFFIRMED-IN-PART,
REVERSEDIN-PART, VACATED-IN-PART, and REMANDED.
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(opinion concurring in judgment); Helling
v. McKinney, 509 U.S. 25, 42, 113 S.Ct.
2475, 125 L.Ed.2d 22 (1993) (dissenting
opinion); Hudson v. McMillian, 503 U.S.
1, 18–20, 112 S.Ct. 995, 117 L.Ed.2d 156
(1992) (same). But even applying the
Court’s flawed Eighth Amendment jurisprudence, ‘‘I would draw the line at actual,
serious injuries and reject the claim that
exposure to the risk of injury can violate
the Eighth Amendment.’’ Helling, supra,
at 42, 113 S.Ct. 2475 (THOMAS, J., dissenting). Consistent with these views, I
would affirm the judgment of the Court of
Appeals. I respectfully dissent.

,
551 U.S. 47, 167 L.Ed.2d 1045

SAFECO INSURANCE COMPANY OF
AMERICA et al., Petitioners,
v.
Charles BURR et al.
GEICO General Insurance Company,
et al., Petitioners,
v.
Ajene Edo.
Nos. 06–84, 06–100.
Argued Jan. 16, 2007.
Decided June 4, 2007.
Background: Consumers brought class
actions against insurers in connection with
automobile or homeowners policies, alleging violation of Fair Credit Reporting Act
(FCRA) via failure to transmit adverse
action notices reflecting negative credit reports. The United States District Court for
the District of Oregon, Anna J. Brown, J.,

2201

granted summary judgment for insurers in
both actions, 2003 WL 22722061, and consumers appealed. Appeals were consolidated. The Court of Appeals, per curiam, 140
Fed.Appx. 746, and after withdrawing its
prior opinion at 416 F.3d 1097, per Reinhardt, Circuit Judge, 435 F.3d 1081, reversed and remanded. Certiorari was
granted.
Holdings: The Supreme Court, Justice
Souter, held that:
(1) willful failure covered violation committed in reckless disregard of FCRA notice obligation, abrogating Wantz v.
Experian Information Solutions, 386
F.3d 829, and Phillips v. Grendahl, 312
F.3d 357;
(2) initial rates charged for new insurance
policies may be ‘‘adverse actions’’ under FCRA; and
(3) one insurer did not violate FCRA, and
while the other insurer might have, it
did not act recklessly.
Reversed and remanded.
Justice Stevens filed opinion concurring in
part and concurring in judgment in which
Justice Ginsburg joined.
Justice Thomas filed opinion concurring in
part in which Justice Alito joined.
1. Credit Reporting Agencies O1
Liability for ‘‘willfully’’ failing to comply with Fair Credit Reporting Act
(FCRA) extends not only to acts known to
violate FCRA, but also to reckless disregard of statutory duty; abrogating Wantz
v. Experian Information Solutions, 386
F.3d 829, and Phillips v. Grendahl, 312
F.3d 357. Fair Credit Reporting Act,
§ 616(a), 15 U.S.C.A. § 1681n(a).
See publication Words and Phrases for other judicial constructions
and definitions.

2. Negligence O275
Where ‘‘willfulness’’ is a statutory condition of civil liability, it is generally taken
to cover not only knowing violations of a
standard, but reckless ones as well.
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3. Credit Reporting Agencies O1
Initial rates charged for new insurance policies may be ‘‘adverse actions’’ under Fair Credit Reporting Act (FCRA);
quoting or charging a first-time premium
is an ‘‘increase’’ in any charge for any
insurance, existing or applied for, under
FCRA; the ‘‘increase’’ required for ‘‘adverse action’’ speaks to disadvantageous
rate even with no prior dealing, and term
reaches initial rates for new applicants.
Fair
Credit
Reporting
Act,
§ 603(k)(1)(B)(i),
15
U.S.C.A.
§ 1681a(k)(1)(B)(i).
See publication Words and Phrases for other judicial constructions
and definitions.

4. Credit Reporting Agencies O1
One insurer’s decision to issue no adverse action notice to consumer who, after
his credit score was obtained, was offered
standard policy at rates higher than the
most favorable but whose company and
tier placement would have been the same
with a neutral score, was not a violation of
Fair Credit Reporting Act (FCRA); initial
rate offered to consumer was the one he
would have received if his credit score had
not been taken into account. Fair Credit
Reporting Act, §§ 615(a), 617(a), 15
U.S.C.A. §§ 1681m(a), 1681o(a).
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insurer’s reading of statute, albeit erroneous, was not objectively unreasonable.
Fair
Credit
Reporting
Act,
§§ 603(k)(1)(B)(i), 615(a), 616(a), 15
U.S.C.A. §§ 1681a(k)(1)(B)(i), 1681m(a),
1681n(a).
Syllabus *
S 47The Fair Credit Reporting Act
(FCRA) requires notice to a consumer
subjected to ‘‘adverse action TTT based in
whole or in part on any information contained in a consumer [credit] report.’’ 15
U.S.C. § 1681m(a). As applied to insurance companies, ‘‘adverse action’’ is ‘‘a denial or cancellation of, an increase in any
charge for, or a reduction or other adverse
or unfavorable change in the terms of coverage or amount of, any insurance, existing
or
applied
for.’’
§ 1681a(k)(1)(B)(i).
FCRA provides a private right of action
against businesses that use consumer reports but fail to comply. A negligent violation entitles a consumer to actual damages, § 1681o (a), and a willful one entitles
the consumer to actual, statutory, and
even punitive damages, § 1681n(a).

6. Credit Reporting Agencies O1, 4
Even if insurer violated Fair Credit
Reporting Act (FCRA) when it failed to
give notice on belief that section did not
apply to initial applications, company was
not reckless as would expose it to liability
for anything other than actual damages;

Petitioners in No. 06–100 (GEICO)
use an applicant’s credit score to select the
appropriate subsidiary insurance company
and the particular rate at which a policy
may be issued. GEICO sends an adverse
action notice only if a neutral credit score
would have put the applicant in a lower
priced tier or company; the applicant is
not otherwise told if he would have gotten
better terms with a better credit score.
Respondent Edo’s credit score was taken
into account when GEICO issued him a
policy, but GEICO sent no adverse action
notice because his company and tier placement would have been the same with a

* The syllabus constitutes no part of the opinion
of the Court but has been prepared by the
Reporter of Decisions for the convenience of

the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct.
282, 50 L.Ed. 499.

5. Criminal Law O23
Unlike civil recklessness, criminal
recklessness also requires subjective
knowledge on the part of the offender.
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neutral score. Edo filed a proposed class
action, alleging willful violation of
§ 1681m(a) and seeking statutory and punitive damages under § 1681n(a). The
District Court granted GEICO summary
judgment, finding no adverse action because the premium would have been the
same had Edo’s credit history not been
considered. Petitioners in No. 06–84
(Safeco) also rely on credit reports to set
initial insurance premiums. Respondents
Burr and Massey—whom Safeco offered
higher than the best rates possible without
sending adverse action notices—joined a
proposed class action, alleging willful violation of § 1681m(a) and seeking statutory
and punitive damages under § 1681n(a).
The District Court granted Safeco summary judgment on the ground that offering a single, initial rate for insurance
S 48cannot be ‘‘adverse action.’’ The Ninth
Circuit reversed both judgments. In GEICO’s case, it held that an adverse action
occurs whenever a consumer would have
received a lower rate had his consumer
report contained more favorable information. Since that would have happened to
Edo, GEICO’s failure to give notice was an
adverse action. The court also held that
an insurer willfully fails to comply with
FCRA if it acts in reckless disregard of a
consumer’s FCRA rights, remanding for
further proceedings on the reckless disregard issue. Relying on its decision in
GEICO’s case, the Ninth Circuit rejected
the District Court’s position in the Safeco
case and remanded for further proceedings.
Held:
1. Willful failure covers a violation
committed in reckless disregard of the notice obligation. Where willfulness is a
statutory condition of civil liability, it is
generally taken to cover not only knowing
violations of a standard, but reckless ones
as well. See, e.g., McLaughlin v. Richland Shoe Co., 486 U.S. 128, 133, 108 S.Ct.
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1677, 100 L.Ed.2d 115. This construction
reflects common law usage. The standard
civil usage thus counsels reading
§ 1681n(a)’s phrase ‘‘willfully fails to comply’’ as reaching reckless FCRA violations,
both on the interpretive assumption that
Congress knows how this Court construes
statutes and expects it to run true to form,
see Commissioner v. Keystone Consol. Industries, Inc., 508 U.S. 152, 159, 113 S.Ct.
2006, 124 L.Ed.2d 71, and under the rule
that a common law term in a statute comes
with a common law meaning, absent anything pointing another way, Beck v. Prupis, 529 U.S. 494, 500–501, 120 S.Ct. 1608,
146 L.Ed.2d 561. Petitioners claim that
§ 1681n(a)’s drafting history points to a
reading that liability attaches only to
knowing violations, but the text as finally
adopted points to the traditional understanding of willfulness in the civil sphere.
Their other textual and structural arguments are also unpersuasive. Pp. 2208 –
2210.
2. Initial rates charged for new insurance policies may be adverse actions.
Pp. 2210 – 2214.
(a) Reading the phrase ‘‘increase in
any charge for TTT any insurance, existing
or applied for,’’ § 1681a(k)(1)(B)(i), to include a disadvantageous rate even with no
prior dealing fits with the ambitious objective of FCRA’s statement of purpose,
which uses expansive terms to describe the
adverse effects of unfair and inaccurate
credit reporting and the responsibilities of
consumer
reporting
agencies.
See
§ 1681(a). These descriptions do nothing
to suggest that remedies for consumers
disadvantaged by unsound credit ratings
should be denied to first-time victims, and
the legislative histories of both FCRA’s
original enactment and a 1996 amendment
reveal no reason to confine attention to
customers and businesses with prior dealings. Finally, nothing about insurance
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contracts suggests that Congress meant to
differentiate applicants S 49from existing
customers when it set the notice requirement; the newly insured who gets charged
more owing to an erroneous report is in
the same boat with the renewal applicant.
Pp. 2210 – 2212.
(b) An increased rate is not ‘‘based in
whole or in part on’’ a credit report under
§ 1681m(a) unless the report was a necessary condition of the increase. In common
talk, ‘‘based on’’ indicates a but-for causal
relationship and thus a necessary logical
condition. Though some textual arguments point another way, it makes more
sense to suspect that Congress meant to
require notice and prompt a consumer
challenge only when the consumer would
gain something if the challenge succeeded.
Pp. 2212.
(c) In determining whether a firsttime rate is a disadvantageous increase,
the baseline is the rate that the applicant
would have received had the company not
taken his credit score into account (the
‘‘neutral score’’ rate GEICO used in Edo’s
case). That baseline comports with the
understanding that § 1681m(a) notice is
required only when the credit report’s effect on the initial rate is necessary to put
the consumer in a worse position than
other relevant facts would have decreed
anyway. Congress was more likely concerned with the practical question whether
the consumer’s rate actually suffered when
his credit report was taken into account
than the theoretical question whether the
consumer would have gotten a better rate
with the best possible credit score, the
baseline suggested by the Government and
respondent-plaintiffs. The Government’s
objection to this reading is rejected. Although the rate initially offered for new
insurance is an ‘‘increase’’ calling for notice
if it exceeds the neutral rate, once a consumer has learned that his credit report
led the insurer to charge more, he need
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not be told with each renewal if his rate
has not changed. After initial dealing between the consumer and the insurer, the
baseline for ‘‘increase’’ is the previous rate
or charge, not the ‘‘neutral’’ baseline that
applies at the start. Pp. 2213 – 2214.
3. GEICO did not violate the statute,
and while Safeco might have, it did not act
recklessly. Pp. 2214 – 2216.
(a) Because the initial rate GEICO
offered Edo was what he would have received had his credit score not been taken
into account, GEICO owed him no adverse
action notice under § 1681m(a).
Pp.
2214 – 2215.
(b) Even if Safeco violated FCRA
when it failed to give Burr and Massey
notice on the mistaken belief that
§ 1681m(a) did not apply to initial applications, the company was not reckless. The
common law has generally understood
‘‘recklessness’’ in the civil liability sphere
as conduct violating an objective standard:
action entailing ‘‘an unjustifiably high risk
of harm that is either known or so obvious
that it should be known.’’ Farmer v.
Brennan, 511 U.S. 825, 836, 114 S.Ct.
1970, 128 L.Ed.2d 811. There being no
S 50indication that Congress had something
different in mind, there is no reason to
deviate from the common law understanding in applying the statute. See Beck v.
Prupis, supra, at 500–501, 120 S.Ct. 1608.
Thus, a company does not act in reckless
disregard of FCRA unless the action is not
only a violation under a reasonable reading
of the statute, but shows that the company
ran a risk of violating the law substantially
greater than the risk associated with a
reading that was merely careless. The
negligence/recklessness line need not be
pinpointed here, for Safeco’s reading of the
statute, albeit erroneous, was not objectively
unreasonable.
Section
1681a(k)(1)(B)(i) is silent on the point from
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which to measure ‘‘increase,’’ and Safeco’s
reading has a foundation in the statutory
text and a sufficiently convincing justification to have persuaded the District Court
to adopt it and rule in Safeco’s favor.
Before these cases, no court of appeals had
spoken on the issue, and no authoritative
guidance has yet come from the Federal
Trade Commission. Given this dearth of
guidance and the less-than-pellucid statutory text, Safeco’s reading was not objectively unreasonable, and so falls well short
of raising the ‘‘unjustifiably high risk’’ of
violating the statute necessary for reckless
liability. Pp. 2214 – 2216.
140 Fed.Appx. 746; 435 F.3d 1081,
reversed and remanded.
SOUTER, J., delivered the opinion of
the Court, in which ROBERTS, C. J., and
KENNEDY and BREYER, JJ., joined, in
which SCALIA, J., joined as to all but
footnotes 11 and 15, in which THOMAS
and ALITO, JJ., joined as to all but Part
III–A, and in which STEVENS and
GINSBURG, JJ., joined as to Parts I, II,
III–A, and IV–B. STEVENS, J., filed an
opinion concurring in part and concurring
in the judgment, in which GINSBURG, J.,
joined, post, p. 2216. THOMAS, J., filed
an opinion concurring in part, in which
ALITO, J., joined, post, p. 2217.
Maureen E. Mahoney, for petitioners.
Patricia A. Millett, for the United States
as amicus curiae, by special leave of the
Court, supporting the petitioners.
Scott A. Shorr, Portland, OR, for the
respondents.
Susan H. Ephron, Safeco Insurance
Company of America, Seattle, Washington,
Lisa E. Lear, John A. Bennett, Bullivant
Houser Bailey PC, Portland, Oregon, Michael K. Kellogg, Counsel of Record, Sean
A. Lev, Derek T. Ho, Kellogg, Huber,
Hansen, Todd, Evans & Figel, P.L.L.C.,
Washington, D.C., Michael P. Kenny, Cari
K. Dawson, Alston & Bird, LLP, Atlanta,
Georgia, for Petitioners.
* Justice SCALIA joins all but footnotes 11 and
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Robert D. Allen, Meloney Cargil Perry,
Jay F. Utley, Brandon P. Long, Baker &
McKenzie LLP, Dallas, TX, Maureen E.
Mahoney, Counsel of Record, Richard P.
Bress, Erik S. Volkman, Latham & Watkins LLP, Washington, DC, for GEICO
General Ins. Co., GEICO Indemnity Co.,
and Government Employees Ins. Co.
Scott L. Nelson, Public Citizen Litigation Group, Washington, D.C., Scott A.
Shorr, Counsel of Record, N. Robert Stoll,
Robert A. Shlachter, Steve D. Larson,
Stoll Stoll Berne Lokting & Shlachter,
P.C., Portland, Oregon, for Respondents.
For U.S. Supreme Court briefs, see:
2006 WL 3309502 (Pet.Brief)
2006 WL 3309501 (Pet.Brief)
2006 WL 3760845 (Resp.Brief)
2007 WL 62300 (Reply.Brief)
2007 WL 62295 (Reply.Brief)
Justice SOUTER delivered the opinion
of the Court.*
S 52The Fair Credit Reporting Act (FCRA
or Act) requires notice to any consumer
subjected to ‘‘adverse action TTT based in
whole or in part on any information contained in a consumer [credit] report.’’ 15
U.S.C. § 1681m(a). Anyone who ‘‘willfully
fails’’ to provide notice is civilly liable to
the consumer. § 1681n(a). The questions
in these consolidated cases are whether
willful failure covers a violation committed
in reckless disregard of the notice obligation, and, if so, whether petitioners Safeco and GEICO committed reckless violations. We hold that reckless action is
covered, that GEICO did not violate the
statute, and that while Safeco might have,
it did not act recklessly.
I
A
Congress enacted FCRA in 1970 to ensure fair and accurate credit reporting,
promote efficiency in the banking system,
and protect consumer privacy. See 84
15 of this opinion.
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Stat. 1128, 15 U.S.C. § 1681; TRW Inc. v.
Andrews, 534 U.S. 19, 23, 122 S.Ct. 441,
151 L.Ed.2d 339 (2001). The Act requires,
among other things, that ‘‘any person
[who] takes any adverse action with respect to any consumer that is based in
whole or in part on any information contained in a consumer report’’ must notify
15 S 53U.S.C.
the affected consumer.1
§ 1681m(a). The notice must point out the
adverse action, explain how to reach the
agency that reported on the consumer’s
credit, and tell the consumer that he can
get a free copy of the report and dispute
its accuracy with the agency. Ibid. As it
applies to an insurance company, ‘‘adverse
action’’ is ‘‘a denial or cancellation of, an
increase in any charge for, or a reduction
or other adverse or unfavorable change in
the terms of coverage or amount of, any
insurance, existing or applied for.’’
§ 1681a(k)(1)(B)(i).
FCRA provides a private right of action
against businesses that use consumer reports but fail to comply. If a violation is
negligent, the affected consumer is entitled
to actual damages. § 1681o (a) (2000 ed.,
Supp. IV). If willful, however, the consumer may have actual damages, or statutory damages ranging from $100 to $1,000,
and even punitive damages. § 1681n(a)
(2000 ed.).
1.

2.

So far as it matters here, the Act defines
‘‘consumer report’’ as ‘‘any written, oral, or
other communication of any information by a
consumer reporting agency bearing on a consumer’s credit worthiness, credit standing,
[or] credit capacity TTT which is used or expected to be used or collected in whole or in
part for the purpose of serving as a factor in
establishing the consumer’s eligibility for TTT
credit or insurance to be used primarily for
personal, family, or household purposes.’’ 15
U.S.C. § 1681a(d)(1) (footnote omitted). The
scope of this definition is not at issue.
The specific petitioners are subsidiary companies of the GEICO Corporation; for the
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B
Petitioner GEICO 2 writes auto insurance through four subsidiaries: GEICO
General, which sells ‘‘preferred’’ policies at
low rates to low-risk customers; Government Employees, which also sells ‘‘preferred’’ policies, but only to government
employees; GEICO Indemnity, which sells
standard policies to moderate-risk customers; and GEICO Casualty, which sells
nonstandard policies at higher rates to
high-risk customers. Potential customers
call a toll-free number answered by an
agent of the four affiliates, who takes information and, with permission, gets the
applicant’s credit score.3 S 54This information goes into GEICO’s computer system,
which selects any appropriate company
and the particular rate at which a policy
may be issued.
For some time after FCRA went into
effect, GEICO sent adverse action notices
to all applicants who were not offered
‘‘preferred’’ policies from GEICO General
or Government Employees.
GEICO
changed its practice, however, after a
method to ‘‘neutralize’’ an applicant’s credit score was devised: the applicant’s company and tier placement is compared with
the company and tier placement he would
have been assigned with a ‘‘neutral’’ credit
score, that is, one calculated without relisake of convenience, we call them ‘‘GEICO’’
collectively.
3.

The Act defines a ‘‘credit score’’ as ‘‘a numerical value or a categorization derived
from a statistical tool or modeling system
used by a person who makes or arranges a
loan to predict the likelihood of certain credit
behaviors, including default.’’ 15 U.S.C.
§ 1681g(f)(2)(A) (2000 ed., Supp. IV). Under
its contract with its credit information providers, GEICO learned credit scores and facts in
the credit reports that significantly influenced
the scores, but did not have access to the
credit reports themselves.
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ance on credit history.4 Under this new
scheme, it is only if using a neutral credit
score would have put the applicant in a
lower priced tier or company that GEICO
sends an adverse action notice; the applicant is not otherwise told if he would have
gotten better terms with a better credit
score.
Respondent Ajene Edo applied for auto
insurance with GEICO. After obtaining
Edo’s credit score, GEICO offered him a
standard policy with GEICO Indemnity (at
rates higher than the most favorable),
which he accepted. Because Edo’s company and tier placement would have been the
same with a neutral score, GEICO did not
give Edo an adverse action notice. Edo
later filed this proposed class action
against GEICO, alleging willful failure to
give notice in violation of § 1681m(a); he
claimed no actual harm, but sought statutory and punitive damages under
§ 1681n(a). The District Court granted
summary judgment for GEICO, finding
S 55there was no adverse action when ‘‘the
premium charged to [Edo] TTT would have
been the same even if GEICO Indemnity
did not consider information in [his] consumer credit history.’’ Edo v. GEICO Casualty Co., CV 02–678–BR, 2004 WL
3639689, *4, 2004 U.S. Dist. LEXIS 28522,
*12 (D.Ore., Feb. 23, 2004), App. to Pet.
for Cert. in No. 06–100, p. 46a.
Like GEICO, petitioner Safeco 5 relies
on credit reports to set initial insurance
premiums,6 as it did for respondents
Charles Burr and Shannon Massey, who
4.

A number of States permit the use of such
‘‘neutral’’ credit scores to ensure that consumers with thin or unidentifiable credit histories are not treated disadvantageously.
See, e.g., N.Y. Ins. Law Ann. §§ 2802(e), (e)(1)
(West 2006) (generally prohibiting an insurer
from ‘‘consider[ing] an absence of credit information,’’ but allowing it to do so if it
‘‘treats the consumer as if the applicant or
insured had neutral credit information, as defined by the insurer’’).

2207

were offered higher rates than the best
rates possible. Safeco sent them no adverse action notices, and they later joined
a proposed class action against the company, alleging willful violation of § 1681m(a)
and seeking statutory and punitive damages under § 1681n(a). The District
Court ordered summary judgment for
Safeco, on the understanding that offering
a single, initial rate for insurance cannot
be ‘‘adverse action.’’
The Court of Appeals for the Ninth Circuit reversed both judgments. In GEICO’s case, it held that whenever a consumer ‘‘would have received a lower rate for
his insurance had the information in his
consumer report been more favorable, an
adverse action has been taken against
him.’’ Reynolds v. Hartford Financial
Servs. Group, Inc., 435 F.3d 1081, 1093
(2006). Since a better credit score would
have placed Edo with GEICO General, not
GEICO Indemnity, the appeals court held
that GEICO’s failure to give notice was an
adverse action.
The Ninth Circuit also held that an insurer ‘‘willfully’’ fails to comply with
FCRA if it acts with ‘‘reckless disregard’’
of a consumer’s rights under the Act. Id.,
at 1099. It explained that a company
would not be acting recklessly if it ‘‘diligently and in good faith attempted to fulfill
its statutory S 56obligations’’ and came to a
‘‘tenable, albeit erroneous, interpretation
of the statute.’’ Ibid. The court went on to
say that ‘‘a deliberate failure to determine
5.

Again, the actual petitioners are subsidiary
companies, of Safeco Corporation in this
case; for convenience, we call them ‘‘Safeco’’
collectively.

6.

The parties do not dispute that the credit
scores and credit reports relied on by GEICO
and Safeco are ‘‘consumer reports’’ under 15
U.S.C. § 1681a(d)(1).

2208

127 SUPREME COURT REPORTER

the extent of its obligations’’ would not
ordinarily escape liability under § 1681n,
any more than ‘‘reliance on creative lawyering that provides indefensible answers.’’
Ibid. Because the court believed that the
enquiry into GEICO’s reckless disregard
might turn on undisclosed circumstances
surrounding GEICO’s revision of its notification policy, the Court of Appeals remanded the company’s case for further
proceedings.7
In the action against Safeco, the Court
of Appeals rejected the District Court’s
position, relying on its reasoning in GEICO’s case (where it had held that the
notice requirement applies to a single
statement of an initial charge for a new
policy). Spano v. Safeco Corp., 140 Fed.
Appx. 746 (2005). The Court of Appeals
also rejected Safeco’s argument that its
conduct was not willful, again citing the
GEICO case, and remanded for further
proceedings.
We consolidated the two matters and
granted certiorari to resolve a conflict in
the Circuits as to whether § 1681n(a)
reaches reckless disregard of FCRA’s obligations,8 and to clarify the notice requirement in § 1681m(a). 548 U.S. 942, 127
S.Ct. 36, 165 L.Ed.2d 1014 (2006). We
now reverse in both cases.
II
[1, 2] GEICO and Safeco argue that
liability under § 1681n(a) for ‘‘willfully
fail[ing] to comply’’ with FCRA goes only
to acts S 57known to violate the Act, not to
reckless disregard of statutory duty, but
7.

Prior to issuing its final opinion in this case,
the Court of Appeals had issued, then withdrawn, two opinions in which it held that
GEICO had ‘‘willfully’’ violated FCRA as a
matter of law. Reynolds v. Hartford Financial
Servs. Group, Inc., 416 F.3d 1097 (C.A.9
2005); Reynolds v. Hartford Financial Servs.
Group, Inc., 426 F.3d 1020 (C.A.9 2005).
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we think they are wrong. We have said
before that ‘‘willfully’’ is a ‘‘word of many
meanings whose construction is often dependent on the context in which it appears,’’ Bryan v. United States, 524 U.S.
184, 191, 118 S.Ct. 1939, 141 L.Ed.2d 197
(1998) (internal quotation marks omitted);
and where willfulness is a statutory condition of civil liability, we have generally
taken it to cover not only knowing violations of a standard, but reckless ones as
well, see McLaughlin v. Richland Shoe
Co., 486 U.S. 128, 132–133, 108 S.Ct. 1677,
100 L.Ed.2d 115 (1988) (‘‘willful,’’ as used
in a limitation provision for actions under
the Fair Labor Standards Act, covers
claims of reckless violation); Trans World
Airlines, Inc. v. Thurston, 469 U.S. 111,
125–126, 105 S.Ct. 613, 83 L.Ed.2d 523
(1985) (same, as to a liquidated damages
provision of the Age Discrimination in Employment Act of 1967); cf. United States
v. Illinois Central R. Co., 303 U.S. 239,
242–243, 58 S.Ct. 533, 82 L.Ed. 773 (1938)
(‘‘willfully,’’ as used in a civil penalty provision, includes ‘‘ ‘conduct marked by careless disregard whether or not one has the
right so to act’ ’’ (quoting United States v.
Murdock, 290 U.S. 389, 395, 54 S.Ct. 223,
78 L.Ed. 381 (1933))). This construction
reflects common law usage, which treated
actions in ‘‘reckless disregard’’ of the law
as ‘‘willful’’ violations. See W. Keeton, D.
Dobbs, R. Keeton, & D. Owen, Prosser
and Keeton on Law of Torts § 34, p. 212
(5th ed.1984) (hereinafter Prosser and
Keeton) (‘‘Although efforts have been
8.

Compare, e.g., Cushman v. Trans Union
Corp., 115 F.3d 220, 227 (C.A.3 1997) (adopting the ‘‘reckless disregard’’ standard), with
Wantz v. Experian Information Solutions, 386
F.3d 829, 834 (C.A.7 2004) (construing ‘‘willfully’’ to require that a user ‘‘knowingly and
intentionally violate the Act’’); Phillips v.
Grendahl, 312 F.3d 357, 368 (C.A.8 2002)
(same).
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made to distinguish’’ the terms ‘‘willful,’’
‘‘wanton,’’ and ‘‘reckless,’’ ‘‘such distinctions have consistently been ignored, and
the three terms have been treated as
meaning the same thing, or at least as
coming out at the same legal exit’’). The
standard civil usage thus counsels reading
the phrase ‘‘willfully fails to comply’’ in
§ 1681n(a) as reaching reckless FCRA violations,9 and this is so both on S 58the interpretive assumption that Congress knows
how we construe statutes and expects us to
run true to form, see Commissioner v.
Keystone Consol. Industries, Inc., 508 U.S.
152, 159, 113 S.Ct. 2006, 124 L.Ed.2d 71
(1993), and under the general rule that a
common law term in a statute comes with
a common law meaning, absent anything
pointing another way, Beck v. Prupis, 529
U.S. 494, 500–501, 120 S.Ct. 1608, 146
L.Ed.2d 561 (2000).
GEICO and Safeco argue that Congress
did point to something different in FCRA,
by a drafting history of § 1681n(a) said to
show that liability was supposed to attach
only to knowing violations. The original
version of the Senate bill that turned out
as FCRA had two standards of liability to
victims: grossly negligent violation (supporting actual damages) and willful violation (supporting actual, statutory, and punitive damages). S. 823, 91st Cong., 1st
Sess., § 1 (1969). GEICO and Safeco ar9.

It is different in the criminal law. When the
term ‘‘willful’’ or ‘‘willfully’’ has been used in
a criminal statute, we have regularly read the
modifier as limiting liability to knowing violations. See Ratzlaf v. United States, 510 U.S.
135, 137, 114 S.Ct. 655, 126 L.Ed.2d 615
(1994); Bryan v. United States, 524 U.S. 184,
191–192, 118 S.Ct. 1939, 141 L.Ed.2d 197
(1998); Cheek v. United States, 498 U.S. 192,
200–201, 111 S.Ct. 604, 112 L.Ed.2d 617
(1991). This reading of the term, however, is
tailored to the criminal law, where it is characteristically used to require a criminal intent
beyond the purpose otherwise required for
guilt, Ratzlaf, supra, at 136–137, 114 S.Ct.
655; or an additional ‘‘ ‘bad purpose,’ ’’
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gue that since a ‘‘gross negligence’’ standard is effectively the same as a ‘‘reckless
disregard’’ standard, the original bill’s
‘‘willfulness’’ standard must have meant a
level of culpability higher than ‘‘reckless
disregard,’’ or there would have been no
requirement to show a different state of
mind as a condition of the potentially much
greater liability; thus, ‘‘willfully fails to
comply’’ must have referred to a knowing
violation. Although the gross negligence
standard was reduced later in the legislative process to simple negligence (as it now
appears in § 1681o ), the provision S 59for
willful liability remains unchanged and so
must require knowing action, just as it did
originally in the draft of § 1681n.
Perhaps. But Congress may have scaled
the standard for actual damages down to
simple negligence because it thought gross
negligence, being like reckless action, was
covered by willfulness. Because this alternative reading is possible, any inference
from the drafting sequence is shaky, and
certainly no match for the following clue in
the text as finally adopted, which points to
the traditional understanding of willfulness
in the civil sphere.
The phrase in question appears in the
preamble sentence of § 1681n(a): ‘‘Any
person who willfully fails to comply with
any requirement imposed under this subBryan, supra, at 191, 118 S.Ct. 1939; or specific intent to violate a known legal duty created by highly technical statutes, Cheek, supra,
at 200–201, 111 S.Ct. 604. Thus we have
consistently held that a defendant cannot harbor such criminal intent unless he ‘‘acted
with knowledge that his conduct was unlawful.’’ Bryan, supra, at 193, 118 S.Ct. 1939.
Civil use of the term, however, typically presents neither the textual nor the substantive
reasons for pegging the threshold of liability
at knowledge of wrongdoing. Cf. Farmer v.
Brennan, 511 U.S. 825, 836–837, 114 S.Ct.
1970, 128 L.Ed.2d 811 (1994) (contrasting the
different uses of the term ‘‘recklessness’’ in
civil and criminal contexts).
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chapter with respect to any consumer is
liable to that consumer TTT .’’ Then come
the details, in paragraphs (1)(A) and
(1)(B), spelling out two distinct measures
of damages chargeable against the willful
violator. As a general matter, the consumer may get either actual damages or
‘‘damages of not less than $100 and not
more than $1,000.’’ § 1681n(a)(1)(A). But
where the offender is liable ‘‘for obtaining
a consumer report under false pretenses
or knowingly without a permissible purpose,’’ the statute sets liability higher: ‘‘actual damages TTT or $1,000, whichever is
greater.’’ § 1681n(a)(1)(B).
If the companies were right that ‘‘willfully’’ limits liability under § 1681n(a) to
knowing violations, the modifier ‘‘knowingly’’ in § 1681n(a)(1)(B) would be superfluous and incongruous; it would have made
no sense for Congress to condition the
higher damages under § 1681n(a) on
knowingly obtaining a report without a
permissible purpose if the general threshold of any liability under the section were
knowing misconduct. If, on the other
hand, ‘‘willfully’’ covers both knowing and
reckless disregard of the law, knowing violations are sensibly understood as a more
serious subcategory of willful ones, and
both the preamble and the subsection have
distinct jobs to do. See United States v.
Menasche, 348 U.S. 528, S 60538–539, 75
S.Ct. 513, 99 L.Ed. 615 (1955) (‘‘ ‘[G]ive
effect, if possible, to every clause and word
of a statute’ ’’ (quoting Montclair v. Ramsdell, 107 U.S. 147, 152, 2 S.Ct. 391, 27
L.Ed. 431 (1883))).
The companies make other textual and
structural arguments for their view, but
none is persuasive. Safeco thinks our
reading would lead to the absurd result
that one could, with reckless disregard,
knowingly obtain a consumer report without a permissible purpose. But this is not
so; action falling within the knowing sub-
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category does not simultaneously fall within the reckless alternative. Then both
GEICO and Safeco argue that the reference to acting ‘‘knowingly and willfully’’ in
FCRA’s criminal enforcement provisions,
§§ 1681q and 1681r, indicates that ‘‘willfully’’ cannot include recklessness. But we
are now on the criminal side of the law,
where the paired modifiers are often
found, see, e.g., 18 U.S.C. § 1001 (2000 ed.
and Supp. IV) (false statements to federal
investigators); 20 U.S.C. § 1097(a) (embezzlement of student loan funds); 18
U.S.C. § 1542 (2000 ed. and Supp. IV)
(false statements in a passport application). As we said before, in the criminal
law ‘‘willfully’’ typically narrows the otherwise sufficient intent, making the government prove something extra, in contrast to
its civil law usage, giving a plaintiff a
choice of mental states to show in making
a case for liability, see n. 9, supra. The
vocabulary of the criminal side of FCRA is
consequently beside the point in construing the civil side.
III
A
Before getting to the claims that the
companies acted recklessly, we have the
antecedent question whether either company violated the adverse action notice
requirement at all. In both cases, respondent-plaintiffs’ claims are premised
on initial rates charged for new insurance
policies, which are not ‘‘adverse’’ actions
unless quoting or charging a first-time
S 61premium is ‘‘an increase in any charge
for TTT any insurance, existing or applied
for.’’ 15 U.S.C. § 1681a(k)(1)(B)(i).
In Safeco’s case, the District Court held
that the initial rate for a new insurance
policy cannot be an ‘‘increase’’ because
there is no prior dealing. The phrase
‘‘increase in any charge for TTT insurance’’
is readily understood to mean a change in
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treatment for an insured, which assumes a
previous charge for comparison. See
Webster’s New International Dictionary
1260 (2d ed.1957) (defining ‘‘increase’’ as
‘‘[a]ddition or enlargement in size, extent,
quantity, number, intensity, value, substance, etc.; augmentation; growth; multiplication’’). Since the District Court understood ‘‘increase’’ to speak of change
just as much as of comparative size or
quantity, it reasoned that the statute’s ‘‘increase’’ never touches the initial rate offer,
where there is no change.
The Government takes the part of the
Court of Appeals in construing ‘‘increase’’
to reach a first-time rate. It says that
regular usage of the term is not as narrow
as the District Court thought: the point
from which to measure difference can just
as easily be understood without referring
to prior individual dealing. The Government gives the example of a gas station
owner who charges more than the posted
price for gas to customers he does not like;
it makes sense to say that the owner increases the price and that the driver pays
an increased price, even if he never pulled
in there for gas before. See Brief for
United States as Amicus Curiae 26.10 The
Government implies, then, that reading
‘‘increase’’ requires a choice, and the chosen reading should be the broad one in
order to conform to what Congress had in
mind.
Since the posted price seems to be addressed to the world in general, one could
argue that the increased gas price is not the
initial quote. But the same usage point can
be made with the example of the clothing
model who gets a call from a ritzy store after
posing for a discount retailer. If she quotes a
higher fee, it would be natural to say that the
uptown store will have to pay the ‘‘increase’’
to have her in its ad.

10.

See S.Rep. No. 91–517, p. 7 (1969) (‘‘Those
who TTT charge a higher rate for credit or
insurance wholly or partly because of a consumer report must, upon written request, so
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[3] S 62We think the Government’s reading has the better fit with the ambitious
objective set out in the Act’s statement of
purpose, which uses expansive terms to
describe the adverse effects of unfair and
inaccurate credit reporting and the responsibilities of consumer reporting agencies.
See § 1681(a) (inaccurate reports ‘‘directly
impair the efficiency of the banking system’’; unfair reporting methods undermine
public confidence ‘‘essential to the continued functioning of the banking system’’;
need to ‘‘insure’’ that reporting agencies
‘‘exercise their grave responsibilities’’ fairly, impartially, and with respect for privacy). The descriptions of systemic problem
and systemic need as Congress saw them
do nothing to suggest that remedies for
consumers placed at a disadvantage by
unsound credit ratings should be denied to
first-time victims, and the legislative histories of FCRA’s original enactment and of
the 1996 amendment reveal no reason to
confine attention to customers and businesses with prior dealings. Quite the contrary.11 Finally, there is nothing about
insurance contracts to suggest that Congress might have meant to differentiate
applicants from existing customers when it
set the notice requirement; the newly insured who gets charged more owing to an
erroneous report is in the same boat with
the renewal applicant.12 We therefore
advise the consumer TTT’’); S.Rep. No. 103–
209, p. 4 (1993) (adverse action notice is
required ‘‘any time the permissible use of a
report results in an outcome adverse to the
interests of the consumer’’); H.R.Rep. No.
103–486, p. 26 (1994) (‘‘[W]henever a consumer report is obtained for a permissible
purpose TTT, any action taken based on that
report that is adverse to the interests of the
consumer triggers the adverse action notice
requirements’’).

11.

In fact, notice in the context of an initially
offered rate may be of greater significance
than notice in the context of a renewal rate;

12.
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hold S 63that the ‘‘increase’’ required for
‘‘adverse
action,’’
15
U.S.C.
§ 1681a(k)(1)(B)(i), speaks to a disadvantageous rate even with no prior dealing; the
term reaches initial rates for new applicants.
B
Although offering the initial rate for new
insurance can be an ‘‘adverse action,’’ respondent-plaintiffs have another hurdle to
clear, for § 1681m(a) calls for notice only
when the adverse action is ‘‘based in whole
or in part on’’ a credit report. GEICO
argues that in order to have adverse action
‘‘based on’’ a credit report, consideration of
the report must be a necessary condition
for the increased rate. The Government
and respondent-plaintiffs do not explicitly
take a position on this point.
To the extent there is any disagreement
on the issue, we accept GEICO’s reading.
In common talk, the phrase ‘‘based on’’
indicates a but-for causal relationship and
thus a necessary logical condition. Under
this most natural reading of § 1681m(a),
then, an increased rate is not ‘‘based in
whole or in part on’’ the credit report
unless the report was a necessary condition of the increase.
As before, there are textual arguments
pointing another way. The statute speaks
in terms of basing the action ‘‘in part’’ as
well as wholly on the credit report, and
this phrasing could mean that adverse action is ‘‘based on’’ a credit report whenever
if, for instance, insurance is offered on the
basis of a single, long-term guaranteed rate, a
consumer who is not given notice during the
initial application process may never have an
opportunity to learn of any adverse treatment.
For instance, if a consumer’s driving record is so poor that no insurer would give him
anything but the highest possible rate regardless of his credit report, whether or not an
insurer happened to look at his credit report

13.
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the report was considered in the ratesetting process, even without being a necessary condition for the rate increase.
But there are good reasons to think Congress preferred GEICO’s necessary-condition reading.
If the statute has any claim to lucidity,
not all ‘‘adverse actions’’ require notice,
only those ‘‘based TTT on’’ information in a
credit report. Since the statute does not
explicitly call for notice when a business
acts adversely merely after consulting a
report, conditioning the requirement on
action ‘‘based TTT on’’ a report suggests
that the duty to report arises from some
practical consequence of reading the
reSport,64 not merely some subsequent adverse occurrence that would have happened anyway. If the credit report has no
identifiable effect on the rate, the consumer has no immediately practical reason to
worry about it (unless he has the power to
change every other fact that stands between himself and the best possible deal);
both the company and the consumer are
just where they would have been if the
company had never seen the report.13
And if examining reports that make no
difference was supposed to trigger a reporting requirement, it would be hard to
find any practical point in imposing the
‘‘based TTT on’’ restriction. So it makes
more sense to suspect that Congress
meant to require notice and prompt a challenge by the consumer only when the consumer would gain something if the challenge succeeded.14
should have no bearing on whether the consumer must receive notice, since he has not
been treated differently as a result of it.
The history of the Act provides further support for this reading. The originally enacted
version of the notice requirement stated:
‘‘Whenever TTT the charge for TTT insurance
is increased either wholly or partly because of
information contained in a consumer report
TTT, the user of the consumer report shall so

14.
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C
To sum up, the difference required for
an increase can be understood without reference to prior dealing (allowing a S 65firsttime applicant to sue), and considering the
credit report must be a necessary condition for the difference. The remaining
step in determining a duty to notify in
cases like these is identifying the benchmark for determining whether a first-time
rate is a disadvantageous increase. And in
dealing with this issue, the pragmatic
reading of ‘‘based TTT on’’ as a condition
necessary to make a practical difference
carries a helpful suggestion.
The Government and respondent-plaintiffs argue that the baseline should be the
rate that the applicant would have received
with the best possible credit score, while
GEICO contends it is what the applicant
would have had if the company had not
taken his credit score into account (the
‘‘neutral score’’ rate GEICO used in Edo’s
case). We think GEICO has the better
position, primarily because its ‘‘increase’’
baseline is more comfortable with the understanding of causation just discussed,
advise the consumer TTT .’’ 15 U.S.C.
§ 1681m(a) (1976 ed.). The ‘‘because of’’
language in the original statute emphasized
that the consumer report must actually have
caused the adverse action for the notice requirement to apply. When Congress amended FCRA in 1996, it sought to define ‘‘adverse
action’’ with greater particularity, and thus
split the notice provision into two separate
subsections. See 110 Stat. 3009–426 to
3009–427, 3009–443 to 3009–444. In the revised version of § 1681m(a), the original ‘‘because of’’ phrasing changed to ‘‘based TTT
on,’’ but there was no indication that this
change was meant to be a substantive alteration of the statute’s scope.
While it might seem odd, under the current
statutory structure, to interpret the definition
of ‘‘adverse action’’ (in § 1681a(k)(1)(B)(i)) in
conjunction with § 1681m(a), which simply
applies the notice requirement to a particular
subset of ‘‘adverse actions,’’ there are strong

15.
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which requires notice under § 1681m(a)
only when the effect of the credit report on
the initial rate offered is necessary to put
the consumer in a worse position than
other relevant facts would have decreed
anyway. If Congress was this concerned
with practical consequences when it
adopted a ‘‘based TTT on’’ causation standard, it presumably thought in equally
practical terms when it spoke of an ‘‘increase’’ that must be defined by a baseline
to measure from. Congress was therefore
more likely concerned with the practical
question whether the consumer’s rate actually suffered when the company took his
credit report into account than the theoretical question whether the consumer would
have gotten a better rate with perfect
credit.15
S 66The Government objects that this
reading leaves a loophole, since it keeps
first-time applicants who actually deserve
better-than-neutral credit scores from getting notice, even when errors in credit
reports saddle them with unfair rates.
This is true; the neutral-score baseline
will leave some consumers without a notice
indications that Congress intended these provisions to be construed in tandem. When
FCRA was initially enacted, the link between
the definition of ‘‘adverse action’’ and the
notice requirement was clear, since ‘‘adverse
action’’ was defined within § 1681m(a). See
15 U.S.C. § 1681m(a) (1976 ed.). Though
Congress eventually split the provision into
two parts (with the definition of ‘‘adverse
action’’ now located at § 1681a(k)(1)(B)(i)),
the legislative history suggests that this
change was not meant to alter Congress’s
intent to define ‘‘adverse action’’ in light of
the notice requirement. See S.Rep. No. 103–
209, at 4 (‘‘The Committee bill TTT defines an
‘adverse action’ as any action that is adverse
to the interests of the consumer and is based
in whole or in part on a consumer report’’);
H.R.Rep. No. 103–486, at 26 (‘‘[A]ny action
based on [a consumer] report that is adverse
to the interests of the consumer triggers the
adverse action notice requirements’’).
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that might lead to discovering errors. But
we do not know how often these cases will
occur, whereas we see a more demonstrable and serious disadvantage inhering in
the Government’s position.
Since the best rates (the Government’s
preferred baseline) presumably go only to
a minority of consumers, adopting the Government’s view would require insurers to
send slews of adverse action notices; every
young applicant who had yet to establish a
gilt-edged credit report, for example,
would get a notice that his charge had
been ‘‘increased’’ based on his credit report. We think that the consequence of
sending out notices on this scale would
undercut the obvious policy behind the notice requirement, for notices as common as
these would take on the character of formalities, and formalities tend to be ignored. It would get around that new insurance usually comes with an adverse
action notice, owing to some legal quirk,
and instead of piquing an applicant’s interest about the accuracy of his credit record,
the commonplace notices would mean just
about nothing and go the way of junk mail.
Assuming that Congress meant a notice of
adverse S 67action to get some attention, we
think the cost of closing the loophole would
be too high.
While on the subject of hypernotification, we should add a word on another
point of practical significance. Although
the rate initially offered for new insurance
Consider, too, a consumer who, at the initial application stage, had a perfect credit
score and thus obtained the best insurance
rate, but, at the renewal stage, was charged at
a higher rate (but still lower than the rate he
would have received had his credit report not
been taken into account) solely because his
credit score fell during the interim. Although
the consumer clearly suffered an ‘‘increase’’
in his insurance rate that was ‘‘based on’’ his
credit score, he would not be entitled to an
adverse action notice under the baseline used
for initial applications.

16.
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is an ‘‘increase’’ calling for notice if it
exceeds the neutral rate, did Congress intend the same baseline to apply if the
quoted rate remains the same over a
course of dealing, being repeated at each
renewal date?
We cannot believe so. Once a consumer
has learned that his credit report led the
insurer to charge more, he has no need to
be told over again with each renewal if his
rate has not changed. For that matter,
any other construction would probably
stretch the word ‘‘increase’’ more than it
could bear. Once the gas station owner
had charged the customer the above-market price, it would be strange to speak of
the same price as an increase every time
the customer pulled in. Once buyer and
seller have begun a course of dealing, customary usage does demand a change for
‘‘increase’’ to make sense.16 Thus, after
initial dealing between the consumer and
the insurer, the baseline for ‘‘increase’’ is
the previous rate or charge, not the ‘‘neutral’’ baseline that applies at the start.
IV
A
[4] In GEICO’s case, the initial rate
offered to Edo was the one he would have
received if his credit score had not been
S 68taken into account, and GEICO owed
him no adverse action notice under
§ 1681m(a).17
We reject Edo’s alternative argument that
GEICO’s offer of a standard insurance policy
with GEICO Indemnity was an ‘‘adverse action’’ requiring notice because it amounted to
a ‘‘denial’’ of insurance through a lower cost,
‘‘preferred’’ policy with GEICO General. See
§ 1681a(k)(1)(B)(i) (defining ‘‘adverse action’’
to include a ‘‘denial TTT of TTT insurance’’).
An applicant calling GEICO for insurance
talks with a sales representative who acts for
all the GEICO companies. The record has no
indication that GEICO tells applicants about
its corporate structure, or that applicants re-

17.
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B
Safeco did not give Burr and Massey
any notice because it thought § 1681m(a)
did not apply to initial applications, a mistake that left the company in violation of
the statute if Burr and Massey received
higher rates ‘‘based in whole or in part’’ on
their credit reports; if they did, Safeco
would be liable to them on a showing of
reckless conduct (or worse). The first issue we can forget, however, for although
the record does not reliably indicate what
rates they would have obtained if their
credit reports had not been considered, it
is clear enough that if Safeco did violate
the statute, the company was not reckless
in falling down in its duty.
[5] While ‘‘the term recklessness is not
self-defining,’’ the common law has generally understood it in the sphere of civil
liability as conduct violating an objective
standard: action entailing ‘‘an unjustifiably
high risk of harm that is either known or
so obvious that it should be known.’’ 18
Farmer v. Brennan, 511 U.S. 825, 836, 114
S.Ct. 1970, 128 L.Ed.2d 811 (1994); see
Prosser and Keeton S 69§ 34, at 213–214.
The Restatement, for example, defines
reckless disregard of a person’s physical
safety this way:
‘‘The actor’s conduct is in reckless disregard of the safety of another if he does
an act or intentionally fails to do an act
which it is his duty to the other to do,
knowing or having reason to know of
facts which would lead a reasonable man
to realize, not only that his conduct creates an unreasonable risk of physical
quest insurance from one of the several companies or even know of their separate existence. The salesperson takes information
from the applicant and obtains his credit
score, then either denies any insurance or
assigns him to one of the companies willing to
provide it; the other companies receive no
application and take no separate action. This
way of accepting new business is clearly out-
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harm to another, but also that such risk
is substantially greater than that which
is necessary to make his conduct negligent.’’ 2 Restatement (Second) of Torts
§ 500, p. 587 (1963–1964).
It is this high risk of harm, objectively
assessed, that is the essence of recklessness at common law. See Prosser and
Keeton § 34, at 213 (recklessness requires
‘‘a known or obvious risk that was so great
as to make it highly probable that harm
would follow’’).
There being no indication that Congress
had something different in mind, we have
no reason to deviate from the common law
understanding in applying the statute.
See Prupis, 529 U.S., at 500–501, 120 S.Ct.
1608. Thus, a company subject to FCRA
does not act in reckless disregard of it
unless the action is not only a violation
under a reasonable reading of the statute’s
terms, but shows that the company ran a
risk of violating the law substantially
greater than the risk associated with a
reading that was merely careless.
[6] Here, there is no need to pinpoint
the negligence/recklessness line, for Safeco’s reading of the statute, albeit erroneous, was not objectively unreasonable. As
we said, § 1681a(k)(1)(B)(i) is silent on the
point from which to measure ‘‘increase.’’
On the rationale that ‘‘increase’’ presupposes prior dealing, Safeco took the definition as excluding initial rate offers for new
insurance, and so sent no adverse action
notices to Burr and Massey. While we
disagree with Safeco’s analysis, we recogside the natural meaning of ‘‘denial’’ of insurance.
Unlike civil recklessness, criminal recklessness also requires subjective knowledge on
the part of the offender. Brennan, 511 U.S.,
at 836–837, 114 S.Ct. 1970; ALI, Model Penal
Code § 2.02(2)(c) (1985).

18.
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nize that its reading has a foundaStion70 in
the statutory text, see supra, at 2216, and
a sufficiently convincing justification to
have persuaded the District Court to adopt
it and rule in Safeco’s favor.
This is not a case in which the business
subject to the Act had the benefit of guidance from the courts of appeals or the
Federal Trade Commission (FTC) that
might have warned it away from the view
it took. Before these cases, no court of
appeals had spoken on the issue, and no
authoritative guidance has yet come from
the FTC 19 (which in any case has only
enforcement responsibility, not substantive
rulemaking authority, for the provisions in
question, see 15 U.S.C. §§ 1681s(a)(1), (e)).
Cf. Saucier v. Katz, 533 U.S. 194, 202, 121
S.Ct. 2151, 150 L.Ed.2d 272 (2001) (assessing, for qualified immunity purposes,
whether an action was reasonable in light
of legal rules that were ‘‘clearly established’’ at the time). Given this dearth of
guidance and the less-than-pellucid statutory text, Safeco’s reading was not objectively unreasonable, and so falls well short
of raising the ‘‘unjustifiably high risk’’ of
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violating the statute necessary for reckless
liability.20
* * *
S 71The Court of Appeals correctly held
that reckless disregard of a requirement of
FCRA would qualify as a willful violation
within the meaning of § 1681n(a). But
there was no need for that court to remand the cases for factual development.
GEICO’s decision to issue no adverse action notice to Edo was not a violation of
§ 1681m(a), and Safeco’s misreading of the
statute was not reckless. The judgments
of the Court of Appeals are therefore reversed in both cases, which are remanded
for further proceedings consistent with
this opinion.
It is so ordered.
Justice STEVENS, with whom Justice
GINSBURG joins, concurring in part and
concurring in the judgment.
While I join the Court’s judgment and
Parts I, II, III–A, and IV–B of the Court’s
opinion, I disagree with the reasoning in
Parts III–B and III–C, as well as with
Part IV–A, which relies on that reasoning.

Respondent-plaintiffs point to a letter, written by an FTC staff member to an insurance
company lawyer, that suggests that an ‘‘adverse action’’ occurs when ‘‘the applicant will
have to pay more for insurance at the inception of the policy than he or she would have
been charged if the consumer report had been
more favorable.’’ Letter from Hannah A.
Stires to James M. Ball (Mar. 1, 2000), http://
www.ftc.gov/os/statutes/fcra/ball.htm (as visited May 17, 2007, and available in Clerk of
Court’s case file). But the letter did not canvass the issue, and it explicitly indicated that
it was merely ‘‘an informal staff opinion TTT
not binding on the Commission.’’ Ibid.

port a willfulness finding even when the company’s reading of the statute is objectively
reasonable, their argument is unsound.
Where, as here, the statutory text and relevant
court and agency guidance allow for more
than one reasonable interpretation, it would
defy history and current thinking to treat a
defendant who merely adopts one such interpretation as a knowing or reckless violator.
Congress could not have intended such a result for those who followed an interpretation
that could reasonably have found support in
the courts, whatever their subjective intent
may have been.

Respondent-plaintiffs argue that evidence
of subjective bad faith must be taken into
account in determining whether a company
acted knowingly or recklessly for purposes of
§ 1681n(a). To the extent that they argue
that evidence of subjective bad faith can sup-

Both Safeco and GEICO argue that goodfaith reliance on legal advice should render
companies immune to claims raised under
§ 1681n(a). While we do not foreclose this
possibility, we need not address the issue here
in light of our present holdings.

19.

20.
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SAFECO INS. CO. OF AMERICA v. BURR
Cite as 127 S.Ct. 2201 (2007)

An adverse action taken after reviewing
a credit report ‘‘is based in whole or in
part on’’ that report within the meaning of
15 U.S.C. § 1681m(a). That is true even if
the company would have made the same
decision without looking at the report, because what the company actually did is
more relevant than what it might have
done. I find nothing in the statute making
the examination of a credit report a ‘‘necessary condition’’ of any resulting increase.
Ante, at 2211. The more natural reading
is that reviewing a report is only a sufficient condition.
S 72The Court’s contrary position leads to
a serious anomaly. As a matter of federal
law, companies are free to adopt whatever
‘‘neutral’’ credit scores they want. That
score need not (and probably will not)
reflect the median consumer credit score.
More likely, it will reflect a company’s
assessment of the creditworthiness of a
run-of-the-mill applicant who lacks a credit
report. Because those who have yet to
develop a credit history are unlikely to be
good credit risks, ‘‘neutral’’ credit scores
will in many cases be quite low. Yet under the Court’s reasoning, only those consumers with credit scores even lower than
what may already be a very low ‘‘neutral’’
score will ever receive adverse action notices.1
1.

Stranger still, companies that automatically
disqualify consumers who lack credit reports
will never need to send any adverse action
notices. After all, the Court’s baseline is
‘‘what the applicant would have had if the
company had not taken his credit score into
account,’’ ante, at 2213, but from such companies, what the applicant ‘‘would have had’’
is no insurance at all. An offer of insurance
at any price, however inflated by a poor and
perhaps incorrect credit score, will therefore
never constitute an adverse action.

2217

While the Court acknowledges that ‘‘the
neutral-score baseline will leave some consumers without a notice that might lead to
discovering errors,’’ ante, at 2213 – 2214, it
finds this unobjectionable because Congress was likely uninterested in ‘‘the theoretical question whether the consumer
would have gotten a better rate with perfect credit,’’ Ibid.2 The Court’s decision,
however, disserves not only those consumers with ‘‘gilt-edged credit report[s],’’ ante,
at 2214, but also the much larger category
of consumers with better-than-‘‘neutral’’
scores. I find it difficult to believe that
Congress could have S 73intended for a company’s unrestrained adoption of a ‘‘neutral’’
score to keep many (if not most) consumers from ever hearing that their credit
reports are costing them money. In my
view, the statute’s text is amenable to a
more sensible interpretation.
Justice THOMAS, with whom Justice
ALITO joins, concurring in part.
I agree with the Court’s disposition and
most of its reasoning. Safeco did not send
notices to new customers because it took
the position that the initial insurance rate
it offered a customer could not be an ‘‘increase in any charge for TTT insurance’’
under 15 U.S.C. § 1681a(k)(1)(B)(i). The
Court properly holds that regardless of the
merits of this interpretation, it is not an
unreasonable one, and Safeco therefore did
not act willfully. Ante, at 2214 – 2216. I
2.

The Court also justifies its deviation from
the statute’s text by reasoning that frequent
adverse action notices would be ignored. See
ante, at 2213 – 2214. To borrow a sentence
from the Court’s opinion: ‘‘Perhaps.’’ Ante,
at 2209. But rather than speculate about the
likely effect of ‘‘hypernotification,’’ ante, at
2214, I would defer to the Solicitor General’s
position, informed by the Federal Trade Commission’s expert judgment, that consumers by
and large benefit from adverse action notices,
however common. See Brief for United
States as Amicus Curiae 27–29.
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do not join Part III–A of the Court’s opinion, however, because it resolves the merits
of
Safeco’s
interpretation
of
§ 1681a(k)(1)(B)(i)—an issue not necessary
to the Court’s conclusion and not briefed
or argued by the parties.

,
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(2) state trial court acted well within its
discretion in granting state’s motion to
excuse juror for cause on ground he
could not be impartial in deciding
whether to impose a death sentence.
Reversed and remanded.
Justice Stevens filed a dissenting opinion
in which Justices Souter, Ginsburg, and
Breyer joined.
Justice Breyer filed dissenting opinion in
which Justice Souter joined.

551 U.S. 1, 167 L.Ed.2d 1014

Jeffrey UTTECHT, Superintendent,
Washington State Penitentiary,
Petitioner,
v.
Cal Coburn BROWN.
No. 06–413.
Argued April 17, 2007.
Decided June 4, 2007.
Background: Following affirmance on appeal of defendant’s state conviction for aggravated murder in the first degree and
imposition of the death penalty, 132
Wash.2d 529, 940 P.2d 546, defendant filed
petition for writ of habeas corpus. The
United States District Court for the Western District of Washington, John C.
Coughenour, Chief Judge, denied petition,
and appeal was taken. The Court of Appeals for the Ninth Circuit, 451 F.3d 946,
reversed and remanded. State petitioned
for certiorari which was granted.
Holdings: The Supreme Court, Justice
Kennedy, held that:
(1) there is no requirement in a case involving the Witherspoon–Witt rule regarding excusal for cause of a juror
who is substantially impaired in the
ability to impose the death penalty under a state-law framework that a state
appellate court make particular reference to the excusal of each juror, and

1. Jury O33(2.15)
A criminal defendant facing the death
penalty has the right to an impartial jury
drawn from a venire that has not been
tilted in favor of capital punishment by
selective prosecutorial challenges for
cause.
2. Jury O33(2.15)
A state has a strong interest in having
jurors who are able to apply capital punishment within the framework state law
prescribes.
3. Jury O108
To balance the interests of the criminal defendant and the state in a death
penalty case, a juror who is substantially
impaired in his or her ability to impose the
death penalty under the state-law framework can be excused for cause; but if the
juror is not substantially impaired, removal for cause is impermissible.
4. Criminal Law O1158.17
Jury O108
In determining whether the removal
of a potential juror in a death penalty case
would vindicate the state’s interest without
violating the defendant’s right, the trial
court makes a judgment based in part on
the demeanor of the juror, a judgment
owed deference by reviewing courts; deference to the trial court is appropriate be-
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In an action of damages for the infringement of
a patent, the rule of damages is not the same
where the patent is only for an improvement on
a machine as it is where the patent covers the
whole machine.
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S. MORGAN, PLAINTIFFS IN ERROR,
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CYRUS H. MCCORMICK.
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Patents
Elements, measure, and amount

4 Cases that cite this headnote
[4]

Opinion

Patents
Profits and damages
In an action for damages for the infringement
of a patent for an improvement on a machine,
the evidence showed that the patentee granted
licenses to use his patent for $10 a machine, and
that the defendants had used his patent in 300
machines, and refused to pay the usual license
price, but there was no evidence of any other
damage. Held, that the license price fixed the rate
of damages.

**1 THIS case was brought up by writ of error, from the
Circuit Court of the United States for the Northern District of
New York.
The manner in which the suit was brought, and the charge
of the Circuit Court, which was excepted to, are stated in
the opinion of the court. The reporter passes over all other
questions which were raised and decided, except those upon
which the decision of this court turned.

17 Cases that cite this headnote
West Headnotes (6)
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[1]

Patents
Profits and damages

An inventor who has sold licenses to make or
use his improvements is not entitled in patent
infringement action to all of profits made by
defendant using his improvement without his
license.

An inventor who has sold licenses to make
or use his improvements has thereby fixed the
average of his actual damage when invention
is used without his license, and any claim of
an additional amount for infringement must be
substantiated by clear and distinct evidence.
15 Cases that cite this headnote
[2]

Patents
Profits and damages
Actual damages sustained as result of
infringement of patent must be actually proved
and cannot be assumed, under Patent Act of
1836, 5 Stat. 117, as a legal inference from any
facts which do not amount to actual proof of the
fact.

Patents
Improvements

18 Cases that cite this headnote
[6]

Patents
Profits
In patent infringement action, defendant's profits
become criterion of plaintiff's loss only when no
other rule can be found.
13 Cases that cite this headnote
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The plaintiff recited in his declaration and furnished oyer of
his old patent of 1834, for a reaping machine, which expired
in 1848, and his patent of 1845, which is described as an
‘improvement upon his patented machine.’ In his patent of
1847, he claims ‘new and useful improvements in the reaping
machine formerly patented by me,’ in which he also claims
other improvements besides the one in controversy, which
is his last claim, and relates to the seat. For the purpose
of this suit, the machine described in the patent of 1834,
(which had in fact become *481 public property,) and the
improvements in the patent of 1845, and a large portion of
those included in that of 1847, the defendants had a perfectly
lawful right to use. This covered the whole of the improved
reaping machine, except what related to the seat, and its
combination with the reel. It cost the defendants to make their
machine, which had no seat, about $64.26. There was no proof
to show the extent of the cost of the plaintiff's seat. One was
made by Zinck, for one dollar. The plaintiff allowed Brown in
effect, in 1845, 1846, $75 each, for making machines without
the elevated seat—and he proved on this trial by Blakesley,
that it cost him only $36, and by Dorman, $37, to make them
with it. There can be no pretence that the addition of the seat,
and what is covered by the last claim, added much, if any
thing, to the cost of constructing the improved machine. The
plaintiff proved by Blakesley, that the manufacturer's profit
on the whole machine, including a $30 patent fee, was $74.

for violating the last claim of the patent of 1847. The old
machine of 1834 was public property, and everybody had a
right to construct and use it. The patents show that it contained
the great and fundamental parts, and nearly the whole of the
new machine. As the plaintiff had decided not to proceed on
his patent of 1845, that was, in effect, public property. By
waiving any right to proceed on the first claim of his patent
of 1847, the plaintiff limited himself to the seat, combined
with the reel. The defendants had a right to make every other
part of the improved machine, and having the right, the profits
up to that point were lawfully theirs. They had the right to
construct the whole, save the seat. If a profit could be made
upon such construction, it was as clearly theirs as if they had
been made upon a machine totally unlike the plaintiff's. There
is no law, statute, or otherwise, which profits their making
and receiving such profits. The court instructed the jury that
all these profits belonged to the plaintiff, but pointed to no
law showing him entitled to them. The manufacturer's profits
were distinct from his patent profits, which he estimated and
charged the defendants and his partners generally at $30. The
charge of the court gives him both. It makes the monopoly
of a patent confined to an inexpensive improvement carry
with it a monopoly of manufacturers' profits upon what is
public property, precisely the same as if the whole had been
included in the claim on which the trial was had. *482 The
ruling of the judge allowed the plaintiff damages to as great
an extent as if the trial had been on, and had established, the
old patents of 1834 and 1845, and on the first claim of that
of 1847, as well as on the last. If the defendants pay these
damages, there is nothing to prevent the plaintiff suing on
the patent of 1845, and on the first claim of that of 1847,
because this trial and verdict were confined to the last claim
of the latter patent. They were not recovered upon. But the
plaintiff was adjudged to enjoy their advantages under the
head of manufacturers' profits. But we deny that the patent
laws confer a monopoly of profits on any thing not actually
patented. It would be extending the statute so as to make it
cover, in effect, things that the patentee did not invent, and
which by law belong to the public at large. This principle
would authorize the patentee of an improvement in steamboat
machinery, or railroad cars, carding, spinning, weaving, and
other like machines, to recover on a patent for some trifling
improvement of either the entire profits of manufacturing the
whole apparatus to which it might be attached.

It is evident that the manufacturer's profit constituted the
principal item of gain in constructing and selling the plaintiff's
reaper. The court instructed the jury that this profit on the two
old machines, and on that part of the new not in controversy,
could be recovered as a part of the plaintiff's ‘actual damage’

**3 The judge's rule allows the plaintiff precisely the same
damages as if his last claim covered the whole reaping
machine, and had been held to be valid. Under his ruling, if the
material parts, other than the seat, had been covered by several
other patents, the defendants would have been responsible on

Attorneys and Law Firms
*480 It was argued by Mr. Gillet, for the plaintiffs in error,
and by Mr. Stevens and Mr. Johnson, for the defendants in
error. There was also a brief filed by Mr. Selden, for the
plaintiffs in error.
**2 The following points are taken from the brief of Mr.
Gillet, for the plaintiffs in error.
Sixth. Where the claim on which the suit is founded is for an
improvement on old machines, patented or unpatented, the
plaintiff is not entitled to recover, as a measure of damages,
the mechanical profits that he could make upon the whole
machine, including the old part. His damages are limited to
the profits on making and vending the improvement patented
and infringed.
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each, as well as to the plaintiff, for all profits, manufacturing
as well as for the patent-right. In such a case the plaintiff's
rights, as against the defendants, would be precisely as strong
as when the latter used what is now public property. If the
plaintiff should bring a new suit on his patent of 1845, the
recovery on that of 1847 would be no bar, and he might
obtain a second manufacturer's profit. The defendants sought
to attack the validity of the patent of 1845, but the evidence
was ruled out; still the plaintiff was allowed to recover for
the manufacturer's profits of the part of the machine covered
by this patent, just the same as if it had been a part of the
last claim of the patent of 1847. If the defendants had been
patentees of the whole machine except the seat, and they
had infringed the patent for that, could the plaintiff recover
manufacturer's profits on the whole machine? Clearly not.
Still the rights of the defendants to make and use all but
the seat, are just as strong and legal, when they use what is
public property, or what is not covered by the last claim of the
patent of 1847, as if they exercised them under a patent. The
fact that they had or had not a patent for every thing but the
seat, can neither increase nor diminish the plaintiff's rights to
damages; they must rest solely upon his patent, and not upon
those of others. The law allows him all *483 the profit he
can make on his patented improvement, and nothing beyond.
The judge's instruction was clearly erroneous, and vitiates the
verdict.
Seventh. In estimating the plaintiff's damages for an
infringement, his ‘actual damages' alone are to be considered,
and the jury are not authorized to presume that if the
defendants had not made and sold machines, ‘all persons who
bought the defendants' machines would necessarily have been
obliged to go to the patentee and purchase his machines.’
The proof showed that the plaintiff manufactured his
machines only at Chicago, in Illinois, and his sales were in
the Western States, except a few in western New York. The
defendants manufactured their machines at Brockport, near
Rochester, in New York, and sold them there, in Canada, and
some at the west, as proved. It was proved by Hanna—‘The
demand within my knowledge has been unparalleled, the
manufacturer oftentimes not being able to supply the demand
at certain points.’ The plaintiff offered no proof tending to
show that he could and did supply all the demands for his
machine, and could have furnished more if called for. In the
absence of this evidence, and in direct conflict with the oath
of the plaintiff's own witness, who was his superintendent,
the court instructed the jury, that as a matter of law they were
to presume that if the defendants had not constructed and
sold any machines, the plaintiff would have manufactured and

sold machines to the same persons to whom the defendants
had sold. Hence, the jury were instructed to presume ‘in the
judgment of the law’ what was grossly improbable, and what
the plaintiff himself had actually disproved. The law does not
presume that all the persons who purchased of the defendants
would have purchased of the plaintiff, because the law does
not presume absurdities, and what is substantially a physical
impossibility; nor does it presume, without evidence, that the
plaintiff had introduced a witness who had sworn falsely. This
part of the charge is clearly erroneous; the court should have
submitted this matter to the jury, to pass on as a question of
fact.
**4 (Mr. Stevens's eighth point was relative to the following
exception which had been taken by the defendants below,
namely:)
To that part of the charge which states, ‘the general rule is
that the plaintiff, if he has made out his right to recover, is
entitled to the actual damages he has sustained by reason
of the infringement; and those damages may be determined
by ascertaining the profits which, in judgment of law, he
would have made, provided the defendants had not interfered
with his rights. That view proceeds upon the principle that
if the defendants had not interfered with the patentee, all
persons who bought *484 the defendants' machines would
necessarily have been obliged to go to the patentee and
purchase his machine;’—the defendants' counsel excepted.
VIII. The tenth exception cannot be sustained. That exception
is to that part of the charge which states that the rule of
damages is, ‘that the plaintiff is entitled to recover the actual
damages he has sustained by reason of the infringement.’
Those damages may be determined by ascertaining the profits
which the plaintiff would have made if the defendants had not
interfered with his rights.
It is submitted that this is the correct rule of damages
in any case; but in this case its correctness cannot be
doubted. The defendants, with a full knowledge of plaintiff's
rights, intentionally violated them. They were intentional
wrongdoers, and were, therefore, bound to pay the plaintiff
all the damage he had sustained by their tortious acts, just
as much as they would be bound to pay him the full value
of a horse, or any other chattel, of which they had tortiously
deprived him.
It was, indeed, contended on the trial, that defendants were
only bound to pay such profits as they had made by this
intentional piracy.
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Without stopping to discuss the question whether there may
not be considerations in a suit in equity, where the defendants
ignorantly infringed a patent, which might limit the damages
in accordance with the rule contended for by the defendants,
it is respectfully submitted, that in a suit at law, where
the defendants have wilfully, knowingly, and intentionally,
piratee the invention of the patentee, and appropriated it to
their own use, the rule of damages laid down by the court in
this case is correct.

It was also erroneous to lay down as a rule for the measure
of damages, the amount of profits which the patentee would
have made, if he had constructed and sold each one of
the machines which the defendants constructed and sold.
There was no evidence to show that the patentee could have
constructed and sold any more than he actually did.

An infringer can afford to sell the machine patented at a less
profit than the patentee can.

Mr. Justice GRIER delivered the opinion of the court.

He has spent no time, exercised no intellect, in excogitating
the discovery or invention.
He has spent no time nor money in procuring the patent
and bringing it into public use. Any other rule of damages,
therefore, than the laid down by the court, would do great
injustice to the patentee.
According to the rule contended for by defendants, if they
had sold the reapers made by them for simply what it cost to
construct them, or had given them away, although it deprived
the patentee of the profits which he might have made upon
those reapers, yet he could recover no damages.
**5 But the defendant's counsel did not request the court to
charge that the rule of damages was different from that stated
by the court. They simply excepted to the charge of the court
*485 in that respect, without giving any reasons, or stating
how otherwise they desired the court to charge, in that regard.
As to the rule of the damages, see Pierson v. Eagle Screw
Company, 3 Story, 402, 410; Allen v. Blunt, 2 Woodbury &
Minot, 123, 446–7.
In 1834, McCormick obtained a patent for a reaping machine.
This patent expired in 1848.
In 1845, he obtained a patent for an improvement upon his
patented machine; and in 1847, another patent for new and
useful improvements in the reaping machine. The principal
one of these last was in giving to the raker of the grain a
convenient seat upon the machine.
In a suit for a violation of the patent of 1847, it was erroneous
in the Circuit Court to say that the defendant was responsible
in damages to the same extent as if he had pirated the whole
machine.

The acts of Congress and the rules for measuring damages,
examined and explained.

The plaintiff below, Cyrus H. McCormick, brought this action
against the plaintiffs in error, Seymour & Morgan, for the
infringement of his patent right. The declaration consisted of
two counts.
The first alleged that the plaintiff was the true and original
inventor of certain new and useful improvements in the
machine for reaping all kinds of small grain, for which
he obtained letters-patent on the 21st of June, 1834. And
moreover, that the plaintiff was the inventor of certain
improvements upon the aforesaid patented reaping machine
for which he obtained letters-patent on the 31st day of
January, 1845. And it charged that the defendant had
made three hundred reaping machines which infringed the
inventions and improvements, fourthly and fifthly claimed in
the schedule or specification of the last-named letters-patent.
The second count alleged that the plaintiff was the first
inventor of certain other improvements upon his said reaping
machine before patented, for which he obtained letters-patent
on the 23d day of October, 1847. And that the defendant
manufactured and constructed three hundred machines
embracing the principles of the last-named invention and
improvements. The defendants pleaded not guilty, and the
case being called for trial in October, 1851, they prayed a
continuance of the cause on account of the absence of certain
witnesses material to their defence against the charge laid in
the first count, to wit, the infringement of the patent of 1845.
**6 The court intimated an opinion that the affidavit was
sufficient to put off the trial of the cause, whereupon the
plaintiff's counsel stated to the court that rather than have
the trial put off, they would not on said trial seek to recover
against the defendant on account of any alleged infringement
or violation by the defendants of the plaintiff's rights under
his letters-patent bearing date January 31st, 1845, set forth
in his declaration, but would proceed solely for a violation
of the rights secured to him by his letters-patent bearing date
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October 23d, 1847, set forth in his declaration, under the last
claim specified in that patent relating to the seat for the raker.
The trial then proceeded on the last count in the declaration
for the infringement by defendants of this last patent, and
*486 testimony offered to show that the plaintiff was not the
original and first inventor of the reaping machine as described
in his patents of 1834 and 1845, was rejected.
Numerous exceptions were taken by defendants in the course
of the trial and to various instructions contained in the charge
of the court. Most of these involve no general or important
legal principle, and could not be understood without prolix
statements with regard to the facts of the case and the structure
of the peculiar machines. To notice them in detail would
be both tedious and unprofitable. We deem it sufficient,
therefore, to say that the defendants have failed to support
their exceptions as to the rulings of the court concerning the
testimony, and that the charge of the learned judge is an able
and correct exposition of the law as applicable to the case,
with the exception of the points which we propose now to
examine, and which are contained in the following portion of
the charge.
‘The only remaining question is that of damages. The rule of
law on this subject is a very simple one. The only difficulty
that can exist is in the application of it to the evidence
in the case. The general rule is that the plaintiff, if he
has made out his right to recover, is entitled to the actual
damages he has sustained by reason of the infringement, and
those damages may be determined by ascertaining the profits
which in judgment of law he would have made, provided the
defendants had not interfered with his rights.
‘That view proceeds upon the principle that if the defendants
had not interfered with the patentee, all persons who
bought the defendants' machines would necessarily have been
obliged to go to the patentee and purchase his machine. That
is the principle on which the profits that the patentee might
have made out of the machines thus unlawfully constructed,
present a ground that may aid the jury in arriving at the
damages which the patentee has sustained.
‘It has been suggested by the counsel for the defendants,
that inasmuch as the claims of the plaintiff in question
here are simply for improvements upon his old reaping
machine and not for an entire machine and every part
of it, the damages should be limited in proportion to the
value of the improvements thus made, and that therefore a
distinction exists, in regard to the rule of damages, between
an infringement of an entire machine and an infringement

of a mere improvement on a machine. I do not assent to
this distinction. On the contrary, according to my view of
the law regulating the measure of damages in cases of this
kind, the rule which is to govern is the same whether the
patent covers an entire machine or an improvement on a
machine. Those who choose to use the old machine have a
right to use it *487 without incurring any responsibility;
but if they engraft on it the improvement secured to the
patentee, and use the machine with that improvement, they
have deprived the patentee of the fruits of his invention, the
same as if he had invented the entire machine; because it is
his improvement that gives value to the machine on account
of the public demand for it. The old instrument is abandoned,
and the public call for the improved instrument, and the whole
instrument, with the improvement upon it, belongs to the
patentee. Any person has a right to use the old machine; and
if an inventor engrafts upon an old machine, which he has
a right to use, an improvement that makes it superior to any
thing of the kind for the accomplishment of its purposes, he
is entitled to the benefit of the operation of the machine under
all circumstances with the improvement engrafted upon it, to
the same degree in which the original inventor is entitled to
the old machine.
**7 ‘There are some data, furnished by the counsel on
both sides, which it is proper the jury should take into
view in ascertaining the damages, provided they arrive at
this question in the case. It is conceded that just three
hundred machines have been made by the defendants, of
the description to which I have called your attention, and
testimony has been gone into on both sides for the purpose of
showing the cost of the machines, and the prices at which they
sold. In order to ascertain the profits accruing to the party who
makes machines of this description, you must first ascertain
the cost of the materials and labor, and the interest on the
capital used in the manufacture of the machines. You must
also take into account the expenses to which the manufacturer
is subjected in putting them into market, such as that of
agencies and transportation, also of insurance; and where the
article is sold on credit, a deduction must also be made for
bad debts. All these things must be taken into account, in
order to bring into the cost every element that properly goes
to constitute it in the hands of the manufacturer. When you
have ascertained the aggregate sum of the cost, deduct it from
the price paid by the purchaser, and you have the net profit on
each machine. By this process you are enabled to approximate
to something like the actual loss that the patentee sustains in a
case where his right has been violated by persons interfering
with him and putting into market his improvement.’
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The plaintiffs in error complain that these rules with regard
to damages, as thus laid down by the court, are incorrect,
and have produced a verdict for most ruinous damages, far
beyond any thing justified by the facts of the case. 1. Because
the jury were instructed that it is a legal presumption that if
*488 defendant had not made and sold machines, all persons
who bought the defendant's machines would necessarily have
been compelled to go to the patentee and purchase his
machines. That this principle was enunciated as a binding
principle of law, although the plaintiff below had given no
evidence to show that he could have made and sold a single
machine more than he did, or was injured in any way by
the competition of the defendants, or hindered from selling
all he made or could make. And, secondly, because the jury
were instructed that the measure of damages for infringing a
patented improvement on a machine in public use is the same
as if the defendant had pirated the whole machine and every
improvement on it previously made, and as a consequence
that the plaintiff below had a right to recover as great damages
for the infringement of the patent in his second count as
if he had proceeded on both counts of his declaration and
shown the infringement of all the patents claimed, and that in
consequence of these instructions they have been amerced in
damages to the enormous sum of $17,306.66, and with costs
to nearly the round sum of $20,000.
**8 We are of opinion that the plaintiffs in error have just
reason of complaint as regards these instructions and their
consequent result.
The first patent act of 1790 made the infringer of a patent
liable to ‘forfeit and pay to the patentee such damages as
should be assessed by a jury, and, moreover, to forfeit to the
person aggrieved the infringing machine.’
The act of 1793 enacted ‘that the infringer should forfeit
and pay to the patentee a sum equal to three times the price
for which the patentee has usually sold or licensed to other
persons the use of said invention.’ Here the price of a license
is assumed to be a just measure of single damages, and the
forfeiture by way of penalty is fixed at treble that sum. But as
experience began to show that some inventions or discoveries
had their chief value in a monopoly of use by the inventor,
and not in a sale of licenses, the value of a license could not
be made a universal rule, as a measure of damages. The act
of 17th of April, 1800, changed the rule, and compelled the
infringer ‘to forfeit and pay to the patentee a sum equal to
three times the actual damage sustained by such patentee.’

This act continued in force till 1836, when the act now in force
was passed.
Experience had shown the very great injustice of a horizontal
rule equally affecting all cases, without regard to their
peculiar merits. The defendant who acted in ignorance or
good faith, claiming under a junior patent, was made liable
to the same penalty with the wanton and malicious pirate.
This rule was manifestly unjust. For there is no good reason
why taking a *489 man's property in an invention should
be trebly punished, while the measure of damages as to other
property is single and actual damages. It is true, where the
injury is wanton or malicious, a jury may inflict vindictive or
exemplary damages, not to recompense the plaintiff, but to
punish the defendant.
In order to obviate this injustice, the Patent Act of 1836
confines the jury to the assessment of ‘actual damages.’ The
power to inflict vindictive or punitive damages is committed
to the discretion and judgment of the court within the limit of
trebling the actual damages found by the jury.
It must be apparent to the most superficial observer of
the immense variety of patents issued every day, that
there cannot, in the nature of things, be any one rule of
damages which will equally apply to all cases. The mode
of ascertaining actual damages must necessarily depend on
the peculiar nature of the monopoly granted. A man who
invents or discovers a new composition of matter, such as
vulcanized India rubber, or a valuable medicine, may find his
profit to consist in a close monopoly, forbidding any one to
compete with him in the market, the patentee being himself
able to supply the whole demand at his own price. If he
should grant licenses to all who might desire to manufacture
his composition, mutual competition might destroy the value
of each license. This may be the case, also, where the
patentee is the inventor of an entire new machine. If any
person could use the invention or discovery by paying what
a jury might suppose to be the fair value of a license, it is
plain that competition would destroy the whole value of the
monopoly. In such cases the profit of the infringer may be
the only criterion of the actual damage of the patentee. But
one who invents some improvement in the machinery of a
mill could not claim that the profits of the whole mill should
be the measure of damages for the use of his improvement.
And where the profit of the patentee consists neither in the
exclusive use of the thing invented or discovered, nor in the
monopoly of making it for others to use, it is evident that
this rule could not apply. The case of Stimpson's patent for
a turn-out in a railroad may be cited as an example. It was
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the interest of the patentee that all railroads should use his
invention, provided they paid him the price of his license.
He could not make his profit by selling it as a complete and
separate machine. An infringer of such a patent could not be
liable to damages to the amount of the profits of his railroad,
nor could the actual damages to the patentee be measured by
any known ratio of the profits on the road. The only actual
damage which the patentee has suffered in such a case is the
non-payment of the price which he has put on his license,
with interest, and no *490 more. There may be cases, as
where the thing has been used but for a short time, in which
the jury should find less than that sum; and there may be
cases where, from some peculiar circumstance, the patentee
may show actual damage to a larger amount. Of this a jury
must judge from the evidence, under instructions from the
court that they can find only such damages as have actually
been proved to have been sustained. Where an inventor finds
it profitable to exercise his monopoly by selling licenses
to make or use his improvement, he has himself fixed the
average of his actual damage, when his invention has been
used without his license. If he claims any thing above that
amount, he is bound to substantiate his claim by clear and
distinct evidence. When he has himself established the market
value of his improvement, as separate and distinct from the
other machinery with which it is connected, he can have no
claim in justice or equity to make the profits of the whole
machine the measure of his demand. It is only where, from
the peculiar circumstances of the case, no other rule can be
found, that the defendant's profits become the criterion of
the plaintiff's loss. Actual damages must be actually proved,
and cannot be assumed as a legal inference from any facts
which amount not to actual proof of the fact. What a patentee
‘would have made, if the infringer had not interfered with
his rights,’ is a question of fact and not ‘a judgment of law.’
The question is not what speculatively he may have lost,
but what actually he did lose. It is not a ‘judgment of law’
or necessary legal inference, that if all the manufacturers
of steam-engines and locomotives, who have built and sold
engines with a patented cut-off, or steam whistle, had not
made such engines, that therefore all the purchasers of engines
would have employed the patentee of the cut-off, or whistle;
and that, consequently, such patentee is entitled to all the
profits made in the manufacture of such steam engines by
those who may have used his improvement without his
license. Such a rule of damages would be better entitled to the
epithet of ‘speculative,’ ‘imaginary,’ or ‘fanciful,’ than that
of ‘actual.’
**9 If the measure of damages be the same whether a patent
be for an entire machine or for some improvement in some

part of it, then it follows that each one who has patented
an improvement in any portion of a steam engine or other
complex machines may recover the whole profits arising from
the skill, labor, material, and capital employed in making
the whole machine, and the unfortunate mechanic may be
compelled to pay treble his whole profits to each of a dozen
or more several inventors of some small improvement in the
engine he has built. By this doctrine even the smallest part
is made equal to *491 the whole, and ‘actual damages' to
the plaintiff may be converted into an unlimited series of
penalties on the defendant.
We think, therefore, that it is a very grave error to instruct
a jury ‘that as to the measure of damages the same rule is
to govern, whether the patent covers an entire machine or an
improvement on a machine.’
It appears, from the evidence in this case, that McCormick
sold licenses to use his original patent of 1834 for twenty
dollars each. He sold licenses to the defendants to make and
vend machines containing all his improvements to any extent
for thirty dollars for each machine, or at an average of ten
dollars for each of his three patents. The defendants made and
sold many hundred machines, and paid that price and no more.
They refused to pay for the last three hundred machines under
a belief that the plaintiff was not the original inventor of this
last improvement, whereby a seat for the raker was provided
on the machine, so that he could ride, and not be compelled
to walk as before. Beyond the refusal to pay the usual license
price, the plaintiff showed no actual damage. The jury gave
a verdict for nearly double the amount demanded for the use
of three several patents, in a suit where the defendant was
charged with violating one only, and that for an improvement
of small importance when compared with the whole machine.
This enormous and ruinous verdict is but a corollary or
necessary consequence from the instructions given in that
portion of the charge of the court on which we have been
commenting, and of the doctrines therein asserted, and to
which this court cannot give their assent or concurrence.
The judgment of the Circuit Court is reversed, with a venire
de novo.

Order.
This cause came on to be heard on the transcript of the
record from the Circuit Court of the United States for the
Northern District of New York, and was argued by counsel.
On consideration whereof it is now here ordered and adjudged
by this court that the judgment of the said Circuit Court in this
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cause be, and the same is hereby reversed, with costs, and that
this cause be, and the same is hereby remanded to the said
Circuit Court with directions to award a venire facias de novo.

End of Document

All Citations
57 U.S. 480, 16 How. 480, 1853 WL 7695, 14 L.Ed. 1024
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[2] Because Mr. Knox is proceeding
pro se, we liberally construe his pleadings.
See Braxton v. Zavaras, 614 F.3d 1156,
1159 (10th Cir.2010). Nevertheless, we
conclude that the relief he seeks is not
available to him in federal court.
[3, 4] To begin with, Mr. Knox’s claims
appear to be barred by the Rooker/Feldman abstention doctrine, because he is
essentially seeking review and reversal of
the state-court denial of his name-change
request. See Rooker v. Fidelity Trust Co.,
263 U.S. 413, 44 S.Ct. 149, 68 L.Ed. 362
(1923); D.C. Court of Appeals v. Feldman,
460 U.S. 462, 103 S.Ct. 1303, 75 L.Ed.2d
206 (1983). Under that doctrine, ‘‘a party
losing in state court is barred from seeking
what in substance would be appellate review of the state judgment in a United
States district court, based on the losing
party’s claim that the state judgment itself
violates the loser’s federal rights.’’ Johnson v. De Grandy, 512 U.S. 997, 1005–06,
114 S.Ct. 2647, 129 L.Ed.2d 775 (1994).
[5] But even if Mr. Knox’s federalcourt claims can survive, at least in part,
Rooker–Feldman, he is not entitled to relief. To the extent that he is seeking relief
in the nature of mandamus, ordering Defendants to take action in their capacities
as state judges, ‘‘[w]e have no authority to
issue such a writ to direct state courts or
their judicial officers in the performance of
their duties.’’ Van Sickle v. Holloway, 791
F.2d 1431, 1436 n. 5 (10th Cir.1986) (internal quotation marks omitted); see Olson v.
Hart, 965 F.2d 940, 942 (10th Cir.1992)
(‘‘Federal courts have no authority to issue
a writ of mandamus to a state judge.’’).
[6] Likewise, he cannot obtain injunctive relief against Defendants. Although
we have previously said that a plaintiff
may obtain an injunction against a state
judge under 42 U.S.C. § 1983, see Harris
v. Champion, 51 F.3d 901, 905 (10th Cir.
1995); Olson, 965 F.2d at 943, those statements were abrogated by the Federal

Courts Improvement Act of 1996, which
provides that ‘‘injunctive relief [against a
judicial officer] shall not be granted unless
a declaratory decree was violated or declaratory relief was unavailable,’’ 42 U.S.C.
§ 1983. He has not shown that either
condition was satisfied here.
[7] Finally, we note that Mr. Knox
asks this court to set aside the district
court’s determination that his suit is frivolous and malicious. His concern is that a
dismissal on that ground under 28 U.S.C.
§ 1915A counts as a strike in determining
eligibility for in forma pauperis status
under 28 U.S.C. § 1915(g). See Hafed v.
Fed. Bureau of Prisons, 635 F.3d 1172,
1176–77 (10th Cir.2011). We deny Mr.
Knox’s request because, as shown by our
discussion of the merits of his claims, the
district court properly characterized them
as frivolous.
CONCLUSION
We AFFIRM the judgment below. We
deny Mr. Knox’s motion to proceed in
forma pauperis on appeal and order him
to immediately remit the unpaid balance
due of the filing fee.
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Background: Patentee brought action for
infringement of patent for a software reg-
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istration system directed towards reducing
the unauthorized use of software. The
United States District Court for the District of Rhode Island, William E. Smith, J.,
447 F.Supp.2d 177, granted summary
judgment as to noninfringement. Patentee
appealed. The Court of Appeals, 290 Fed.
Appx. 337, reversed and remanded. Following jury trial on remand, jury returned
verdict awarding patentee $388,000,000 in
damages. The District Court, Smith, J.,
640 F.Supp.2d 150, granted alleged infringer judgment as matter of law (JMOL)
in part, and granted new trial on infringement and willfulness. Patentee appealed.
Holdings: The Court of Appeals, Linn,
Circuit Judge, held that:
(1) whether additional structural components in message digest and secure
hash algorithms contained in alleged
infringer’s software products were
‘‘summation algorithms’’ as claimed in
patent was fact issue for the jury;
(2) whether product activation system contained in alleged infringer’s software
products used a ‘‘registration system’’
with a ‘‘mode switching means,’’ as
claimed in patent was fact issue for
jury;
(3) alleged infringer did not act despite an
objectively high likelihood that its actions constituted infringement, as required to show willful infringement of
patent;
(4) evidence relying on ‘‘25 percent rule of
thumb,’’ which was tool used to approximate the reasonable royalty rate the
manufacturer of patented product
would be willing to offer to pay to the
patentee during a hypothetical negotiation, was inadmissible under Daubert;
and
(5) District Court did not abuse its discretion in granting conditional new trial
on damages.
Affirmed in part and reversed in part.
See also 447 F.Supp.2d 177.
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1. Patents O312(1.1)
To prove infringement of patent, the
plaintiff bears the burden of proof to show
the presence of every element or its equivalent in the accused device.
2. Patents O324.55(5)
The underlying issue of infringement
of a patent is a question of fact reviewed
by the Court of Appeals for substantial
evidence.
3. Federal Courts O765, 776
Court of Appeals reviews a district
court’s denial of judgment as a matter of
law (JMOL) after a jury verdict de novo,
asking whether the evidence points so
strongly and overwhelmingly in favor of
the moving party that no reasonable jury
could have returned a verdict adverse to
that party.
4. Patents O314(5)
Whether additional structural components in message digest and secure hash
algorithms contained in alleged infringer’s
software products were ‘‘summation algorithms,’’ as claimed in patent for a software
registration system, was a fact issue for
the jury in patent infringement action. 35
U.S.C.A. § 271(a).
5. Evidence O508, 555.2
Under Daubert, the district court
must exercise its ‘‘gatekeeper’’ function in
ensuring that scientific testimony is relevant, reliable and admissible. Fed.Rules
Evid.Rule 702, 28 U.S.C.A.
6. Evidence O574
It is decidedly the jury’s role to evaluate the weight to be given to the testimony
of dueling qualified experts.
7. Patents O314(5)
Whether product activation system
contained in alleged infringer’s software
products used a ‘‘registration system’’ with
a ‘‘mode switching means,’’ as claimed in
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patent for a software registration system,
was fact issue for jury in infringement
action; use of product during ‘‘grace period’’ after agreement to end user license
agreement (EULA) and before product activation in accused products did not constitute full use in accordance with EULA,
and patent was not limited to situation
where activation and licensing were concurrent. 35 U.S.C.A. § 112.
8. Federal Civil Procedure O2339
A new trial is only appropriate when
the outcome is against the clear weight of
the evidence such that upholding the verdict will result in a miscarriage of justice.
9. Federal Civil Procedure O2373
In contrast to ruling on a motion for
judgment as a matter of law (JMOL), in
considering a motion for a new trial, the
district court may independently weigh the
evidence.
10. Federal Courts O825.1
District court is entitled to deference
in granting a new trial motion, and the
Court of Appeals only overturns grant of
new trial if district court has abused its
discretion.
11. Patents O312(4, 8)
To establish willful infringement of a
patent, a patentee must show by clear and
convincing evidence that infringer acted
despite an objectively high likelihood that
its actions constituted infringement of a
valid patent; in addition, a patentee must
show the risk was either known or so
obvious that it should have been known to
the accused infringer.
12. Patents O227
Alleged infringer did not act despite
an objectively high likelihood that its actions constituted infringement, as required
to show willful infringement of patent for a
software registration system, absent any
evidence at trial or on appeal from patent
holder showing why alleged infringer, at

time it began infringement, could not have
reasonably determined that product’s algorithms did not meet patent’s limitations.
13. Patents O319(1)
A reasonable royalty, as part of an
award of damages upon finding infringement of valid patent, is often determined
on the basis of a hypothetical negotiation,
occurring between the parties at the time
that infringement began. 35 U.S.C.A.
§ 284.
14. Evidence O555.9
Evidence relying on ‘‘25 percent rule
of thumb,’’ which was tool used to approximate the reasonable royalty rate the manufacturer of patented product would be
willing to offer to pay to the patentee
during a hypothetical negotiation, was inadmissible under Daubert, since it failed to
tie a reasonably royalty base to facts of
case at issue. Fed.Rules Evid.Rule 702,
28 U.S.C.A.
15. Patents O312(1.7)
The patentee bears the burden of
proving damages in infringement action.
35 U.S.C.A. § 284.
16. Evidence O555.9
To be admissible under Daubert, expert testimony opining on a reasonable
royalty rate in patent infringement case
must carefully tie proof of damages to the
claimed invention’s footprint in the market
place.
Fed.Rules Evid.Rule 702, 28
U.S.C.A.
17. Patents O318(4.1)
In patent infringement action, the
‘‘entire market value rule’’ allows a patentee to assess damages based on the entire
market value of the accused product only
where the patented feature creates the
basis for customer demand or substantially
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creates the value of the component parts.
35 U.S.C.A. § 284.
See publication Words and Phrases for other judicial constructions
and definitions.

18. Patents O323.3
District Court did not abuse its discretion in granting conditional new trial on
damages in action for infringement of a
patent for a software registration system,
where patentee’s references to total dollar
volume of sales of accused products to
show that its claimed royalties were reasonable violated the ‘‘entire market value
rule.’’ Fed.Rules Civ.Proc.Rule 59, 28
U.S.C.A.
19. Patents O314(5)
Issue of whether patent for a software
registration system was invalid due to obviousness in light of prior art, even if
summation algorithm as used in patent
would have been an obvious or inferior
substitute for the algorithms used in prior
art patents, was fact issue for jury in
patent infringement action.
Patents O328(2)
4,658,093. Cited as Prior Art.
Patents O328(2)
5,474,555, 6,263,432. Cited.
Patents O328(2)
5,490,216. Infringed.
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defendant-cross appellant. With him on
the brief were Kurt L. Glitzenstein; John
W. Thornburgh, of San Diego, CA and
Laura R. Braden, of Washington, DC.
Before RADER, Chief Judge, LINN
and MOORE, Circuit Judges.
LINN, Circuit Judge.
Uniloc USA, Inc. and Uniloc Singapore
Private Limited (collectively, ‘‘Uniloc’’) appeal from the decision of the United States
District Court for the District of Rhode
Island granting Microsoft Corporation’s
(‘‘Microsoft’’) motion for judgment as a
matter of law (‘‘JMOL’’) of non-infringement and no willful infringement of asserted claims of Uniloc’s U.S. Patent No.
5,490,216 (‘‘8216 patent’’), and, in the alternative, granting a new trial on infringement and willfulness. Uniloc USA, Inc. v.
Microsoft Corp., 640 F.Supp.2d 150 (D.R.I.
Sept.29, 2009) (‘‘Uniloc II ’’). Uniloc also
appeals the district court’s alternative
grant of a new trial on damages. Microsoft cross-appeals the district court’s denial of its motion for JMOL of invalidity of
the 8216 patent. Id. at 179–83.
Because the jury’s verdict on infringement was supported by substantial evidence, this court reverses the district
court’s grant of JMOL of non-infringement; this court also reverses the district
court’s alternative grant of a new trial on
infringement as an abuse of discretion.
Because the jury’s verdict on willfulness
was not supported by substantial evidence,
this court affirms the district court’s grant
of JMOL of no willfulness; the district
court’s alternative grant of a new trial for
willfulness is thus rendered moot. Because the jury’s damages award was fundamentally tainted by the use of a legally
inadequate methodology, this court affirms
the grant of a new trial on damages. Finally, because the district court did not
abuse its discretion in determining that the
jury verdict of no invalidity of the 8216

1296

632 FEDERAL REPORTER, 3d SERIES

patent was supported by substantial evidence, we affirm the district court’s denial
of Microsoft’s motion for JMOL of invalidity.
I.

BACKGROUND

Commercial software manufacturers like
Microsoft lose significant sales as a result
of the ‘‘casual copying’’ of software, where
users install copies of a software program
on multiple computers in violation of applicable software license conditions. Uniloc’s
8216 patent was an early attempt to combat such software piracy. There is no
dispute as to the actual functioning of Uniloc’s patented invention and Microsoft’s
accused products. The following background information is taken from the district court’s opinion. Uniloc II, 640
F.Supp.2d 150.
A.

The 8216 Patent

Uniloc’s 8216 patent is directed to a
software registration system to deter
copying of software. The system allows
the software to run without restrictions
(in ‘‘use mode’’) only if the system deter-

mines that the software installation is legitimate. A representative embodiment
functions as follows. First, a user intending to use the software in ‘‘use mode’’
enters certain user information when
prompted, which may include a software
serial number and/or name and address
information. An algorithm on the user’s
computer (a ‘‘local licensee unique ID generating means’’) combines the inputted information into ‘‘a registration number
unique to an intending licensee’’ (a ‘‘local
licensee unique ID’’). 8216 patent, Abstract. The user information is also sent
to the vendor’s system, which performs
the identical algorithm (a ‘‘remote licensee
unique ID generating means’’) to create a
‘‘remote licensee unique ID’’ for the user.
When the application boots again, a ‘‘mode
switching means’’ compares the local and
remote licensee unique IDs. If they
match, the program enters into ‘‘use
mode.’’ If they do not match, the program enters into ‘‘demo mode,’’ wherein
certain features are disabled. Figure 8
from the 8216 patent shows the fifth preferred embodiment:
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8216 patent, Fig. 8.
Uniloc asserts only independent claim
19:
19. A remote registration station incorporating remote licensee unique ID generating means, said station forming part
of a registration system for licensing
execution of digital data in a use mode,
said digital data executable on a platform, said system including local licensee unique ID generating means, said
system further including mode switching means operable on said platform
which permits use of said digital data in
said use mode on said platform only if a
licensee unique ID generated by said
local licensee unique ID generating
means has matched a licensee unique ID
generated by said remote licensee
unique ID generating means; and
wherein said remote licensee unique ID
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generating means comprises software
executed on a platform which includes
the algorithm utilized by said local licensee unique ID generating means to produce said licensee unique ID.
8216 patent, col. 15 l.21—col. 16 l.9 (emphasis added).
B.

The Accused Product

The accused product is Microsoft’s Product Activation feature that acts as a gatekeeper to Microsoft’s Word XP, Word 2003,
and Windows XP software programs.
Upon receipt of Microsoft’s retail software
program, the user must enter a 25–character alphanumeric product key contained
within the packaging of Microsoft’s retail
products. If the Key is valid, the user is
asked to agree to the End User License
Agreement (‘‘EULA’’), by which the licensor-licensee relationship is initiated.
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At about this time, the software creates
a Product ID (‘‘PID’’) and a Hardware ID
(‘‘HWID’’) on the user’s computer. The
PID is formed from the combination of the
Product Key, information from the software CD, and a random number from the
user’s computer. The HWID is generated
from information about the user’s computer. The user may use the software without initiating Product Activation, but such
use is temporally limited (50 start-ups of
Office and 30 days use of Windows until
basic functions like saving and printing are
deactivated) and functionally limited (no
updates can be downloaded and installed).
If the user elects to initiate Product Activation, the software sends a digital license
request to Microsoft over the internet,
which includes: the PID, the HWID, and
additional activation information. At Mi-

crosoft’s remote location, this information
is entered into one of two software algorithms: the MD5 message digest algorithm
(‘‘MD5’’) for Office products and the SHA–
1 secure hash algorithm (‘‘SHA–1’’) for
Windows products.1

First, A, B, C, and D are 32–bit num-

bers and F, G, H, and I are logical opera-

As discussed in the animation referred to,
infra, the only differences between MD5 and
SHA–1 are the added logical operation group
and shifting step in SHA–1. Throughout this
litigation, the two algorithms have been treat-

ed as functionally identical for infringement
purposes. For ease of presentation, this opinion discusses only the MD5 algorithm, but it
is uncontested that the same analysis applies
to both.

1.

The functionality of the MD5 and SHA–
1 algorithms is at the heart of this case.
As the district court noted, Microsoft’s expert, Dr. Wallach, provided a demonstrative animation, which gives a clear, detailed, and uncontested explanation of the
functionality of these algorithms. The animation and the explanation of it given by
Dr. Wallach at the trial (Trial Tr. 157:21–
166:3, Mar. 31, 2009) may be downloaded
at http://oralarguments.cafc.uscourts.gov/
animation/Uniloc.2010–1035.Animation.
pdf. The first frame is explained below.
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tions into which the numbers B, C, and D
are entered. For example, F(x, y, z) = (x
AND y) OR ((NOT x) AND z). Thus, if B,
C, and D are 0, 1, 1, respectively, F(0, 1, 1)
= 1. The result is that three 32–bit numbers are compressed into a single 32–bit
number.
Second, the resulting number is added
to A using modular addition. Modular
addition is a way of adding that resets the
count of a sum after a certain threshold
number is reached. The most familiar
example is the American A.M./P.M. clock
system. If a three hour movie begins at
11:00 A.M., it will end at 2:00 P.M. This is
an example of mod12 addition: one first
adds 11v3=14 then subtracts 12 to get 2.
Modular addition, or modulo-addition, is
used throughout the MD5 algorithm.
Third, M1, the first component of the
source message being hashed, is moduloadded to the result from step 2.
Fourth, additive constant Ki is moduloadded to the result from step 3.
Fifth, the resulting number is ‘‘circular
shifted’’ (according to Microsoft) or ‘‘left
shifted’’ (according to Uniloc); the shift is
depicted by the green box with the three
arrows in the diagram. Because the actual functionality is not disputed, we will
refer to it as ‘‘circular shifting’’ for the
purposes of this opinion. Inserting into
the shifter the binary number 0100 10112
(which is the binary equivalent of 75), and
shifting it by 1 place would yield 1001 0110
(which is the binary equivalent of 150).
The result of this operation is a multiplication by two for each single unit shift. If
the number is again shifted (or if the
original shift was by 2 places), the output
becomes 0010 1101 (which is the binary
equivalent of 45). Because a single 8–bit
string cannot represent numbers larger
2.

For demonstration purposes, we use an 8–
bit number, though the MD5 algorithm uses a
32–bit number. Four of the characters are
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than 255 (1111 1111), such numbers are
represented in mod255; thus the 300 expected from multiplying 150 by 2, becomes
45 in mod255 (300–255).
Sixth, the resulting number is then modulo-added to initial value B, which final
number becomes the new value B’. Initial
value C becomes new value D’, D becomes
A’, and A becomes B’. The hashing algorithm is then run again using these new
values (A’, B’, C’, D’) in place of the old (A,
B, C, D) and the second component of the
message (M2) in place of the first (M1).
After sixteen rounds of this, a different
logical function, G(x, y, z) is used, and the
same message string is input in a different
order. The function G is used for sixteen
rounds, followed by sixteen rounds of function H and sixteen rounds of function I.
The end result is a ‘‘license digest,’’ i.e. ‘‘a
shortened fixed-bit output,’’ Uniloc II, 640
F.Supp.2d at 157, derived from the original
message.
Microsoft encrypts this digest, and
sends it along with the original data back
to the user’s computer. The software on
the user’s computer decrypts the message
and recovers the ‘‘license digest.’’ It then
inputs the original data (i.e. the PID,
HWID, and additional activation information) and enters it into the same MD5 or
SHA–1 algorithm used by Microsoft’s computers, resulting in a local ‘‘license digest.’’
Microsoft’s Product Activation software
compares the local license digest and the
remote license digest; if they match, the
software product is activated. If they do
not, the software returns to pre-Product
Activation mode.
C.

Procedural History

In the first iteration of this case, the
district court issued a claim construction
italicized to demonstrate the effect of the circular shifter.
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ruling, construing several terms that are
relevant to the instant appeal. Uniloc
USA, Inc. v. Microsoft Corp., 447
F.Supp.2d 177 (D.R.I.2006) (‘‘Uniloc I
Claim Construction ’’). These appear below.
‘‘Licensee
unique ID’’
‘‘Local licensee
unique ID generating means’’
and ‘‘Remote
licensee unique
ID generating
means’’
‘‘Use mode’’

‘‘A unique identifier associated
with a licensee.’’ Id. at 183.
Means plus function. ‘‘Function: to generate a local or
remote licensee unique ID’’
and ‘‘Structure: a summation
algorithm or a summer and
equivalents thereof.’’ Id. at
190.
‘‘A mode that allows full use of
the digital data or software in
accordance with the license.’’
Id. at 196.

‘‘Mode switching
means’’

Means plus function. ‘‘Function: to permit the digital data
or software to run in a use
mode if the locally generated
licensee unique ID matches
with the remotely generated licensee unique ID.’’ and ‘‘Structure: program code which performs a comparison of two
numbers or a comparator and
equivalents thereof.’’ Id. at
198 (synonyms in the claim
construction not relevant to
the claim at issue are removed
for simplicity).

‘‘Registration
system’’

‘‘A system that allows digital
data or software to run in a
use mode on a platform if and
only if an appropriate licensing
procedure has been followed.’’
Id. at 202.

The district court granted summary judgment of non-infringement, Uniloc USA,
Inc. v. Microsoft Corp., No. 03–440 (D.R.I.
Oct. 19, 2007), concluding that the algorithm used at Microsoft’s remote station to
generate a licensee unique ID was not
identical to the algorithm used on the
user’s local station as required by the last
limitation in the claim. Id. at 24.
On appeal, this court reversed and remanded the finding of non-infringement,
holding that Uniloc had put forth ‘‘extensive and by no means conclusory’’ evidence
that Microsoft’s Product Activation used
the same algorithm at the local and remote
sites (respectively, the ‘‘local licensee

unique ID generating means’’ and ‘‘remote
licensee unique ID generating means’’),
and that the issue of whether the accused
products met this limitation should have
gone to the jury. Uniloc USA, Inc. v.
Microsoft Corp., 290 Fed.Appx. 337, 343
(Fed.Cir.2008) (non-precedential) (‘‘Uniloc
I ’’). In that appeal, Microsoft presented
several alternative grounds for affirmance,
including several arguments centered
around the lack of any information in that
is ‘‘uniquely associated with the person’’
that results in a ‘‘licensee unique ID.’’ Br.
of Microsoft Corp. at 37–53, Uniloc I (Mar.
19, 2008). This court held that ‘‘the licensee unique ID does not require personal
information about the user,’’ so long as it is
‘‘unique,’’ and not ‘‘based solely on platform-related user information.’’ Uniloc I,
290 Fed.Appx. at 342–43. We explicitly
noted that the specification of the 8216
patent ‘‘leave[s] open the possibility that
vendor-provided information, like Microsoft’s Product Key, could be the basis for a
‘licensee unique ID.’ ’’ Id. at 344. Microsoft also argued that Product Activation
lacked a ‘‘licensee unique ID generating
means.’’ This court summarily rejected
that argument, noting that ‘‘[w]e have considered these arguments [for affirmance
on alternative grounds] and conclude they
are without merit.’’ Id. at 342.
On remand, the district court first rejected several in limine motions, including
a motion by Microsoft to exclude any testimony by Uniloc’s damages expert, Dr.
Gemini, under Daubert v. Merrell Dow
Pharmaceuticals, Inc., 509 U.S. 579, 589,
113 S.Ct. 2786, 125 L.Ed.2d 469 (1993) and
Federal Rule of Evidence 702, for his use
of an allegedly arbitrary baseline rate of
$10–per–activation, and the use of a 25
percent rule of thumb. Uniloc USA, Inc.
v. Microsoft Corp., 632 F.Supp.2d 147,
150–51 (D.R.I. 2009) (‘‘In Limine ’’). After a full trial, the jury returned a verdict
of infringement and no invalidity of claim
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19 of the 8216 patent, and found Microsoft’s infringement to be willful. The jury
awarded Uniloc $388 million in damages.
In post trial motions, Microsoft asked for:
(1) JMOL of invalidity due to anticipation
and obviousness; (2) JMOL of non-infringement of the ‘‘licensee unique ID generating means’’ and ‘‘registration system’’/‘‘mode switching means’’ limitations;
(3) JMOL of non-infringement because Microsoft could not have directly infringed
the system because claim 19 requires acts
to be taken on the user’s local computer
over which Microsoft has no control; (4)
JMOL of no willfulness; (5) a new trial on
damages for the improper use of the 25%
rule of thumb and the entire market value
rule; and (6) in the alternative, a new trial
on infringement and willfulness.
The district court, in a comprehensive
and well-reasoned opinion, denied JMOL
of invalidity, granted JMOL of non-infringement on the basis of both contested
claim limitations, granted JMOL of no willfulness, granted a new trial on damages on
the improper use of the entire market
value rule, rejected Microsoft’s arguments
regarding the 25 percent rule of thumb as
having been previously decided, Uniloc II,
640 F.Supp.2d at 184 and n. 42, and granted in the alternative a new trial on infringement and willfulness. The district
court also considered and rejected Microsoft’s contentions that it could not directly
infringe the asserted claims. The details
of the district court’s opinion are discussed
more fully below.
Uniloc appeals all but the denial of
JMOL of invalidity, which Microsoft crossappeals. We have jurisdiction under 28
U.S.C. § 1295(a)(1).
II.
A.

DISCUSSION
Infringement

[1, 2] To prove infringement, the plaintiff bears the burden of proof to show the
presence of every element or its equivalent
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in the accused device. Lemelson v. United
States, 752 F.2d 1538, 1551 (Fed.Cir.1985).
The underlying infringement issue is a
question of fact reviewed for substantial
evidence.
Finisar Corp. v. DirecTV
Group, Inc., 523 F.3d 1323, 1332 (Fed.Cir.
2008).
[3] This court’s review of a district
court’s grant of JMOL is governed by
regional circuit law.
Union Carbide
Chems. & Plastics Tech. Corp. v. Shell Oil
Co., 425 F.3d 1366, 1372 (Fed.Cir.2005).
The First Circuit reviews a district court’s
denial of JMOL after a jury verdict de
novo, asking whether ‘‘the evidence points
so strongly and overwhelmingly in favor of
the moving party that no reasonable jury
could have returned a verdict adverse to
that party.’’ Keisling v. SER–Jobs for
Progress, Inc., 19 F.3d 755, 759–60 (1st
Cir.1994). This court may not evaluate
‘‘the credibility of witnesses, resolve conflicts in testimony, or evaluate the weight
of the evidence,’’ but must view the evidence in the light most favorable to Uniloc.
Gibson v. City of Cranston, 37 F.3d 731,
735 (1st Cir.1994).
Microsoft argues that because there is
no dispute about how the accused products
work, infringement should be reviewed de
novo. Br. of Microsoft Corp. at 18, 22–23
(citing Athletic Alts., Inc. v. Prince Mfg.,
Inc., 73 F.3d 1573, 1578 (Fed.Cir.1996)
(‘‘Where, as here, the parties do not dispute any relevant facts regarding the accused product but disagree over which of
two possible meanings of Claim 1 is the
proper one, the question of literal infringement collapses to one of claim construction, and should thus be reviewed de
novo.’’) and General Mills, Inc. v. Hunt–
Wesson, Inc., 103 F.3d 978, 983 (Fed.Cir.
1997) (similar)). It is well-settled that infringement is a factual issue, reviewed for
substantial evidence. E.g. Finjan, Inc. v.
Secure Computing, Corp., 626 F.3d 1197
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(Fed.Cir.2010); Connell v. Sears, Roebuck
& Co., 722 F.2d 1542, 1546 (Fed.Cir.1983).
The cases cited by Microsoft involve a
procedural posture not present in this
case. As this court noted in International
Rectifier Corp. v. IXYS Corp., 361 F.3d
1363, 1374 (Fed.Cir.2004), the infringement issue in General Mills collapsed into
claim construction because ‘‘the parties
agreed with each other and the district
court about how each of two competing
claim constructions would apply to the undisputed structure of the accused invention.’’ In other words, the parties conceded that under one claim construction
there was infringement and under the other there was none, and were arguing only
over which claim construction was appropriate. The infringement issue in Athletic
Alternatives also came to this court with
the same posture. See 73 F.3d at 1581
(‘‘We conclude that Claim 1 of the 8097
patent includes the limitation that the
splay-creating string end offset distance
take on at least three values, i.e., a minimum, a maximum, and at least one intermediate value. We thus affirm the district
court’s conclusion that Claim 1 does not
literally read on the Vortex racket.’’). As
discussed below, this case presents the
opposite procedural posture; the claim
construction itself is not contested, but the
application of that claim construction to
the accused device is. Thus, this court
applies the traditional rule for review of
jury verdicts of factual issues discussed
above.
This case presents three primary infringement issues: 1) whether the accused
products contain ‘‘licensee unique ID generating means’’; 2) whether the accused
products contain a ‘‘registration system’’
with a ‘‘mode switching means’’ that precludes full use of the software unless the
outputs of the local and remote algorithms
match; and 3) whether Microsoft can be
liable for direct infringement when it has
no control over the user’s computer.

1.

‘‘Licensee Unique ID
Generating Means’’

The 8216 patent specification describes
the licensee unique ID generating means
as an algorithm that functions by ‘‘combin[ing] by addition the serial number 50
with the software product name 64 and
customer information 65 and previous user
identification 22 to provide registration
number 66.’’ Id. col. 11 ll.53–56. The
district court’s construction of ‘‘licensee
unique ID generating means’’ is undisputed on appeal: it is a means plus function
claim, with the function being ‘‘to generate
a local or remote licensee unique ID’’ and
the structure being ‘‘a summation algorithm or a summer and equivalents thereof.’’ Uniloc I Claim Construction, 447
F.Supp.2d at 190.
The district court determined that no
reasonable jury could find that the accused
products were summation algorithms, and
granted JMOL of non-infringement. The
district court gave seven reasons for its
decision: (1) the ‘‘circular shifting and mixing functions fundamentally create a more
secure result compared to an algorithm
based in summation as the specification
discloses,’’ Uniloc II, 640 F.Supp.2d at 170;
(2) summation is reversible and MD5 is
irreversible and much more complicated,
id. (citing Business Objects, S.A. v. Microstrategy, Inc., 393 F.3d 1366, 1370 (Fed.
Cir.2005)); (3) ‘‘MD5 achieves its function
in a way an algorithm based in summation
could not,’’ id.; (4) the 8216 patent contained only a narrow structural disclosure
that is not entitled to a broad scope, id. at
171; (5) the documentary evidence presented by Uniloc did not show what ‘‘the
complex hashes in this case actually do,
and whether that is equivalent to the ‘by
addition’ structure Uniloc disclosed,’’ id. at
172; (6) Uniloc did not put forth expert
opinion interpreting the documents, except
for Klausner’s presentation of ‘‘factual in-
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formation under the guise of opinion,’’ id.
at 172 and n. 25 (citing Centricut, LLC v.
Esab Grp., Inc., 390 F.3d 1361, 1369–70
(Fed.Cir.2004), but noting that case is ‘‘not
a perfect fit’’); and (7) ‘‘[t]he jury ‘lacked a
grasp of the issues before it,’ ’’ id. at 173
(citing Tex. Instruments Inc. v. Cypress
Semiconductor Corp., 90 F.3d 1558, 1570
(Fed.Cir.1996)) because it ‘‘ignored Dr.
Wallach’s admittedly complex explanation
and embraced Mr. Klausner’s’’ ‘‘incomplete, oversimplified and frankly inappropriate explanation,’’ id. at 170 n. 21.
Uniloc argues that a reasonable jury
could have concluded that MD5 and SHA1
were summation algorithms within the
meaning of the 8216 patent, and that the
district court erred in granting JMOL of
non-infringement. The jury heard two
sets of evidence in favor of Uniloc’s contention that MD5 and SHA1 were summation
algorithms. First, Dr. Klausner, Uniloc’s
expert, testified that MD5 makes a digest
of the message it receives
by doing addition and multiplication in a
series of rounds over and over again. It
takes a piece of the input, adds and
shifts it, takes another piece of the input, adds and shifts it. It does a number of other operations, what are called
logical operations in mathematics. But
the essence is it eventually adds each of
the results of these piece-wise operations into a bucket or a hash, and that
hash becomes the output of the algorithm.
He also testified that MD5 uses ‘‘two primary kinds of operations to do its work.
One is addition, summing; and the other
is what we call left shifting TTT [which is]
actually nothing more than multiplication
TTT [which] is nothing more than addition
done over and over again.’’ Klausner then
identified the source code that was the
basis of his understanding that MD5 performed addition, noting that ‘‘I’m not saying that that’s all that MD5 does, but
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that’s a significant portion of the MD5
algorithm.’’ Second, the jury saw documentary evidence identifying MD5 as, or
equating it to, a summation algorithm.
For example, in Microsoft’s Windows Protocols Master Glossary, one entry reads
‘‘checksum: A value that is the summation of a byte stream. By comparing the
checksums computed from a data item at
two different times, one can quickly assess
whether the data items are identical.’’
That same document equates ‘‘hashes’’
and ‘‘checksums,’’ and notes that ‘‘[w]ellknown hash algorithms for computer hashes include MD4, MD5, and SHA1.’’ Other
Microsoft documents also refer to the outcome of the MD5 algorithm as a ‘‘checksum.’’ See Kenneth Pfeil, Data Security
and Data Availability in the Administrative Authority, Microsoft TechNet, available at http://technet.microsoft.com/en-us/
library/cc722918.aspx (‘‘Hashing. Hashing is also referred to as MD5 checksum.’’). See also Windows Driver Kit:
Network
Devices
and
Protocols:
NDIS TASK IPSEC, MSDN, updated
document
available
at
http://msdn.
microsoft.com/en-us/library/ff558990.aspx
(‘‘MD5 Set by a miniport driver to indicate that its NIC can use the keyed MD5
algorithm for computing and/or validating
a cryptographic checksum for an AH payload and/or ESP payload.’’). In addition,
Uniloc relied on U.S. Patent No. 6,263,432
(‘‘8432 patent’’), which, in describing the
procedure for generating a secure e-ticket,
includes the following step:
In this example, each of the four fields
in the ‘eticket’ framework 302 and user
extension 304 include data represented
by the number ‘1’ in step S1. The message Digest/Hash is represented by a
summation (S) algorithm (equated to, or
exemplary of, the MD5 protocol or other
hashing algorithm). Hence, to calculate
the Message Digest/Hash, a summation
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algorithm is implemented using all eight
fields of data in step 2.
8432 patent col. 9 ll.50–57.
Uniloc also argues that the district court
improperly narrowed the claim construction on JMOL from ‘‘summation algorithm’’ to a ‘‘simple combination of inputs
by addition,’’ Uniloc, 640 F.Supp.2d at 170,
which was improper under Hewlett–Packard Co. v. Mustek Sys., Inc., 340 F.3d
1314, 1320 (Fed.Cir.2003).
Microsoft counters with three arguments. First, Uniloc’s interpretation of
‘‘summation algorithm’’ would be so broad
as to cover any algorithm with a plus sign,
and would be akin to adopting the rejected
claim construction of licensee unique ID
generating means as simply ‘‘an algorithm.’’ Microsoft argues that such a broad
reading is inconsistent with the patent,
which disclosed only the specific structure
where ‘‘the algorithm, in this embodiment,
combines by addition,’’ 8216 patent, col. 11
ll.53–56. Second, Microsoft notes that its
expert, Dr. Wallach, established that the
algorithms as a whole are not ‘‘summation
algorithm[s]’’ because neither circular
shifting nor the logical operations of MD5
and SHA1 are addition-based, and that his
testimony was unrebutted, because the district court prevented Uniloc’s expert, Dr.
Klausner, from opining that MD5 and
SHA1 were summation algorithms within
the scope of claim 19 of the 8216 patent.
Finally, Microsoft contrasts the purpose of
MD5 and SHA1—to irreversibly scramble
the data so that the inputs cannot be derived—with the purpose of the summation
algorithms in the 8216 patent, to put data
together by addition.
[4] As this court held in Uniloc I, 290
Fed.Appx. at 342, there was substantial
evidence for a jury to conclude that the
output of the MD5 and SHA1 algorithms
was a licensee unique ID. Thus, both
MD5 and the summation algorithm in the
8216 patent perform the same function of

generating a licensee unique ID. It is also
undisputed that MD5 and SHA1 use some
addition to perform this function. Uniloc
II, 640 F.Supp.2d at 168. Thus, the issue
is whether the additional structural components of MD5 and SHA1 preclude a reasonable jury from finding that they are
‘‘summation algorithm[s].’’ This court
agrees with Uniloc that they do not.
First, the breadth of claim 19 is not as
narrow as Microsoft argues and the district court concluded. ‘‘The literal scope of
a properly construed means-plus-function
limitation does not extend to all means for
performing a certain function. Rather, the
scope of such claim language is sharply
limited to the structure disclosed in the
specification and its equivalents.’’ J & M
Corp. v. Harley–Davidson, Inc., 269 F.3d
1360, 1367 (Fed.Cir.2001). Nevertheless,
in determining equivalence under § 112
¶ 6, ‘‘the range of permissible equivalents
depends upon the extent and nature of the
invention.’’ IMS Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1436 (Fed.Cir.
2000) (citing Tex. Instruments, Inc. v. ITC,
805 F.2d 1558, 1563 (Fed.Cir.1986)).
‘‘More particularly, when in a claimed
‘means’ limitation the disclosed physical
structure is of little or no importance to
the claimed invention, there may be a
broader range of equivalent structures
than if the physical characteristics of the
structure are critical in performing the
claimed function in the context of the
claimed invention.’’ Id. The structural disclosure in the 8216 patent is not limited to
simple addition in the colloquial sense of
adding numbers together and nothing
more. In the sixth embodiment, from
which the summation structure was derived, the algorithm ‘‘combines by addition
the serial number 50 with the software
product name 64 and customer information
65 and previous user identification 22 to
provide registration number.’’ 8216 patent
col.11 ll.54–57. This ‘‘combination by addi-
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tion’’ necessarily incorporates an initial
step of converting the information into a
common format to be added, which requires more than simple addition. Moreover, there is no indication that the summation structure was critical to the 8216
patent’s licensee unique ID generating
means algorithm’s function of generating a
licensee unique ID. In fact, the 8216 patent repeatedly refers to the licensee
unique ID generating means by the generic phrase, ‘‘an algorithm,’’ e.g. 8216 patent
col.2 ll.65–66, and makes clear that the
importance of the algorithm is only that it
be ‘‘adapted to generate a registration
number which is unique to an intending
licensee.’’ Id. col.2 ll.66–67. It may well
be that the structural disclosure of the
licensee unique ID generating means limitation is minimal because of the relative
unimportance of the particular structure of
that element. This does not, as Microsoft
argues, result in pure functional claiming,
nor expand the claim construction to Uniloc’s proposed and rejected one of ‘‘an
algorithm.’’ Declining to limit the construction to simple addition does not also
extend the claims to any algorithm that
includes a plus sign; the construction retains its explicit limitation that the algorithm used be fairly capable of categorization as ‘‘a summation algorithm.’’
Second, a jury could reasonably determine that MD5 and SHA1 were not as
radically different from the summation algorithm disclosed in the 8216 as Microsoft
and the district court determined them to
be. Klausner testified that the ‘‘essence’’
of MD5 is that it ‘‘adds each of the results
of [the logical operations and shifts] into a
bucket or hash,’’ and that addition is one of
the ‘‘two primary kinds of operations [that
MD5 performs],’’ and the second is left
shifting, which he equated to multiplication, which he testified ‘‘is nothing more
than addition done over and over again.’’
To be sure, Microsoft’s Dr. Wallach disagreed with Klausner’s testimony, choosing
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to focus on the logical functions, which he
called the ‘‘heart and soul that makes MD5
what it is,’’ and the circular shifter, both of
which he opined were not ‘‘summation.’’
However, Microsoft has not explained why
all the steps of an algorithm must be summation steps in order for the algorithm to
qualify as a summation algorithm. The
jury could reasonably have believed that
MD5 is a summation algorithm. As this
court noted in IMS Tech., ‘‘though two
structures arguably would not be considered equivalent structures in other contexts, e.g., if performing functions other
than the claimed function,’’ they may nevertheless be equivalent under § 112 ¶ 6
when performing the same function. 206
F.3d at 1436. Here, the claimed function
is the generation of a licensee unique ID,
see infra section I.C, and if as Klausner
testified, MD5 uses addition to perform
this function, the enhanced functionality of
MD5 in making the output more secure
should not prevent it from being considered an equivalent structure. Microsoft’s
argument that because MD5 is irreversible
it cannot be a summation algorithm—such
that even if ‘‘you know the output of the
algorithm, it is impossible even to guess
any one input that would create the output,’’ Br. of Microsoft at 21—is likewise
unconvincing, because the same is true of
the most basic simple addition algorithm
(e.g., it is impossible to identify the two
numbers whose sum is 23).
[5, 6] Third, the district court improperly rejected Klausner’s testimony as ‘‘incomplete, oversimplified and frankly inappropriate,’’ justifying its rejection by
Klausner’s failure to discuss hashing, summation, or left-shifting in his expert report,
and his analogizing of an MD5 digest to a
Reader’s Digest book. Uniloc II, 640
F.Supp.2d at 170 n. 21. In common with
the other circuits, First Circuit law does
not allow the district court in a jury trial to
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evaluate ‘‘the credibility of witnesses, resolve conflicts in testimony, or evaluate the
weight of the evidence.’’ Gibson, 37 F.3d
at 735. Under Daubert, the district court
must exercise its ‘‘gatekeeper’’ function in
ensuring that scientific testimony is relevant and reliable. Kumho Tire Co. v.
Carmichael, 526 U.S. 137, 137, 119 S.Ct.
1167, 143 L.Ed.2d 238 (1999) (discussing
Daubert v. Merrell Dow Pharm., Inc., 509
U.S. 579, 589, 113 S.Ct. 2786, 125 L.Ed.2d
469 (1993)). Here, the district court explicitly noted that Klausner was ‘‘qualified.’’ Uniloc II, 640 F.Supp.2d at 172 n.
25. It is decidedly the jury’s role to evaluate the weight to be given to the testimony
of dueling qualified experts. i4i Ltd.
P’ship v. Microsoft Corp., 598 F.3d 831,
856 (Fed.Cir.2010), cert. granted, 562 U.S.
––––, 131 S.Ct. 647, 178 L.Ed.2d 476 (2010)
(‘‘[I]t is not the district court’s role under
Daubert to evaluate the correctness of
facts underlying an expert’s testimony.’’).
The district court’s criticism of Klausner’s
use of the analogy of a digest to a ‘‘reader’s digest’’ is also improper, because Microsoft did not object at trial and has used
the same analogy in describing the output
of SHA1 as a ‘‘hash digest, where digest
indicates a shortened size, similar to Reader’s Digest condensed books.’’
Klausner’s testimony was certainly a
simplification of the functioning of MD5,
but neither the district court nor Microsoft
demonstrate why it was ‘‘oversimplified,’’
Uniloc II, 640 F.Supp.2d at 171 n. 21, or
even why it was inaccurate. Klausner recognized that summation was not all that
MD5 did, but opined that it was ‘‘a significant portion of the MD5 algorithm.’’
Finally, Microsoft’s attacks on the documentary evidence presented by Uniloc are
unwarranted. In particular, the contemporaneous Microsoft documents that define
the output of MD5 as a ‘‘checksum,’’ or
‘‘cryptographic checksum,’’ or indicate that

MD5 is indicative of a summation algorithm, 8432 patent col. 9 ll.50–57, help to
associate the MD5 procedure within the
reasonable bounds of the word ‘‘summation.’’ It is reasonable to consider MD5 a
summation algorithm where those skilled
in the art refer to its output as a ‘‘hashsum ’’ or an ‘‘MD5 sum.’’ Dr. Wallach had
the opportunity to respond at trial. For
example, in discussing Microsoft’s TechNet document, which included an entry,
‘‘Hashing. Hashing is also referred to as
MD5 checksum,’’ Dr. Wallach and Uniloc’s
attorney engaged in the following colloquy:
Q. Thank you. And so, then, apparently, you disagree that it would be fair
to say that a—that an MD5 is a checksum?
A. MD5 is a cryptographic checksum.
It’s a specialized kind of checksum.
Q. No, no, I didn’t ask that question.
A. Yes, you did.
Q. I said would you agree that it would
be fair to refer to the MD5 as just a
checksum, as specifically done in Microsoft’s document here?
A. Computer scientists would call MD5
a cryptographic checksum to distinguish
it from other kinds of checksums.
Microsoft has failed to show why a reasonable jury could not have rejected this distinction. Moreover, the district court’s response to these documents is puzzling.
The district court acknowledged that
‘‘[s]ome of these documents no doubt say
that MD5 and SHA–1 are a type of hash,
or checksum,’’ but noted that the documents did not show what ‘‘the complex
hashes in this case actually do,’’ Uniloc II,
640 F.Supp.2d at 172. However, MD5 and
SHA–1 are the complex hashes in this
case.
For the above reasons, this court concludes that a reasonable jury could rely on
Klausner’s testimony and the documentary
evidence to conclude that MD5 and SHA1
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were ‘‘summation algorithm[s]’’ as that
phrase is used in the context of the 8216
patent.
2.

‘‘Registration System’’ and
‘‘Mode Switching Means’’

In the alternative, the district court
granted JMOL of non-infringement because of Product Activation’s failure to
incorporate a ‘‘registration system’’ or
‘‘mode switching means’’ using the following constructions:
‘‘Mode switching
means’’

Means plus function. ‘‘Function: to permit the digital data
or software to run in a use
mode if the locally generated
licensee unique ID matches
with the remotely generated licensee unique ID.’’ and ‘‘Structure: program code which performs a comparison of two
numbers or a comparator and
equivalents thereof.’’ Uniloc I
Claim Construction, 447
F.Supp.2d at 198 (synonyms in
the claim construction not relevant to the claim at issue are
removed for simplicity).

‘‘Registration
system’’

‘‘A system that allows digital
data or software to run in a
use mode on a platform if and
only if an appropriate licensing
procedure has been followed.’’
Id. at 202.

‘‘Use mode’’

‘‘A mode that allows full use of
the digital data or software in
accordance with the license.’’
Id. at 196.

These constructions are undisputed on appeal. It is also undisputed that the relevant ‘‘license’’ in the definition of ‘‘use
mode’’ is the EULA, to which the user
agrees prior to initiation of Product Activation in the accused product. The crux of
the question is whether the use of the
accused products before Product Activation constitutes full use in accordance with
the EULA.
Microsoft argues that the legal licensing
occurred at the time the EULA was accepted by the user, and that whatever use
this permitted was full use in accordance
with the license. In other words, because
the terms of the EULA only give the user
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the right to use the accused products with
certain temporal and functional restrictions, such restricted use is ‘‘full use’’ under the terms of the EULA, and ‘‘fulfill[s]
the seller’s/licensor’s obligations in relation
to the sale or license of the right to execute the digital data or software in the use
mode.’’ 8216 patent col. 2 ll.42–44. Microsoft contrasts its system with that disclosed in the 8216 patent, which it says is
limited to systems in which legal licensing
and registration occur concurrently.
The district court agreed with Microsoft,
holding that once the user agrees to the
EULA, ‘‘the user becomes a licensee, and
can use the software in accordance with
the terms of the license, and with the
provided functionalityTTTT Activation itself
simply opens additional doors which were
previously locked to the licensee.’’ Uniloc
II, 640 F.Supp.2d at 175–77.
[7] Microsoft’s argument ultimately
fails because it rests on the false factual
premise that the functionality during the
‘‘grace period’’ between the EULA and
Product Activation satisfies Microsoft’s obligations under the EULA. This factual
premise is false for three reasons. First,
the EULA accompanying Microsoft Office
states: ‘‘Mandatory Activation. You may
not be able to exercise Your rights to the
Software Product under this EULA after a
finite number of product launches unless
You activate Your copy of the Software
Product in the manner described during
the launch sequence.’’ This sentence indicates that ‘‘rights TTT under this EULA’’
are restricted unless the product is activated, and do not encompass some abstract
right to full functionality. Consistently,
the Windows EULA, in a clause discussing
‘‘Mandatory Activation’’ notes that ‘‘[t]he
license rights granted under this EULA
are limited to the first thirty (30) days
after you first install the Product unless
you supply information required to acti-
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vate your licensed copy.’’ These ‘‘license
rights granted under this EULA’’ are
rights that had already been defined by
the EULA without temporal or functional
restrictions: ‘‘You may install, use, access,
display and run one copy of the Product on
a single computer,’’ subject only to limitations on the number of processors and
computers that may use the program.
Second, both the Windows license (‘‘Microsoft grants you the following rights provided that you comply with all terms and
conditions of this EULA’’) and the Office
license (‘‘The license rights described in
this Section are subject to all other terms
and conditions of this EULA’’) are conditional. Both also note that Product Activation is ‘‘[m]andatory.’’ Thus, unless the
user activates the product, she is not entitled to the rights granted by the EULA.
Finally, Klausner testified that unless the
accused products are activated, they cannot receive product updates or upgrades.
However, the Windows EULA allows a
user to install ‘‘updates, supplements, addon components, or Internet-based services
components, of the Product that Microsoft
may provide to you or make available to
you after the date you obtain your initial
copy of the Product.’’ Thus, in order to
have ‘‘full use TTT in accordance with the
license,’’ the user must have access to
these upgrades. This only occurs upon
activation.
This court thus concludes that use during the ‘‘grace period’’ after agreement to
the EULA and before Product Activation
in the accused product does not constitute
full use in accordance with the EULA. It
is undisputed that Product Activation lifts
all the grace period restrictions if and only
if the information entered indicates a legitimate copy of Office or Windows.
Moreover, the 8216 patent is not limited
to the situation where activation and licensing are concurrent. In the preferred
embodiment shown in Figures 2a-c, the

registration system requires the user to
view the license and to ‘‘continue’’ with the
registration, far upstream of the activation.
Until the user inputs confirmed payment
details and plugs in a valid registration
number, only the ‘‘demo version’’ of the
software will run. Once the user performs
these steps, the registration system
switches the software into the ‘‘full version.’’ 8216 patent, Figs. 2a-c.
For the above reasons, the jury had
substantial evidence to find that Microsoft’s Product Activation included a ‘‘registration system’’ and ‘‘mode switching
means,’’ and thus the district court erred
in granting JMOL of non-infringement on
the basis of this limitation.
3.

Alternative Ground for Affirmance:
Licensee Unique ID

Microsoft also argues as an alternative
ground for affirmance of JMOL that the
output of its MD5 and SHA1 algorithms
was not a licensee unique ID as required
by claim 19 of the 8216 patent because it
was not ‘‘associated with a licensee.’’ This
argument was sufficiently addressed and
decided against Microsoft by this court in
the prior appeal, and is thus law of the
case here. Uniloc I, 290 Fed.Appx. at 345
(reversing summary judgment of non-infringement and holding that the output of
Product Activation ‘‘generate[s] what
might qualify as a licensee unique ID, the
hash value’’).
4.

Alternative Ground for Affirmance:
Direct Infringement

Microsoft presents an alternative
ground for affirmance of JMOL of noninfringement, on the basis that Uniloc
failed to prove direct infringement because
Microsoft did not supply or use the endusers’ computers that implemented the local licensee unique ID generating means
and mode switching means. Microsoft re-
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lies primarily on Cross Medical Products,
Inc. v. Medtronic Sofamor Danek, Inc.,
424 F.3d 1293 (Fed.Cir.2005), and a line of
cases including Muniauction, Inc. v.
Thomson Corp., 532 F.3d 1318 (Fed.Cir.
2008) and BMC Res., Inc. v. Paymentech,
L.P., 498 F.3d 1373 (Fed.Cir.2007). The
district court rejected this argument in its
JMOL opinion.
Microsoft’s argument is severely hampered by the language of claim 19. Claim
19 is directed to ‘‘A remote registration
station incorporating remote licensee
unique ID generating means, said station
forming part of a registration system TTT
including local licensee unique ID generating meansTTTT’’ 8216 patent col.15 ll.21–
26. As we noted in BMC, ‘‘[a] patentee
can usually structure a claim to capture
infringement by a single party,’’ by ‘‘focus[ing] on one entity.’’ 498 F.3d at 1381.
This is exactly what Uniloc did in claim 19,
which focuses exclusively on the ‘‘remote
registration station,’’ and defines the environment in which that registration station
must function. It cannot be disputed that
during each Product Activation, Microsoft
‘‘uses’’ a ‘‘remote registration station’’ that
incorporates a ‘‘remote licensee unique ID
generating means,’’ and this station forms
part of a ‘‘registration system’’ that also
includes a ‘‘local licensee unique ID generating means’’ and a ‘‘mode switching
means.’’ That other parties are necessary
to complete the environment in which the
claimed element functions does not necessarily divide the infringement between the
necessary parties. For example, a claim
that reads ‘‘An algorithm incorporating
means for receiving e-mails’’ may require
two parties to function, but could nevertheless be infringed by the single party who
uses an algorithm that receives e-mails.
The claim here is thus distinguishable
from those at issue in Muniauction and
BMC, because here, only one party, Microsoft, makes or uses the remote registration
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station. See Muniauction, 532 F.3d at
1329; BMC, 498 F.3d at 1373. Nor is
claim 19 analogous to the claim at issue in
Cross Medical. There, the claim called for
‘‘[a] fixation device comprising TTT an anchor seat means which has a lower bone
interface operatively joined to said bone
segment.’’ 424 F.3d at 1299 (citing U.S.
Patent No. 5,474,555 col. 8 ll.33–41). This
court construed ‘‘operatively joined’’ to
mean that the interface and the bone must
be in contact, id. at 1305, and held that
Medtronic did not infringe the claims because ‘‘Medtronic does not itself make an
apparatus with the ‘interface’ portion in
contact with bone,’’ id. at 1311. Here,
however, Microsoft does make and use the
remote registration station in the environment required by the claims, when the
MD5 and SHA1 generate a remote licensee unique ID. Moreover, this court
agrees with the district court that ‘‘[a]ccepting Microsoft’s argument that the local
side of Claim 19 requires an end-user’s
participation, similar to the surgeons’ participation in Cross Medical, would be akin
to importing a method step into this software system—something the language of
Claim 19 does not support.’’ Uniloc II,
640 F.Supp.2d at 162.
5.

New Trial on Infringement Issues

Citing the closeness of the questions
presented on JMOL in this case, the district court also granted in the alternative
Microsoft’s motion for a new trial on infringement.
[8, 9] This court’s standard of review
over a district court’s grant of a motion for
new trial is governed by regional circuit
law. WMS Gaming, Inc. v. Int’l Game
Tech., 184 F.3d 1339, 1361 (Fed.Cir.1999).
In the First Circuit, a new trial is only
appropriate when ‘‘the outcome is against
the clear weight of the evidence such that
upholding the verdict will result in a mis-
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carriage of justice.’’ Ramos v. Davis &
Geck, Inc., 167 F.3d 727, 731 (1st Cir.1999).
In contrast to JMOL, in considering a
motion for a new trial, the district court
may ‘‘independently weigh the evidence.’’
Jennings v. Jones, 587 F.3d 430, 436 (1st
Cir.2009).
[10] ‘‘[A] district judge cannot displace a jury’s verdict merely because he
disagrees with it or because a contrary
verdict may have been equally supportable. As we have repeatedly observed,
trial judges do not sit as thirteenth jurors,
empowered to reject any verdict with
which they disagree.’’ Id. (internal citation omitted). Nevertheless, the district
court is entitled to deference in granting a
new trial motion, and the First Circuit
only overturns the grant of a new trial if
the district court has abused its discretion.
Id. at 435 (citing Gasperini v. Ctr. For
Humanities, Inc., 518 U.S. 415, 435, 116
S.Ct. 2211, 135 L.Ed.2d 659 (1996)). As
the Supreme Court noted, ‘‘[t]rial judges
have the unique opportunity to consider
the evidence in the living courtroom context, while appellate judges see only the
cold paper record.’’ Gasperini, 518 U.S.
at 438, 116 S.Ct. 2211.
The district court granted Microsoft’s
motion for a new trial on the infringement
issues in the alternative to its JMOL motion, and did not present any analysis
apart from its analysis of the JMOL infringement issues discussed above. This
court is convinced that the district court’s
grant of a new trial on infringement has no
more merit than the district court’s grant
of JMOL on infringement. Though it is a
close issue, this is not a situation where
the evidence falls within the zone where
substantial evidence supports the verdict
and the district court’s discretion in granting a new trial trumps such evidence.
This court thus reverses the district
court’s grant of a new trial on infringe-

ment for the same reasons as it reverses
the grant of JMOL of non-infringement.
B.

JMOL and New Trial for Willfulness

[11] ‘‘[T]o establish willful infringement, a patentee must show by clear and
convincing evidence that the infringer acted despite an objectively high likelihood
that its actions constituted infringement of
a valid patent.’’ In re Seagate Tech., LLC,
497 F.3d 1360, 1371 (Fed.Cir.2007) (en
banc). This is an objective inquiry. Id. In
addition, a patentee must show that this
risk ‘‘was either known or so obvious that
it should have been known to the accused
infringer.’’ Id. This is a subjective inquiry.
The district court concluded that no reasonable jury could have found that Microsoft’s conduct fell under either Seagate
prong. Uniloc II, 640 F.Supp.2d at 176–
77 (objective prong), 177–79 (subjective
prong). If the accused infringer’s position
is susceptible to a reasonable conclusion of
no infringement, the first prong of Seagate
cannot be met. See Cohesive Techs., Inc.
v. Waters Corp., 543 F.3d 1351, 1374 (Fed.
Cir.2008) (‘‘Because ‘rigid’ was susceptible
to a reasonable construction under which
Waters’s products did not infringe, there
was not an objectively high likelihood that
Waters’s actions constituted infringement.’’).
[12] Uniloc has failed to meet the
threshold objective prong of Seagate. Uniloc has not presented any evidence at
trial or on appeal showing why Microsoft,
at the time it began infringement, could
not have reasonably determined that MD5
and SHA1 did not meet the ‘‘licensee
unique ID generating means,’’ ‘‘licensee
unique ID,’’ or ‘‘registration system’’/‘‘mode switching means’’ limitations.
Specifically, infringement of the ‘‘licensee
unique ID generating means’’ limitation is
a complicated issue, made more so because
‘‘equivalence requires an intensely factual
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inquiry,’’ DePuy Spine, Inc. v. Medtronic
Sofamor Danek, Inc., 567 F.3d 1314, 1337
(Fed.Cir.2009). Uniloc’s argument about
copying is largely inapposite. See id. at
1336 (‘‘[E]vidence of copying in a case of
direct infringement is relevant only to Seagate’s second prong.’’). As the district
court noted, the facts here presented are
‘‘hardly the stuff of which objectively reckless unreasonable conduct is made.’’ Uniloc II, 640 F.Supp.2d at 177.
Given this court’s conclusion that Uniloc
failed to show that a reasonable jury could
find Microsoft’s conduct objectively reckless on the evidence presented, this court
need not address the subjective prong of
Seagate. This court thus affirms the district court’s grant of JMOL of no willfulness, and need not address the district
court’s alternative grant of a new trial on
willfulness.
C.

New Trial on Damages

The jury here awarded Uniloc $388 million, based on the testimony of Uniloc’s
expert, Dr. Gemini. Dr. Gemini opined
that damages should be $564,946,803.
This was based on a hypothetical negotiation between Uniloc and Microsoft and the
Georgia–Pacific factors. See Georgia–Pacific Corp. v. U.S. Plywood Corp., 318
F.Supp. 1116 (S.D.N.Y.1970). Gemini began with an internal pre-litigation Microsoft document that stated:
Product Keys are valuable for two major
reasons. First, since Product Keys can
be used to install a product and create a
valid Product ID, you can associate a
monetary value to them. An appraisal
process found that a Product Key is
worth anywhere between $10 and
$10,000 depending on usage. Secondly,
Product Keys contain short digital signature technology that Microsoft Research created. For these reasons, it is
crucial that Product Keys are handled
with maximum security.
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In Limine, 632 F.Supp.2d at 150 n. 2.
Gemini took the lowest value, $10, and
testified that this is ‘‘the isolated value of
Product Activation.’’ Gemini then applied
the so-called ‘‘25 percent rule of thumb,’’
hypothesizing that 25% of the value of the
product would go to the patent owner and
the other 75% would remain with Microsoft, resulting in a baseline royalty rate of
$2.50 per license issued. Gemini justified
the use of the rule of thumb because it has
‘‘been accepted by Courts as an appropriate methodology in determining damages,
in [his] experience, in other cases.’’ He
then considered several of the Georgia–
Pacific factors, with the idea being ‘‘to
adjust this 25% up or down depending on
how [the Georgia–Pacific factors] favor[ ]
either party.’’ At bottom, he concluded
that the factors in favor of Uniloc and
Microsoft generally balanced out and did
not change the royalty rate. He then
multiplied the $2.50 royalty rate by the
number of new licenses to Office and Windows products, 225,978,721, to get a final
reasonable royalty of $564,946,803. Gemini then ‘‘did kind of a check to determine
whether that number was reasonable. It’s
obviously, you know, a significant amount
of money. I wanted to check to make sure
it was a reasonable number.’’ The ‘‘check’’
was performed by ‘‘estimating the gross
revenues for the accused products’’ by
multiplying the 225,978,721 licenses by the
average sales price per license of $85.
The resulting gross revenue value was
$19.28 billion. Gemini then calculated that
his damages calculation resulted in a royalty rate over the gross revenue of Office
and Windows of approximately 2.9%.
Gemini presented this information in a demonstrative pie chart to accompany his
testimony. In response to Uniloc’s attorney’s question: ‘‘And have you prepared a
chart or a graph or a pie chart to show us
this comparison?’’ Uniloc’s attorney, Mr.
Cronin stated, ‘‘Your honor, there’s no ob-
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jection,’’ and Microsoft attorney Mr.
Scherkenbach stated, ‘‘Right, there is no
objection.’’ Gemini then opined that ‘‘in
my experience, and data I’ve seen as far as
industry royalty rates for software, which
are generally above—on average, above
10% or 10, 11%, I felt that this royalty was
reasonable and well within that range.’’
Microsoft had challenged the 25% rule
in limine and attempted to exclude Mr.
Gemini’s testimony. The district court
noted that ‘‘the concept of a ‘rule of thumb’
is perplexing in an area of the law where
reliability and precision are deemed paramount,’’ but rejected Microsoft’s position
because the rule has been widely accepted.
The district court thus considered the use
of the rule of thumb to be reasonable. In
Limine, 632 F.Supp.2d at 151. Microsoft
contested Gemini’s use of the entire market value rule ‘‘check’’ because Product
Activation was not the basis of the consumer demand for Microsoft’s Office and
Windows products. The district court
agreed with Microsoft, and granted a new
trial on damages, because the ‘‘$19 billion
cat was never put back into the bag’’ and
the jury may have ‘‘used the $19 billion
figure to ‘check’ its significant award of
$388,000,000.’’ Uniloc II, 640 F.Supp.2d
at 185.
On appeal, the parties present the court
with three damages issues: 1) the propriety of using the 25 percent rule; 2) application of the entire market value rule as a
‘‘check’’; and 3) excessiveness of damages.
Because this court affirms the district
court’s conditional grant of a new trial on
damages, this court need not reach the last
issue.
1.

25 Percent Rule

[13] Section 284 of Title 35 of the United States Code provides that on finding
infringement of a valid patent, damages
shall ‘‘in no event [be] less than a reasonable royalty for the use made of the inven-

tion by the infringer, together with interest and costs as fixed by the court.’’ In
litigation, a reasonable royalty is often determined on the basis of a hypothetical
negotiation, occurring between the parties
at the time that infringement began.
Wang Labs. Inc. v. Toshiba Corp., 993
F.2d 858, 869–70 (Fed.Cir.1993). A reasonable royalty is the predominant measure of damages in patent infringement
cases. William C. Rooklidge and Martha
K. Gooding, When Hypothetical Turns to
Fantasy: The Patent Reasonable Royalty
Hypothetical Negotiation, BNA Insights
Vol. 80:1983, at 701 n. 10 (‘‘Hypothetical
Negotiation ’’) (citing PriceWaterhouseCoopers, A Closer Look: Patent Litigation
Trends and the Increasing Impact of
Nonpracticing Entities at 5 (2009)).
The 25 percent rule of thumb is a tool
that has been used to approximate the
reasonable royalty rate that the manufacturer of a patented product would be willing to offer to pay to the patentee during a
hypothetical negotiation. Robert Goldscheider, John Jarosz and Carla Mulhern,
Use Of The 25 Per Cent Rule in Valuing
IP, 37 les Nouvelles 123, 123 (Dec. 2002)
(‘‘Valuing IP ’’). ‘‘The Rule suggests that
the licensee pay a royalty rate equivalent
to 25 per cent of its expected profits for
the product that incorporates the IP at
issue.’’ Id. As explained by its leading
proponent, Robert Goldscheider, the rule
takes the following form:
An estimate is made of the licensee’s
expected profits for the product that
embodies the IP at issue. Those profits
are divided by the expected net sales
over that same period to arrive at a
profit rate. That resulting profit rate,
say 16 per cent, is then multiplied by 25
per cent to arrive at a running royalty
rate. In this example, the resulting royalty rate would be 4 per cent. Going
forward (or calculating backwards, in
the case of litigation), the 4 per cent
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royalty rate is applied to net sales to
arrive at royalty payments due to the IP
owner.
Id. at 124. The underlying ‘‘assumption is
that the licensee should retain a majority
(i.e. 75 percent) of the profits, because it
has undertaken substantial development,
operational and commercialization risks,
contributed other technology/IP and/or
brought to bear its own development, operational and commercialization contributions.’’ Id.
The rule was originally based on Goldscheider’s observations of commercial licenses entered into by a ‘‘Swiss subsidiary
of a large American company, with 18
licensees around the world, each having an
exclusive territory.’’ Id. The rights transferred were a portfolio of patents and other intellectual property apparently related
to the patented products. Id. The term of
each of these licenses was for three years,
with the expectation that the licenses
would be renewed. Id. at 123. The licensees ‘‘faced strong competition,’’ and ‘‘were
either first or second in sales volume, and
probably profitability, in their respective
market.’’ Id.
According to its proponents, the veracity
of the 25 percent rule has been ‘‘confirmed
by a careful examination of years of licensing and profit data, across companies and
industries.’’ John C. Jarosz, Carla S. Mulhern and Michael Wagner, The 25% Rule
Lives On, IP Law360, Sept. 8, 2010. Goldscheider published a further empirical
study in 2002, concluding that across all
industries, the median royalty rate was
22.6 percent, and that the data supported
the use of the 25 percent rule ‘‘as a tool of
analysis.’’ Valuing IP, 37 les Nouvelles at
132–33. Additionally, in a 1997 study of
licensing organizations, 25 percent of the
organizations indicated that they use the
25 percent rule as a starting point in negotiations. Stephen A. Degnan & Corwin
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Horton, A Survey of Licensed Royalties,
32 les Nouvelles 91, 95 (June 1997).
The 25 percent rule has, however, met
its share of criticism that can be broadly
separated into three categories. First, it
fails to account for the unique relationship
between the patent and the accused product. See Gregory K. Leonard and Lauren
J. Stiroh, Economic Approaches to Intellectual Property Policy, Litigation, and
Management, 949 PLI/Pat 425, 454–55
(Sept.–Nov. 2008) (‘‘[The 25 percent rule]
takes no account of the importance of the
patent to the profits of the product sold,
the potential availability of close substitutes or equally noninfringing alternatives,
or any of the other idiosyncrasies of the
patent at issue that would have affected a
real-world negotiation.’’); Richard S. Toikka, Patent Licensing Under Competitive
and Non–Competitive Conditions, 82 J.
Pat. & Trademark Off. Soc’y 279, 292–93
(Apr. 2000) (arguing that it fails to ‘‘distinguish between monopoly and normal profitTTTT Thus for narrow patents, the rule
may be overly generous to the patentee,
and for broad patents it may be overly
stingy’’). Second, it fails to account for
the unique relationship between the parties. See Ted Hagelin, Valuation of Patent Licenses, Tex. Intell. Prop. L.J. 423,
425–26 (Spring 2004) (noting that the rule
should not be used in isolation because it
fails to ‘‘account[ ] for the different levels
of risk assumed by a licensor and licensee’’); Hypothetical Negotiations at 702
(‘‘[T]he rule is unlikely to have any basis
in the accused infringer’s industry, in the
technology involved in either the patent or
the accused product or service, or in the
claimed invention’s contribution to the infringing product or service.’’). Finally, the
rule is essentially arbitrary and does not
fit within the model of the hypothetical
negotiation within which it is based. See
Roy J. Epstein and Alan J. Marcus, Economic Analysis of the Reasonable Royal-
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ty: Simplification and Extension of the
Georgia–Pacific Factors, 85 J. Pat. &
Trademark Off. Soc’y 55, 574 (July 2003)
(‘‘[The 25% and the 5%] rules of thumb
are best understood as special cases [ ]
that may be appropriate to a given situation only by chance.’’); Roy J. Epstein,
Modeling Patent Damages: Rigorous and
Defensible Calculations (2003) (paper presented at the AIPLA 2003 Annual Meeting) at 22 available at http://www.
royepstein.com/epstein aipla 2003 article
website.pdf (last accessed Nov. 19, 2010)
(arguing that the 25% rule ‘‘shortcut’’ ‘‘is
essentially arbitrary. Because it is based
on ex post results, it does not necessarily
relate to the results of a negotiation that
took place prior to the infringement’’).
The admissibility of the bare 25 percent
rule has never been squarely presented to
this court. Nevertheless, this court has
passively tolerated its use where its acceptability has not been the focus of the
case, see e.g., i4i Ltd., 598 F.3d 831; Fonar Corp. v. General Elec. Co., 107 F.3d
1543, 1553 (Fed.Cir.1997), or where the
parties disputed only the percentage to be
applied (i.e. one-quarter to one-third), but
agreed as to the rule’s appropriateness,
Finjan, Inc. v. Secure Computing Corp.,
626 F.3d 1197, 1210–11(Fed.Cir.2010).
Lower courts have invariably admitted evidence based on the 25% rule, largely in
reliance on its widespread acceptance or
because its admissibility was uncontested.
See In Limine, 632 F.Supp.2d at 151 (‘‘The
‘25% Rule’ has been accepted as a proper
baseline from which to start [a royalty]
analysis.’’ (internal citations omitted));
GSI Grp., Inc. v. Sukup Mfg., Co., 641
F.Supp.2d 732, 745 (C.D.Ill.2008) (same);
i4i Ltd. P’ship v. Microsoft Corp., 670
F.Supp.2d 568, 592 (E.D.Tex.2009), aff’d
on other grounds by 598 F.3d 831 (‘‘[i4i’s
expert] testified that it was customary
within his field to apply a ‘25% rule of
thumb’TTTT Thus, considering the foundation laid by [i4i’s expert’s] testimony, his

application of the 25% rule was relevant
and appropriate considered.’’); Static Control Components, Inc. v. Lexmark Int’l,
Inc., Nos. 5:02–571, 5:04–84, 2007 WL
7083655 at *13–14 (E.D.Ky. May 12, 2007)
(‘‘While Lexmark does not believe the ‘rule
of thumb’ approach is the most appropriate way to calculate ‘reasonable royalty,’ as
SCC correctly notes, case law suggests it
is one way of doing so’’ (citing Standard
Mfg. Co. v. United States, 42 Fed.Cl. 748,
766 (1999))); Novozymes A/S v. Genencor
Int’l, Inc., 474 F.Supp.2d 592, 606 (D.Del.
2007) (‘‘While there is no particular analytical justification for [the rule of thumb], it
has been used to estimate royalties.’’); Inline Connection Corp. v. AOL Time Warner Inc., 470 F.Supp.2d 424, 432 n. 38
(D.Del.2007) (allowing 25% rule because its
use was not disputed); Bose Corp. v. JBL,
Inc., 112 F.Supp.2d 138, 167 (D.Mass.2000)
(‘‘Courts have found the 25%/75% approach to be a useful approach to arriving
at a baseline royalty rateTTTT [The opposing expert] conceded that this approach is
a common and reasonable one, though he
has never used that approach in negotiating licenses’’ (citing Standard Mfg., 42
Fed.Cl. at 764)); Standard Mfg., 42 Fed.
Cl. at 766 (‘‘[T]he 25% rule or a close
variant of it has been recognized by a
number of other federal courts as a ‘rule of
thumb’ or ‘typical’ in the licensing field.’’);
Procter & Gamble Co. v. Paragon Trade
Brands, Inc., 989 F.Supp. 547, 612 (D.Del.
1997) (‘‘Although the Court will consider
the Rule–of–Thumb analysis in determining the royalty rate, this approach will not
receive substantial weight.’’); Secure Energy, Inc. v. Coal Synthetics, LLC, No.
4:08–CV–1719, 2010 WL 1692076 at *1
(E.D.Mo. Apr.27, 2010) (‘‘The parties agree
that application of the 25% ’rule of thumb’
is acceptable to determine a reasonably
royalty case such as this.’’). See also Paice LLC v. Toyota Motor Corp., 609
F.Supp.2d 620, 629–30 (E.D.Tex.2009) (ap-
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plying 25% rule without discussion); EZ
Dock, Inc. v. Schafer Sys., Inc., No. 98–
2364, 2003 WL 1610781 (D.Minn. Mar.8,
2003) (same). In at least one case, the
district court admitted the evidence, but
refused to give it substantial weight because, ‘‘neither expert testified as to the
customary profit percentage used to set
the royalty rates in licenses in other businesses’’ and because ‘‘[t]here was no testimony advocating the use of the [sic ] this
approach as an appropriate guidepost for
the determination of a royalty rate under a
Georgia–Pacific analysis.’’
Procter &
Gamble Co. v. Paragon Trade Brands,
Inc., 989 F.Supp. at 612.
In Daubert, 509 U.S. at 589, 113 S.Ct.
2786 and Kumho Tire, 526 U.S. 137, 119
S.Ct. 1167, the Supreme Court assigned to
the district courts the responsibility of ensuring that all expert testimony must pertain to ‘‘scientific, technical, or other specialized knowledge’’ under Federal Rule of
Evidence (‘‘FRE’’) 702, which in turn required the judge to determine that the
testimony was based on a firm scientific or
technical grounding. Daubert, 509 U.S. at
589–90, 113 S.Ct. 2786; Kumho Tire, 526
U.S. at 148, 119 S.Ct. 1167. ‘‘Expert testimony which does not relate to any issue in
the case is not relevant and, ergo, nonhelpful.’’ Daubert, 509 U.S. at 591, 113
S.Ct. 2786 (citing 3 Weinstein & Berger
¶ 702[02], p. 702–18).
[14] This court now holds as a matter
of Federal Circuit law that the 25 percent
rule of thumb is a fundamentally flawed
tool for determining a baseline royalty rate
in a hypothetical negotiation. Evidence
relying on the 25 percent rule of thumb is
thus inadmissible under Daubert and the
Federal Rules of Evidence, because it fails
to tie a reasonable royalty base to the facts
of the case at issue.
[15] The patentee bears the burden of
proving damages. Lucent Techs., Inc. v.
Gateway, Inc., 580 F.3d 1301, 1324 (Fed.
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Cir.2009). To properly carry this burden,
the patentee must ‘‘sufficiently [tie the expert testimony on damages] to the facts of
the case.’’ Daubert, 509 U.S. at 591, 113
S.Ct. 2786 (‘‘An additional consideration
under Rule 702—and another aspect of
relevancy—is whether expert testimony
proffered in the case is sufficiently tied to
the facts of the case that it will aid the
jury in resolving a factual dispute.’’) (citing
United States v. Downing, 753 F.2d 1224,
1242 (3d Cir.1985)). If the patentee fails
to tie the theory to the facts of the case,
the testimony must be excluded. For example, in General Electric Co. v. Joiner,
522 U.S. 136, 118 S.Ct. 512, 139 L.Ed.2d
508 (1997), the Supreme Court allowed the
exclusion of eight of Joiner’s experts who
opined that polychlorinated biphenyls
(‘‘PCBs’’) could cause cancer on the
strength of several studies showing that
mice receiving high doses of PCB developed cancer. The Supreme Court noted
that ‘‘[t]he studies were so dissimilar to
the facts presented in this litigation that it
was not an abuse of discretion for the
District Court to have rejected the experts’ reliance on them,’’ id. at 144–45, 118
S.Ct. 512, and affirmed the exclusion because Joiner had failed to tie the experts’
opinions to the ‘‘seemingly far-removed animal studies,’’ id. at 144, 118 S.Ct. 512.
Likewise, in Kumho Tire, a products liability case arising out of a blown tire, the
Supreme Court affirmed the exclusion of
an expert opinion that argued that the
cause of the accident at issue was a defect
in the tire, based on the expert’s visual and
tactile inspection of the tire. 526 U.S. at
153, 119 S.Ct. 1167. The specific issue was
not whether the visual and tactile inspection methodology was ‘‘reasonable[ ] in
general,’’ but whether ‘‘it was [reasonable
to] us[e] such an approach TTT to draw a
conclusion regarding the particular matter
to which the expert testimony was directly
relevant.’’ Id. at 153–54, 119 S.Ct. 1167.
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‘‘The relevant issue was whether the expert could reliably determine the cause of
this tire’s separation.’’ Id. at 154, 119
S.Ct. 1167. The Court held that the expert had failed to reliably opine on this
issue under Daubert because his general
theory—‘‘that in the absence of at least
two of four signs of abuse TTT he concludes
that a defect caused the separation,’’ id.—
did not take into account the facts of the
particular tire at issue: that the tire ‘‘had
traveled far enough so that some of the
tread had been worn bald; it should have
been taken out of service; it had been
repaired (inadequately) for punctures; and
it bore some of the very marks that the
expert said indicated, not a defect, but
abuse through overdeflection.’’ Id. In responding to the plaintiff’s argument, ‘‘that
a method of tire failure analysis that employs a visual/tactile inspection is a reliable
method,’’ based on ‘‘its use by other experts and to Carlson’s [the expert in the
case] long experience working for Michelin,’’ the Court reaffirmed that ‘‘the question before the trial court was specific, not
general.’’ Id. The trial court had to decide
whether this particular expert had sufficient specialized knowledge to assist the
jurors ‘in deciding the particular issues in
the case.’ Id. at 156, 119 S.Ct. 1167. The
Court held that he did not.
The bottom line of Kumho Tire and
Joiner is that one major determinant of
whether an expert should be excluded under Daubert is whether he has justified the
application of a general theory to the facts
of the case. Consistent with this conclusion, this court has held that ‘‘[a]ny evidence unrelated to the claimed invention
does not support compensation for infringement but punishes beyond the reach
of the statute.’’ ResQNet.com, Inc. v.
Lansa, Inc., 594 F.3d 860, 869 (Fed.Cir.
2010).
In ResQNet, Lucent Technologies, 580
F.3d 1301, and Wordtech Systems, Inc. v.

Integrated Networks Solutions, Inc., 609
F.3d 1308 (Fed.Cir.2010), this court determined that a patentee could not rely on
license agreements that were ‘‘radically
different from the hypothetical agreement
under consideration’’ to determine a reasonable royalty. Lucent Techs., 580 F.3d
at 1327. See also ResQNet, 594 F.3d at
870–72 (holding that evidence of royalty
rates from licenses without a relationship
to the claimed invention could not form the
basis of a reasonable royalty calculation).
In Lucent Technologies, the patentee’s expert relied in large part on ‘‘eight varied
license agreements,’’ four of which involved ‘‘PC-related patents,’’ but either the
specific subject matter of the patents was
not explained to the jury or the license was
‘‘directed to a vastly different situation
than the hypothetical licensing scenario of
the present case,’’ and four of which Lucent did not describe the relationship between the patented technology licensed
therein and the licensee’s products. See
580 F.3d at 1328–31. This court noted
that the ‘‘licenses relied on by the patentee
in proving damages [must be] sufficiently
comparable to the hypothetical license at
issue in suit,’’ id. at 1325, and that the
patentee’s failure to do so ‘‘weighs strongly
against the jury’s award’’ relying on such
non-comparable licenses, id. at 1332. Similarly, in ResQNet, the patentee’s expert
‘‘used licenses with no relationship to the
claimed invention to drive the royalty rate
up to unjustified double-digit levels,’’ looking at licenses that did not mention the
patents and had no ‘‘other discernible link
to the claimed technology.’’ 594 F.3d at
870. This court rejected the expert’s testimony, holding that the district court ‘‘must
consider licenses that are commensurate
with what the defendant has appropriated.
If not, a prevailing plaintiff would be free
to inflate the reasonable royalty analysis
with conveniently selected licenses without
an economic or other link to the technolo-

UNILOC USA, INC. v. MICROSOFT CORP.
Cite as 632 F.3d 1292 (Fed. Cir. 2011)

gy in question.’’ Id. at 872. This court
held that on remand, ‘‘the trial court
should not rely on unrelated licenses to
increase the reasonable royalty rate above
rates more clearly linked to the economic
demand for the claimed technology.’’ Id.
at 872–73.
Similarly, in Wordtech, the patentee ‘‘introduced thirteen patent licenses that it
previously granted to third parties for
rights to some or all of the patents-in-suit’’
to argue to support the jury’s damages
determination. 609 F.3d at 1319. This
court rejected eleven of the licenses because they were running royalty licenses
(the patentee had only asked for a lump
sum payment) and represented far lower
rates than the jury returned. Id. at 1320–
21. This court rejected the remaining two
licenses (both for lump sum payments) because ‘‘[n]either license describe[d] how
the parties calculated each lump sum, the
licensees’ intended products, or how many
products each licensee expected to produce.’’ Id. at 1320.
The meaning of these cases is clear:
there must be a basis in fact to associate
the royalty rates used in prior licenses to
the particular hypothetical negotiation at
issue in the case. The 25 percent rule of
thumb as an abstract and largely theoretical construct fails to satisfy this fundamental requirement. The rule does not say
anything about a particular hypothetical
negotiation or reasonable royalty involving
any particular technology, industry, or
party. Relying on the 25 percent rule of
thumb in a reasonable royalty calculation
is far more unreliable and irrelevant than
reliance on parties’ unrelated licenses,
which we rejected in ResQNet and Lucent
Technologies. There, the prior licenses at
least involved the same general industry
and at least some of the same parties as
the hypothetical negotiations at issue, and
in Wordtech even involved licenses to the
patents in suit entered into by the paten-
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tee-plaintiff. Lacking even these minimal
connections, the 25 percent rule of thumb
would predict that the same 25%/75% royalty split would begin royalty discussions
between, for example, (a) TinyCo and IBM
over a strong patent portfolio of twelve
patents covering various aspects of a pioneering hard drive, and (b) Kodak and
Fuji over a single patent to a tiny improvement in a specialty film emulsion.
It is of no moment that the 25 percent
rule of thumb is offered merely as a starting point to which the Georgia–Pacific factors are then applied to bring the rate up
or down. Beginning from a fundamentally
flawed premise and adjusting it based on
legitimate considerations specific to the
facts of the case nevertheless results in a
fundamentally flawed conclusion. This is
reflected in Lucent Technologies, in which
unrelated licenses were considered under
Georgia–Pacific factor 1, but this court
held that the entire royalty calculation was
unsupported by substantial evidence.
[16] To be admissible, expert testimony opining on a reasonable royalty rate
must ‘‘carefully tie proof of damages to the
claimed invention’s footprint in the market
place.’’ ResQNet, 594 F.3d at 869. This
court has sanctioned the use of the Georgia–Pacific factors to frame the reasonable royalty inquiry. Those factors properly tie the reasonable royalty calculation
to the facts of the hypothetical negotiation
at issue. This court’s rejection of the 25
percent rule of thumb is not intended to
limit the application of any of the Georgia–
Pacific factors. In particular, factors 1
and 2—looking at royalties paid or received in licenses for the patent in suit or
in comparable licenses—and factor 12—
looking at the portion of profit that may be
customarily allowed in the particular business for the use of the invention or similar
inventions—remain valid and important
factors in the determination of a reason-
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able royalty rate. However, evidence purporting to apply to these, and any other
factors, must be tied to the relevant facts
and circumstances of the particular case at
issue and the hypothetical negotiations
that would have taken place in light of
those facts and circumstances at the relevant time.
In this case, it is clear that Gemini’s
testimony was based on the use of the 25%
rule of thumb as an arbitrary, general rule,
unrelated to the facts of this case. When
asked the basis of his opinion that the rule
of thumb would apply here, Gemini testified: ‘‘[i]t’s generally accepted. I’ve used
it. I’ve seen others use it. It’s a widely
accepted rule.’’ Upon further questioning,
Dr. Gemini revealed that he had been involved in only four or five non-litigation
related negotiations, and had recommended the 25% rule only once in a case
involving a power tool. He did not testify
that the parties here had a practice of
beginning negotiations with a 25%/75%
split, or that the contribution of Product
Activation to Office and Word justified
such a split. He did not base his 25
percent baseline on other licenses involving the patent at issue or comparable licenses. In short, Gemini’s starting point
of a 25 percent royalty had no relation to
the facts of the case, and as such, was
arbitrary, unreliable, and irrelevant. The
use of such a rule fails to pass muster
under Daubert and taints the jury’s damages calculation.
This court thus holds that Microsoft is
entitled to a new trial on damages.
2.

Entire Market Value Rule

As discussed above, Gemini performed
‘‘a check to determine whether’’ his
$564,946,803 royalty figure was reasonable
by comparing it to his calculation of Microsoft’s approximate total revenue for Office
and Windows of $19.28 billion. During
trial, Gemini testified that his calculated

royalty accounted for only 2.9% of Microsoft’s revenue, and accented his point by
reference to a prepared pie chart, showing
Microsoft’s $19.28 billion in revenue with a
2.9% sliver representing his calculated royalty rate. He concluded that 2.9% was a
reasonable royalty based on his experience
that royalty rates for software are ‘‘generally above—on average, above 10% or 10,
11%.’’
[17] The entire market value rule allows a patentee to assess damages based
on the entire market value of the accused
product only where the patented feature
creates the ‘‘basis for customer demand’’
or ‘‘substantially create[s] the value of the
component parts.’’ Lucent Techs., 580
F.3d at 1336; Rite–Hite Corp. v. Kelley
Co., 56 F.3d 1538, 1549–50 (Fed.Cir.1995).
This rule is derived from Supreme Court
precedent requiring that ‘‘the patentee TTT
must in every case give evidence tending
to separate or apportion the defendant’s
profits and the patentee’s damages between the patented feature and the unpatented features, and such evidence must be
reliable and tangible, and not conjectural
or speculative,’’ or show that ‘‘the entire
value of the whole machine, as a marketable article, is properly and legally attributable to the patented feature.’’ Garretson v. Clark, 111 U.S. 120, 121, 4 S.Ct. 291,
28 L.Ed. 371 (1884). See also Lucent
Techs., 580 F.3d at 1336–37 (tracing the
origins of the entire market value to several Supreme Court cases including Garretson ).
Microsoft argues that Uniloc employed
the entire market value of Office and Windows by virtue of Gemini’s pie chart, his
comparison of his calculated royalty to the
total revenue Microsoft earns through the
accused products, and Uniloc’s attorneys’
belittlement of Microsoft’s expert’s royalty
figure as representing only .0003% of total
revenue. Microsoft argues that Uniloc’s
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use of the entire market value rule was not
proper because it is undisputed that Product Activation did not create the basis for
customer demand or substantially create
the value of the component parts. Microsoft continues that Gemini’s testimony
tainted the jury’s damages deliberations,
regardless of its categorization as a
‘‘check.’’
Uniloc responds that: (1) Microsoft did
not object at trial and so waived any evidentiary argument to Gemini’s testimony
and demonstratives; (2) the entire market
value of the product can be used if the
royalty rate is low enough; and (3) the $19
billion figure was used only as a ‘‘check,’’
and the jury was instructed not to base its
damages determination on the entire market value, an instruction it should be presumed to have followed.
The district court agreed with Microsoft,
and ordered a conditional new trial on
damages. It noted that ‘‘Uniloc conceded
customers do not buy Office or Windows
because of [Product Activation] and said it
would not base a royalty calculation on the
entire market value of the products.’’ Uniloc II, 640 F.Supp.2d at 184–85. As such,
the use of the entire market value of Office
and Windows in the form of the $19 billion
figure was ‘‘irrelevant’’ and ‘‘taint[ed]’’ the
jury’s damages award. Id. at 185. The
district court also disagreed with Uniloc
that Microsoft had waived its arguments to
the entire market value, noting that ‘‘Microsoft objected specifically under the entire market value rule to use of a demonstrative pie chart,’’ and that ‘‘[t]he Court
preliminarily allowed it but after hearing
the testimony instructed counsel to stay
away from the $19 billion figure.’’ Id.
[18] This court agrees with Microsoft
and the district court that Uniloc’s use of
the $19 billion ‘‘check’’ was improper under
the entire market value rule. First, regarding Uniloc’s assertion that Microsoft
has waived the issue, this court will not
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second-guess the district court’s explicit
recognition of Microsoft’s objections to
Gemini’s testimony. FRE 103(a) notes
that ‘‘Error may not be predicated upon a
ruling which admits or excludes evidence
unless TTT (1) Objection.—In case the ruling is one admitting evidence, a timely
objection or motion to strike appears of
recordTTTT Once the court makes a definitive ruling on the record admitting or excluding evidence, either at or before trial,
a party need not renew an objection or
offer of proof to preserve a claim of error
for appeal.’’ The district court here explicitly noted that Microsoft’s objection fell
into the exception at the last line of FRE
103(a): ‘‘Although Microsoft did not continue to repeat an objection, it made its
position on this evidence sufficiently clear
to preserve the instant challenge’’ to Gemini’s use of the entire market value rule.
Uniloc II, 640 F.Supp.2d at 184 n. 43.
This is supported by Microsoft’s in limine
filings and Uniloc’s response, where Uniloc
explicitly said that it would not be relying
on the entire market value of the accused
products. This court thus agrees with the
district court that Microsoft has not
waived its objection.
Uniloc argues that the entire market
value of the products may appropriately be
admitted if the royalty rate is low enough,
relying on the following statement in Lucent Technologies:
Simply put, the base used in a running
royalty calculation can always be the
value of the entire commercial embodiment, as long as the magnitude of the
rate is within an acceptable range (as
determined by the evidence)TTTT Microsoft surely would have little reason to
complain about the supposed application
of the entire market value rule had the
jury applied a royalty rate of .1% (instead of 8%) to the market price of the
infringing programs.’’
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580 F.3d at 1338–39. Just before this
statement, however, this court held that
one of the flaws in the use of the entire
market value in that case was ‘‘the lack of
evidence demonstrating the patented
method of the Day patent as the basis—or
even a substantial basis—of the consumer
demand for OutlookTTTT [t]he only reasonable conclusion supported by the evidence
is that the infringing use of the date-picker
tool in Outlook is but a very small component of a much larger software program.’’
Id. at 1338. Thus, in context, the passage
relied on by Uniloc does not support its
position. The Supreme Court and this
court’s precedents do not allow consideration of the entire market value of accused
products for minor patent improvements
simply by asserting a low enough royalty
rate. See Garretson, 111 U.S. at 121, 4
S.Ct. 291; Lucent Techs., 580 F.3d at 1336
(‘‘In one sense, our law on the entire market value rule is quite clear. For the
entire market value rule to apply, the patentee must prove that the patent-related
feature is the basis for customer demand’’
(emphasis added, internal citations omitted)); Rite–Hite, 56 F.3d at 1549 (same);
Bose Corp. v. JBL, Inc., 274 F.3d 1354,
1361 (Fed.Cir.2001) (same); TWM Mfg.
Co. v. Dura Corp., 789 F.2d 895, 901 (Fed.
Cir.1986) (‘‘The entire market value rule
allows for the recovery of damages based
on the value of an entire apparatus containing several features, when the feature
patented constitutes the basis for customer
demand.’’).
This case provides a good example of
the danger of admitting consideration of
the entire market value of the accused
where the patented component does not
create the basis for customer demand. As
the district court aptly noted, ‘‘[t]he $19
billion cat was never put back into the bag
even by Microsoft’s cross-examination of
Mr. Gemini and re-direct of Mr. Napper,
and in spite of a final instruction that the
jury may not award damages based on

Microsoft’s entire revenue from all the accused products in the case.’’ Uniloc II,
640 F.Supp.2d at 185. This is unsurprising. The disclosure that a company has
made $19 billion dollars in revenue from
an infringing product cannot help but skew
the damages horizon for the jury, regardless of the contribution of the patented
component to this revenue. Uniloc exacerbated the situation in colloquies like the
following on cross-examination of Microsoft’s damages expert, in which it implied a
relationship between the entire market
value of the accused products and the patent:
Q [Uniloc]. You understand that there
are approximately $20 billion in sales of
infringing product, correct?
A [Napper]. That’s the calculation by
Mr. Gemini, yes, the entire market value
of those products.
Q. And you understand your lump-sum
max theory is $7 million?
A. Yes.
Q. And that would be an effective royalty of approximately .000035%?
A. If one were inappropriately putting
the entire market value of the products,
that’s what it would result in.
Q. Uniloc invents it, correct?
A. They have a patent, yes.
Q. And under your theory, Microsoft
goes out and infringes a valid patent,
right?
A. That’s my assumption.
Q. Under your theory, Microsoft
brings in billions in revenue and sales
from the sales of the infringing product,
to wit, approximately 20, correct?
A. The entire market value of those
products, that’s correct.
Q. And at the end of the day, the infringer, Microsoft, who violated the patent law, they get to keep 99.9999% of
the box and the inventor, whose patent
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they infringed, he gets the privilege of
keeping .00003%?
A. When expressed as the entire market value of the products, that’s correct.
Q. And that’s reasonable to you?
A. Yes.
This is in clear derogation of the entire
market value rule, because the entire market value of the accused products has not
been shown to be derived from the patented contribution.
Uniloc’s final argument is that the use of
the $19 billion figure was only as a check,
and the jury must be presumed to have
followed the jury instruction and not based
its damages calculation on the entire market value rule. This argument attempts to
gloss over the purpose of the check as
lending legitimacy to the reasonableness of
Gemini’s $565 million damages calculation.
Even if the jury’s damages calculation was
not based wholly on the entire market
value check, the award was supported in
part by the faulty foundation of the entire
market value. Moreover, Uniloc’s derision
of Microsoft’s damages expert by virtue of
the .00003% of the entire market value
that his damages calculation represented
may have inappropriately contributed to
the jury’s rejection of his calculations.
Thus, the fact that the entire market value
was brought in as only a ‘‘check’’ is of no
moment.
For the foregoing reasons, this court
concludes that the district court did not
abuse its discretion in granting a conditional new trial on damages for Uniloc’s
violation of the entire market value rule.
3.

Excessiveness of Damages

As an alternative ground for affirmance
of the district court’s alternative grant of a
new trial on damages, Microsoft argues
that the damages here were excessive.
Because this court is affirming the district
court’s grant of new trial on damages, and
because the two bases on which Uniloc’s
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damages case was built have both been
rejected, it would be premature to consider
the excessiveness of damages that could
arise on remand. This court thus expresses no opinion on the excessiveness or reasonableness of the damages awarded by
the jury.
D.

Cross–Appeal

Microsoft also cross-appeals the district
court’s denial of its motion for JMOL of
invalidity. Microsoft argues that under
Uniloc’s interpretation of the claim construction in its infringement case, claim 19
is invalid as anticipated or obvious over
U.S. Patent No. 4,658,093 (‘‘8093 reference’’) titled, ‘‘Software Distribution System.’’
Before this court addresses the merits,
two procedural issues must be addressed.
First, Microsoft argues that its burden for
both the new trial and JMOL motions was
to show invalidity simply by a preponderance of the evidence, because the 8093
reference was not before the PTO. This
argument is based on a statement in KSR
Int’l Co. v. Teleflex Inc., 550 U.S. 398, 426,
127 S.Ct. 1727, 167 L.Ed.2d 705 (2007)
(‘‘[T]he rationale underlying the presumption—that the PTO, in its expertise, has
approved the claim—seems much diminished here [where the allegedly invalidating prior art was not before the patent
office].’’). Microsoft has made this argument before, and we held that the statutory presumption of validity can be overcome
only by showing invalidity by clear and
convincing evidence, even where allegedly
invalidating prior art was not before the
patent office. See i4i, 598 F.3d at 848,
cert. granted 562 U.S. ––––, 131 S.Ct. 647,
178 L.Ed.2d 476 (2010); Am. Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d
1350, 1359 (Fed.Cir.1984). Until changed
by the Supreme Court or this court sitting
en banc, that is still the law.
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Second, Microsoft argues that the district court’s grant of a new trial extended
to validity even though the district court
did not mention validity in the new trial
section of its opinion. See Uniloc II, 640
F.Supp.2d at 183–86. Microsoft failed to
raise this issue in its motion for a new
trial, and this court finds no basis to conclude that the district court implicitly decided the issue. The issue is thus not
before this court and we do not reach it.
Turning then to the merits. Microsoft
frames its validity arguments as follows: if
claim 19 reaches far enough to read on
Microsoft’s Product Activation, then it necessarily extends far enough to read on the
prior art 8093 reference. Thus, Microsoft
uses Product Activation as a proxy for the
scope of claim 19 (under the assumption
that the jury verdict of infringement is
upheld and Product Activation infringes),
and compares it to the 8093 reference.
According to Microsoft, the prior art 8093
reference discloses a software authorization process and system, which generates
an authorization code from the following
inputs: ‘‘a secret key identifier of the computer embodied in the hardware (SK), a
random or nonrepeating number (R), the
serial number, the software package name
(H), the number of uses (N), and user
billing information.’’
Uniloc II, 640
F.Supp.2d at 181.
In the prior appeal, this court held that
the licensee unique ID must be ‘‘a unique
identifier associated with a licensee,’’ but
one ‘‘that cannot be based solely on platform-related user information.’’ Uniloc I,
290 Fed.Appx. at 343–44. The question in
this appeal is whether no reasonable jury
could have concluded that the inputs to the
cryptographic hash function in the 8093
reference are not sufficient to create an
3.

The ‘‘user billing information’’ in the 8093
reference is not an input into the hash function and is thus irrelevant in determining
whether the 8093 reference discloses the ‘‘li-

association with the licensee. The focus of
the dispute on appeal, just as below, is
whether random number R in the 8093
reference is uniquely associated with a
user. We think that it is not and that the
8093 reference does not anticipate claim 19.
Uniloc argues that R is ‘‘platform-related’’ because it is generated by the user’s
computer. Microsoft argues that ‘‘platform-related’’ must be narrower than
‘‘generated by a computer,’’ otherwise it
could not infringe because the output of
Product Activation (the PID) is also generated by a computer.
It is undisputed that R and SK, the only
inputs that Microsoft argues are associated
with the user, are generated by the computer.3 In the prior appeal, this court
noted that the licensee unique ID ‘‘cannot
be based solely on platform related user
information.’’ Id. at 343. This was based
in part on Uniloc’s distinction made during
prosecution of the 8216 patent between its
invention and a prior art reference that
‘‘relie[d] for its security on a machine identification code unique to the machine.’’ Id.
at 343–44. The number R in the 8093
reference does just what the distinguished
prior art does: whatever association it creates does not identify the user, but rather
it identifies the machine. In other words,
the R in the 8093 reference is platformrelated, and thus cannot form the basis of
the association between the output of the
cryptographic hash function and the licensee. The same is true for SK, which is
based on a computer-generated serial
number.
Microsoft’s argument that R is not platform-related though it is generated by a
computer (without user input) is unconvincing for two reasons. First, the proper
censee unique ID’’ and ‘‘licensee unique ID
generating means’’ elements of the 8216 patent.
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framework for challenging the validity of a
patent is not for the accused to show that
it is practicing the prior art, but to show
that every element of the patent claims
reads on a single prior art reference. See
Zenith Elecs. Corp. v. PDI Comm. Sys.,
Inc., 522 F.3d 1348, 1363 (Fed.Cir.2008)
(‘‘[M]ere proof that the prior art is identical, in all material respects, to an allegedly
infringing product cannot constitute clear
and convincing evidence of invalidity. Anticipation requires a showing that each
element of the claim at issue, properly
construed, is found in a single prior art
reference.’’). Second, although the output
of the hash algorithm in Product Activation, the PID, is computer generated, the
information that is input into the MD5
algorithm is associated with a user, in the
form of the product key provided by the
vendor. This court has held that it is
reasonable to determine that such information creates an association with the user.
Uniloc I, 290 Fed.Appx. at 343 n. 4 (‘‘The
specification [of the 8216 patent] certainly
does allow for the use of vendor-provided
information to generate a licensee unique
ID.’’). As noted, supra section II.A.3, this
court is bound by the first appeal that
inputs associated with the licensee are sufficient to maintain the association in the
output as well. See also Uniloc I, 290
Fed.Appx. at 344 (‘‘Microsoft’s Product Activation system inputs non-platform-related information unique to a user, such as a
Product Key, to generate what might qualify as a licensee unique ID.’’). Unlike the
PID, the output of the hash algorithm in
the 8093 reference is ‘‘based solely on platform-related user information,’’ see id. at
343, in the form of R and SK, neither of
which are ‘‘vendor-provided,’’ and both of
which are generated by the user’s computer. The PID is thus distinguishable from
the output of the hash algorithm in the
8093 reference, and a reasonable jury could
have returned a verdict that the 8093 reference does not disclose a ‘‘licensee unique
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ID’’ as required by claim 19 of the 8216
patent. This court thus affirms the district court’s denial of JMOL of invalidity
based on anticipation.
[19] Though obviousness is a question
of law, this court gives the jury its usual
deference on the underlying factual questions. What the prior art shows is a question of fact. Graham v. John Deere Co.,
383 U.S. 1, 17, 86 S.Ct. 684, 15 L.Ed.2d 545
(1966). As discussed above, a reasonable
jury could have found that the 8093 reference failed to disclose a licensee unique
ID. Microsoft has presented no convincing
argument for why incorporating an input
into the hash function that is associated
with a user would have been obvious to
one of ordinary skill in the art. This court
thus affirms the district court’s denial of
JMOL of invalidity on the basis of obviousness.
CONCLUSION
For the foregoing reasons, this court
reverses the district court’s grant of
JMOL of non-infringement, affirms the
district court’s grant of JMOL of no willfulness, affirms the district court’s grant of
a new trial on damages, vacates the district court’s grant of an alternative motion
for new trial on infringement, and affirms
the district court’s denial of JMOL of invalidity of claim 19 of the 8216. The case
is remanded for proceedings consistent
with this opinion.
AFFIRMED–IN–PART, REVERSED–
IN–PART, VACATED–IN–PART, and
REMANDED
COSTS
Each party shall bear its own costs.
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