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Syllabus
NOTE: Where it is feasible, a syllabus (headnote) will be released, as is
being done in connection with this case, at the time the opinion is issued.
The syllabus constitutes no part of the opinion of the Court but has been
prepared by the Reporter of Decisions for the convenience of the reader.
See United States v. Detroit Timber & Lumber Co., 200 U. S. 321, 337.

SUPREME COURT OF THE UNITED STATES
Syllabus

ALICE CORPORATION PTY. LTD. v. CLS BANK
INTERNATIONAL ET AL.
CERTIORARI TO THE UNITED STATES COURT OF APPEALS FOR
THE FEDERAL CIRCUIT
No. 13–298.

Argued March 31, 2014—Decided June 19, 2014

Petitioner Alice Corporation is the assignee of several patents that disclose a scheme for mitigating “settlement risk,” i.e., the risk that only
one party to an agreed-upon financial exchange will satisfy its obligation. In particular, the patent claims are designed to facilitate the
exchange of financial obligations between two parties by using a
computer system as a third-party intermediary. The patents in suit
claim (1) a method for exchanging financial obligations, (2) a computer system configured to carry out the method for exchanging obligations, and (3) a computer-readable medium containing program code
for performing the method of exchanging obligations.
Respondents (together, CLS Bank), who operate a global network
that facilitates currency transactions, filed suit against petitioner,
arguing that the patent claims at issue are invalid, unenforceable, or
not infringed. Petitioner counterclaimed, alleging infringement. After Bilski v. Kappos, 561 U. S. 593, was decided, the District Court
held that all of the claims were ineligible for patent protection under
35 U. S. C. §101 because they are directed to an abstract idea. The
en banc Federal Circuit affirmed.
Held: Because the claims are drawn to a patent-ineligible abstract idea,
they are not patent eligible under §101. Pp. 5–17.
(a) The Court has long held that §101, which defines the subject
matter eligible for patent protection, contains an implicit exception
for ‘ “[l]aws of nature, natural phenomena, and abstract ideas.’ ” Association for Molecular Pathology v. Myriad Genetics, Inc., 569 U. S.
___, ___. In applying the §101 exception, this Court must distinguish
patents that claim the “ ‘buildin[g] block[s]’ ” of human ingenuity,
which are ineligible for patent protection, from those that integrate
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the building blocks into something more, see Mayo Collaborative Services v. Prometheus Laboratories, Inc., 566 U. S. ___, ___, thereby
“transform[ing]” them into a patent-eligible invention, id., at ___.
Pp. 5–6.
(b) Using this framework, the Court must first determine whether
the claims at issue are directed to a patent-ineligible concept. 566
U. S., at ___. If so, the Court then asks whether the claim’s elements,
considered both individually and “as an ordered combination,” “transform the nature of the claim” into a patent-eligible application. Id.,
at ___. Pp. 7–17.
(1) The claims at issue are directed to a patent-ineligible concept:
the abstract idea of intermediated settlement. Under “the longstanding rule that ‘[a]n idea of itself is not patentable,’ ” Gottschalk v. Benson, 409 U. S. 63, 67, this Court has found ineligible patent claims
involving an algorithm for converting binary-coded decimal numerals
into pure binary form, id., at 71–72; a mathematical formula for computing “alarm limits” in a catalytic conversion process, Parker v.
Flook, 437 U. S. 584, 594–595; and, most recently, a method for hedging against the financial risk of price fluctuations, Bilski, 561 U. S, at
599. It follows from these cases, and Bilski in particular, that the
claims at issue are directed to an abstract idea. On their face, they
are drawn to the concept of intermediated settlement, i.e., the use of
a third party to mitigate settlement risk. Like the risk hedging in
Bilski, the concept of intermediated settlement is “ ‘a fundamental
economic practice long prevalent in our system of commerce,’ ” ibid.,
and the use of a third-party intermediary (or “clearing house”) is a
building block of the modern economy. Thus, intermediated settlement, like hedging, is an “abstract idea” beyond §101’s scope. Pp. 7–
10.
(2) Turning to the second step of Mayo’s framework: The method
claims, which merely require generic computer implementation, fail
to transform that abstract idea into a patent-eligible invention.
Pp. 10–16.
(i) “Simply appending conventional steps, specified at a high
level of generality,” to a method already “well known in the art” is not
“enough” to supply the “ ‘inventive concept’ ” needed to make this
transformation. Mayo, supra, at ___, ___. The introduction of a computer into the claims does not alter the analysis. Neither stating an
abstract idea “while adding the words ‘apply it,’ ” Mayo, supra, at ___,
nor limiting the use of an abstract idea “ ‘to a particular technological
environment,’ ” Bilski, supra, at 610–611, is enough for patent eligibility. Stating an abstract idea while adding the words “apply it with
a computer” simply combines those two steps, with the same deficient
result. Wholly generic computer implementation is not generally the
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sort of “additional featur[e]” that provides any “practical assurance
that the process is more than a drafting effort designed to monopolize
the [abstract idea] itself.” Mayo, supra, at ___. Pp. 11–14.
(ii) Here, the representative method claim does no more than
simply instruct the practitioner to implement the abstract idea of intermediated settlement on a generic computer. Taking the claim elements separately, the function performed by the computer at each
step—creating and maintaining “shadow” accounts, obtaining data,
adjusting account balances, and issuing automated instructions—is
“[p]urely ‘conventional. ’ ” Mayo, 566 U. S., at ___. Considered “as an
ordered combination,” these computer components “ad[d] nothing . . .
that is not already present when the steps are considered separately.” Id., at ___. Viewed as a whole, these method claims simply recite
the concept of intermediated settlement as performed by a generic
computer. They do not, for example, purport to improve the functioning of the computer itself or effect an improvement in any other technology or technical field. An instruction to apply the abstract idea of
intermediated settlement using some unspecified, generic computer
is not “enough” to transform the abstract idea into a patent-eligible
invention. Id., at ___. Pp. 14–16.
(3) Because petitioner’s system and media claims add nothing of
substance to the underlying abstract idea, they too are patent ineligible under §101. Petitioner conceded below that its media claims rise
or fall with its method claims. And the system claims are no different in substance from the method claims. The method claims recite
the abstract idea implemented on a generic computer; the system
claims recite a handful of generic computer components configured to
implement the same idea. This Court has long “warn[ed] . . . against”
interpreting §101 “in ways that make patent eligibility ‘depend simply on the draftsman’s art.’ ” Mayo, supra, at ___. Holding that the
system claims are patent eligible would have exactly that result.
Pp. 16–17.
717 F. 3d 1269, affirmed.
THOMAS, J., delivered the opinion for a unanimous Court. SOfiled a concurring opinion, in which GINSBURG and BREYER,
JJ., joined.

TOMAYOR, J.,
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Opinion of the Court
NOTICE: This opinion is subject to formal revision before publication in the
preliminary print of the United States Reports. Readers are requested to
notify the Reporter of Decisions, Supreme Court of the United States, Washington, D. C. 20543, of any typographical or other formal errors, in order
that corrections may be made before the preliminary print goes to press.

SUPREME COURT OF THE UNITED STATES
_________________

No. 13–298
_________________

ALICE CORPORATION PTY. LTD, PETITIONER v. CLS
BANK INTERNATIONAL ET AL.
ON WRIT OF CERTIORARI TO THE UNITED STATES COURT OF
APPEALS FOR THE FEDERAL CIRCUIT
[June 19, 2014]

JUSTICE THOMAS delivered the opinion of the Court.
The patents at issue in this case disclose a computerimplemented scheme for mitigating “settlement risk” (i.e.,
the risk that only one party to a financial transaction will
pay what it owes) by using a third-party intermediary.
The question presented is whether these claims are patent
eligible under 35 U. S. C. §101, or are instead drawn to a
patent-ineligible abstract idea. We hold that the claims at
issue are drawn to the abstract idea of intermediated
settlement, and that merely requiring generic computer
implementation fails to transform that abstract idea into a
patent-eligible invention. We therefore affirm the judgment of the United States Court of Appeals for the Federal
Circuit.
I
A
Petitioner Alice Corporation is the assignee of several
patents that disclose schemes to manage certain forms of
financial risk.1 According to the specification largely
——————
1 The

patents at issue are United States Patent Nos. 5,970,479 (the
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shared by the patents, the invention “enabl[es] the management of risk relating to specified, yet unknown, future
events.” App. 248. The specification further explains that
the “invention relates to methods and apparatus, including electrical computers and data processing systems
applied to financial matters and risk management.” Id.,
at 243.
The claims at issue relate to a computerized scheme for
mitigating “settlement risk”—i.e., the risk that only one
party to an agreed-upon financial exchange will satisfy its
obligation. In particular, the claims are designed to facilitate the exchange of financial obligations between two
parties by using a computer system as a third-party intermediary. Id., at 383–384.2 The intermediary creates
“shadow” credit and debit records (i.e., account ledgers)
——————
’479 patent), 6,912,510, 7,149,720, and 7,725,375.
2 The parties agree that claim 33 of the ’479 patent is representative
of the method claims. Claim 33 recites:
“A method of exchanging obligations as between parties, each party
holding a credit record and a debit record with an exchange institution,
the credit records and debit records for exchange of predetermined
obligations, the method comprising the steps of:
“(a) creating a shadow credit record and a shadow debit record for
each stakeholder party to be held independently by a supervisory
institution from the exchange institutions;
“(b) obtaining from each exchange institution a start-of-day balance
for each shadow credit record and shadow debit record;
“(c) for every transaction resulting in an exchange obligation, the
supervisory institution adjusting each respective party’s shadow credit
record or shadow debit record, allowing only these transactions that do
not result in the value of the shadow debit record being less than the
value of the shadow credit record at any time, each said adjustment
taking place in chronological order, and
“(d) at the end-of-day, the supervisory institution instructing on[e] of
the exchange institutions to exchange credits or debits to the credit
record and debit record of the respective parties in accordance with the
adjustments of the said permitted transactions, the credits and debits
being irrevocable, time invariant obligations placed on the exchange
institutions.” App. 383–384.
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that mirror the balances in the parties’ real-world accounts at “exchange institutions” (e.g., banks). The intermediary updates the shadow records in real time as transactions are entered, allowing “only those transactions for
which the parties’ updated shadow records indicate sufficient resources to satisfy their mutual obligations.” 717
F. 3d 1269, 1285 (CA Fed. 2013) (Lourie, J., concurring).
At the end of the day, the intermediary instructs the
relevant financial institutions to carry out the “permitted”
transactions in accordance with the updated shadow
records, ibid., thus mitigating the risk that only one party
will perform the agreed-upon exchange.
In sum, the patents in suit claim (1) the foregoing method
for exchanging obligations (the method claims), (2) a
computer system configured to carry out the method for
exchanging obligations (the system claims), and (3) a
computer-readable medium containing program code for
performing the method of exchanging obligations (the
media claims). All of the claims are implemented using a
computer; the system and media claims expressly recite a
computer, and the parties have stipulated that the method
claims require a computer as well.
B
Respondents CLS Bank International and CLS Services
Ltd. (together, CLS Bank) operate a global network that
facilitates currency transactions. In 2007, CLS Bank filed
suit against petitioner, seeking a declaratory judgment
that the claims at issue are invalid, unenforceable, or not
infringed. Petitioner counterclaimed, alleging infringement. Following this Court’s decision in Bilski v. Kappos,
561 U. S. 593 (2010), the parties filed cross-motions for
summary judgment on whether the asserted claims are
eligible for patent protection under 35 U. S. C. §101. The
District Court held that all of the claims are patent ineligible because they are directed to the abstract idea of
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“employing a neutral intermediary to facilitate simultaneous exchange of obligations in order to minimize risk.”
768 F. Supp. 2d 221, 252 (DC 2011).
A divided panel of the United States Court of Appeals
for the Federal Circuit reversed, holding that it was not
“manifestly evident” that petitioner’s claims are directed
to an abstract idea. 685 F. 3d 1341, 1352, 1356 (2012).
The Federal Circuit granted rehearing en banc, vacated
the panel opinion, and affirmed the judgment of the District Court in a one-paragraph per curiam opinion. 717
F. 3d, at 1273. Seven of the ten participating judges
agreed that petitioner’s method and media claims are
patent ineligible. See id., at 1274 (Lourie, J., concurring);
id., at 1312–1313 (Rader, C. J., concurring in part and
dissenting in part). With respect to petitioner’s system
claims, the en banc Federal Circuit affirmed the District
Court’s judgment by an equally divided vote. Id., at 1273.
Writing for a five-member plurality, Judge Lourie concluded that all of the claims at issue are patent ineligible.
In the plurality’s view, under this Court’s decision in Mayo
Collaborative Services v. Prometheus Laboratories, Inc.,
566 U. S. ___ (2012), a court must first “identif[y] the
abstract idea represented in the claim,” and then determine “whether the balance of the claim adds ‘significantly
more.’ ” 717 F. 3d, at 1286. The plurality concluded that
petitioner’s claims “draw on the abstract idea of reducing
settlement risk by effecting trades through a third-party
intermediary,” and that the use of a computer to maintain,
adjust, and reconcile shadow accounts added nothing of
substance to that abstract idea. Ibid.
Chief Judge Rader concurred in part and dissented in
part. In a part of the opinion joined only by Judge Moore,
Chief Judge Rader agreed with the plurality that petitioner’s method and media claims are drawn to an abstract
idea. Id., at 1312–1313. In a part of the opinion joined by
Judges Linn, Moore, and O’Malley, Chief Judge Rader
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would have held that the system claims are patent eligible
because they involve computer “hardware” that is “specifically programmed to solve a complex problem.” Id., at
1307. Judge Moore wrote a separate opinion dissenting in
part, arguing that the system claims are patent eligible.
Id., at 1313–1314. Judge Newman filed an opinion concurring in part and dissenting in part, arguing that all of
petitioner’s claims are patent eligible. Id., at 1327. Judges
Linn and O’Malley filed a separate dissenting opinion
reaching that same conclusion. Ibid.
We granted certiorari, 571 U. S. ___ (2013), and now
affirm.
II
Section 101 of the Patent Act defines the subject matter
eligible for patent protection. It provides:
“Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the conditions
and requirements of this title.” 35 U. S. C. §101.
“We have long held that this provision contains an important implicit exception: Laws of nature, natural phenomena, and abstract ideas are not patentable.” Association for Molecular Pathology v. Myriad Genetics, Inc., 569
U. S. ___, ___ (2013) (slip op., at 11) (internal quotation
marks and brackets omitted). We have interpreted §101
and its predecessors in light of this exception for more
than 150 years. Bilski, supra, at 601–602; see also
O’Reilly v. Morse, 15 How. 62, 112–120 (1854); Le Roy v.
Tatham, 14 How. 156, 174–175 (1853).
We have described the concern that drives this exclusionary principle as one of pre-emption. See, e.g., Bilski,
supra, at 611–612 (upholding the patent “would pre-empt
use of this approach in all fields, and would effectively
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grant a monopoly over an abstract idea”). Laws of nature,
natural phenomena, and abstract ideas are “ ‘ “the basic
tools of scientific and technological work.” ’ ” Myriad,
supra, at ___ (slip op., at 11). “[M]onopolization of those
tools through the grant of a patent might tend to impede
innovation more than it would tend to promote it,” thereby
thwarting the primary object of the patent laws. Mayo,
supra, at ___ (slip op., at 2); see U. S. Const., Art. I, §8, cl.
8 (Congress “shall have Power . . . To promote the Progress of Science and useful Arts”). We have “repeatedly
emphasized this . . . concern that patent law not inhibit
further discovery by improperly tying up the future use
of ” these building blocks of human ingenuity. Mayo,
supra, at ___ (slip op., at 16) (citing Morse, supra, at 113).
At the same time, we tread carefully in construing this
exclusionary principle lest it swallow all of patent law.
Mayo, 566 U. S., at ___ (slip op., at 2). At some level, “all
inventions . . . embody, use, reflect, rest upon, or apply
laws of nature, natural phenomena, or abstract ideas.”
Id., at ___ (slip op., at 2). Thus, an invention is not rendered ineligible for patent simply because it involves an
abstract concept. See Diamond v. Diehr, 450 U. S. 175,
187 (1981). “[A]pplication[s]” of such concepts “ ‘to a new
and useful end,’ ” we have said, remain eligible for patent
protection. Gottschalk v. Benson, 409 U. S. 63, 67 (1972).
Accordingly, in applying the §101 exception, we must
distinguish between patents that claim the “ ‘buildin[g]
block[s]’ ” of human ingenuity and those that integrate the
building blocks into something more, Mayo, 566 U. S., at
___ (slip op., at 20), thereby “transform[ing]” them into a
patent-eligible invention, id., at ___ (slip op., at 3). The
former “would risk disproportionately tying up the use of
the underlying” ideas, id., at ___ (slip op., at 4), and are
therefore ineligible for patent protection. The latter pose
no comparable risk of pre-emption, and therefore remain
eligible for the monopoly granted under our patent laws.

Cite as: 573 U. S. ____ (2014)

7

Opinion of the Court

III
In Mayo Collaborative Services v. Prometheus Laboratories, Inc., 566 U. S. ___ (2012), we set forth a framework
for distinguishing patents that claim laws of nature, natural phenomena, and abstract ideas from those that claim
patent-eligible applications of those concepts. First, we
determine whether the claims at issue are directed to one
of those patent-ineligible concepts. Id., at ___ (slip op., at
8). If so, we then ask, “[w]hat else is there in the claims
before us?” Id., at ___ (slip op., at 9). To answer that
question, we consider the elements of each claim both
individually and “as an ordered combination” to determine
whether the additional elements “transform the nature of
the claim” into a patent-eligible application. Id., at ___
(slip op., at 10, 9). We have described step two of this
analysis as a search for an “ ‘inventive concept’ ”—i.e., an
element or combination of elements that is “sufficient to
ensure that the patent in practice amounts to significantly
more than a patent upon the [ineligible concept] itself.”
Id., at ___ (slip op., at 3).3
A
We must first determine whether the claims at issue are
directed to a patent-ineligible concept. We conclude that
they are: These claims are drawn to the abstract idea of
intermediated settlement.
The “abstract ideas” category embodies “the longstanding rule that ‘[a]n idea of itself is not patentable.’ ” Benson, supra, at 67 (quoting Rubber-Tip Pencil Co. v. Howard, 20 Wall. 498, 507 (1874)); see also Le Roy, supra, at
——————
3 Because the approach we made explicit in Mayo considers all claim
elements, both individually and in combination, it is consistent with the
general rule that patent claims “must be considered as a whole.”
Diamond v. Diehr, 450 U. S. 175, 188 (1981); see Parker v. Flook, 437
U. S. 584, 594 (1978) (“Our approach . . . is . . . not at all inconsistent
with the view that a patent claim must be considered as a whole”).
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175 (“A principle, in the abstract, is a fundamental truth;
an original cause; a motive; these cannot be patented, as
no one can claim in either of them an exclusive right ”). In
Benson, for example, this Court rejected as ineligible
patent claims involving an algorithm for converting binarycoded decimal numerals into pure binary form, holding
that the claimed patent was “in practical effect . . . a patent on the algorithm itself.” 409 U. S., at 71–72. And in
Parker v. Flook, 437 U. S. 584, 594–595 (1978), we held
that a mathematical formula for computing “alarm limits”
in a catalytic conversion process was also a patentineligible abstract idea.
We most recently addressed the category of abstract
ideas in Bilski v. Kappos, 561 U. S. 593 (2010). The claims
at issue in Bilski described a method for hedging against
the financial risk of price fluctuations. Claim 1 recited a
series of steps for hedging risk, including: (1) initiating a
series of financial transactions between providers and
consumers of a commodity; (2) identifying market participants that have a counterrisk for the same commodity;
and (3) initiating a series of transactions between those
market participants and the commodity provider to balance the risk position of the first series of consumer transactions. Id., at 599. Claim 4 “pu[t] the concept articulated
in claim 1 into a simple mathematical formula.” Ibid. The
remaining claims were drawn to examples of hedging in
commodities and energy markets.
“[A]ll members of the Court agree[d]” that the patent at
issue in Bilski claimed an “abstract idea.” Id., at 609; see
also id., at 619 (Stevens, J., concurring in judgment).
Specifically, the claims described “the basic concept of
hedging, or protecting against risk.” Id., at 611. The
Court explained that “ ‘[h]edging is a fundamental economic
practice long prevalent in our system of commerce and
taught in any introductory finance class.’ ” Ibid. “The
concept of hedging” as recited by the claims in suit was
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therefore a patent-ineligible “abstract idea, just like the
algorithms at issue in Benson and Flook.” Ibid.
It follows from our prior cases, and Bilski in particular,
that the claims at issue here are directed to an abstract
idea. Petitioner’s claims involve a method of exchanging
financial obligations between two parties using a thirdparty intermediary to mitigate settlement risk. The intermediary creates and updates “shadow” records to reflect the value of each party’s actual accounts held at
“exchange institutions,” thereby permitting only those
transactions for which the parties have sufficient resources. At the end of each day, the intermediary issues
irrevocable instructions to the exchange institutions to
carry out the permitted transactions.
On their face, the claims before us are drawn to the
concept of intermediated settlement, i.e., the use of a third
party to mitigate settlement risk. Like the risk hedging in
Bilski, the concept of intermediated settlement is “ ‘a
fundamental economic practice long prevalent in our
system of commerce.’ ” Ibid.; see, e.g., Emery, Speculation
on the Stock and Produce Exchanges of the United States,
in 7 Studies in History, Economics and Public Law 283,
346–356 (1896) (discussing the use of a “clearing-house” as
an intermediary to reduce settlement risk). The use of a
third-party intermediary (or “clearing house”) is also a
building block of the modern economy. See, e.g., Yadav,
The Problematic Case of Clearinghouses in Complex Markets, 101 Geo. L. J. 387, 406–412 (2013); J. Hull, Risk
Management and Financial Institutions 103–104 (3d ed.
2012). Thus, intermediated settlement, like hedging, is an
“abstract idea” beyond the scope of §101.
Petitioner acknowledges that its claims describe intermediated settlement, see Brief for Petitioner 4, but rejects
the conclusion that its claims recite an “abstract idea.”
Drawing on the presence of mathematical formulas in
some of our abstract-ideas precedents, petitioner contends
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that the abstract-ideas category is confined to “preexisting, fundamental truth[s]” that “ ‘exis[t ] in principle apart
from any human action.’ ” Id., at 23, 26 (quoting Mayo,
566 U. S., at ___ (slip op., at 8)).
Bilski belies petitioner’s assertion. The concept of risk
hedging we identified as an abstract idea in that case
cannot be described as a “preexisting, fundamental truth.”
The patent in Bilski simply involved a “series of steps
instructing how to hedge risk.” 561 U. S., at 599. Although hedging is a longstanding commercial practice, id.,
at 599, it is a method of organizing human activity, not a
“truth” about the natural world “ ‘that has always existed,’ ”
Brief for Petitioner 22 (quoting Flook, supra, at 593,
n. 15). One of the claims in Bilski reduced hedging to a
mathematical formula, but the Court did not assign any
special significance to that fact, much less the sort of
talismanic significance petitioner claims. Instead, the
Court grounded its conclusion that all of the claims at
issue were abstract ideas in the understanding that risk
hedging was a “ ‘fundamental economic practice.’ ” 561
U. S., at 611.
In any event, we need not labor to delimit the precise
contours of the “abstract ideas” category in this case. It is
enough to recognize that there is no meaningful distinction between the concept of risk hedging in Bilski and the
concept of intermediated settlement at issue here. Both
are squarely within the realm of “abstract ideas” as we
have used that term.
B
Because the claims at issue are directed to the abstract
idea of intermediated settlement, we turn to the second
step in Mayo’s framework. We conclude that the method
claims, which merely require generic computer implementation, fail to transform that abstract idea into a patenteligible invention.
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1
At Mayo step two, we must examine the elements of the
claim to determine whether it contains an “ ‘inventive
concept’ ” sufficient to “transform” the claimed abstract
idea into a patent-eligible application. 566 U. S., at ___,
___ (slip op., at 3, 11). A claim that recites an abstract
idea must include “additional features” to ensure “that the
[claim] is more than a drafting effort designed to monopolize the [abstract idea].” Id., at ___ (slip op., at 8–9). Mayo
made clear that transformation into a patent-eligible
application requires “more than simply stat[ing] the [abstract idea] while adding the words ‘apply it.’ ” Id., at ___
(slip op., at 3).
Mayo itself is instructive. The patents at issue in Mayo
claimed a method for measuring metabolites in the bloodstream in order to calibrate the appropriate dosage of
thiopurine drugs in the treatment of autoimmune diseases. Id., at ___ (slip op., at 4–6). The respondent in that
case contended that the claimed method was a patenteligible application of natural laws that describe the relationship between the concentration of certain metabolites
and the likelihood that the drug dosage will be harmful or
ineffective. But methods for determining metabolite levels
were already “well known in the art,” and the process at
issue amounted to “nothing significantly more than an
instruction to doctors to apply the applicable laws when
treating their patients.” Id., at ___ (slip op., at 10).
“Simply appending conventional steps, specified at a high
level of generality,” was not “enough” to supply an “ ‘inventive concept.’ ” Id., at ___, ___, ___ (slip op., at 14, 8, 3).
The introduction of a computer into the claims does not
alter the analysis at Mayo step two. In Benson, for example, we considered a patent that claimed an algorithm
implemented on “a general-purpose digital computer.” 409
U. S., at 64. Because the algorithm was an abstract idea,
see supra, at 8, the claim had to supply a “ ‘new and use-
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ful’ ” application of the idea in order to be patent eligible.
409 U. S., at 67. But the computer implementation did
not supply the necessary inventive concept; the process
could be “carried out in existing computers long in use.”
Ibid. We accordingly “held that simply implementing a
mathematical principle on a physical machine, namely a
computer, [i]s not a patentable application of that principle.” Mayo, supra, at ___ (slip op., at 16) (citing Benson,
supra, at 64).
Flook is to the same effect. There, we examined a computerized method for using a mathematical formula to
adjust alarm limits for certain operating conditions (e.g.,
temperature and pressure) that could signal inefficiency or
danger in a catalytic conversion process. 437 U. S., at
585–586. Once again, the formula itself was an abstract
idea, see supra, at 8, and the computer implementation
was purely conventional. 437 U. S., at 594 (noting that
the “use of computers for ‘automatic monitoringalarming’ ” was “well known”). In holding that the process
was patent ineligible, we rejected the argument that
“implement[ing] a principle in some specific fashion” will
“automatically fal[l] within the patentable subject matter
of §101.” Id., at 593. Thus, “Flook stands for the proposition that the prohibition against patenting abstract ideas
cannot be circumvented by attempting to limit the use of
[the idea] to a particular technological environment.”
Bilski, 561 U. S., at 610–611 (internal quotation marks
omitted).
In Diehr, 450 U. S. 175, by contrast, we held that a
computer-implemented process for curing rubber was
patent eligible, but not because it involved a computer.
The claim employed a “well-known” mathematical equation, but it used that equation in a process designed to
solve a technological problem in “conventional industry
practice.” Id., at 177, 178. The invention in Diehr used a
“thermocouple” to record constant temperature measure-
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ments inside the rubber mold—something “the industry
ha[d] not been able to obtain.” Id., at 178, and n. 3. The
temperature measurements were then fed into a computer,
which repeatedly recalculated the remaining cure time
by using the mathematical equation. Id., at 178–179.
These additional steps, we recently explained, “transformed the process into an inventive application of the
formula.” Mayo, supra, at ___ (slip op., at 12). In other
words, the claims in Diehr were patent eligible because
they improved an existing technological process, not because they were implemented on a computer.
These cases demonstrate that the mere recitation of a
generic computer cannot transform a patent-ineligible
abstract idea into a patent-eligible invention. Stating an
abstract idea “while adding the words ‘apply it’ ” is not
enough for patent eligibility. Mayo, supra, at ___ (slip op.,
at 3). Nor is limiting the use of an abstract idea “ ‘to a
particular technological environment.’ ” Bilski, supra, at
610–611. Stating an abstract idea while adding the words
“apply it with a computer” simply combines those two
steps, with the same deficient result. Thus, if a patent’s
recitation of a computer amounts to a mere instruction to
“implemen[t]” an abstract idea “on . . . a computer,” Mayo,
supra, at ___ (slip op., at 16), that addition cannot impart
patent eligibility. This conclusion accords with the preemption concern that undergirds our §101 jurisprudence.
Given the ubiquity of computers, see 717 F. 3d, at 1286
(Lourie, J., concurring), wholly generic computer implementation is not generally the sort of “additional featur[e]”
that provides any “practical assurance that the process is
more than a drafting effort designed to monopolize the
[abstract idea] itself.” Mayo, 566 U. S., at ___ (slip op., at
8–9).
The fact that a computer “necessarily exist[s] in the
physical, rather than purely conceptual, realm,” Brief for
Petitioner 39, is beside the point. There is no dispute that
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a computer is a tangible system (in §101 terms, a “machine”), or that many computer-implemented claims are
formally addressed to patent-eligible subject matter. But
if that were the end of the §101 inquiry, an applicant could
claim any principle of the physical or social sciences by
reciting a computer system configured to implement the
relevant concept. Such a result would make the determination of patent eligibility “depend simply on the draftsman’s art,” Flook, supra, at 593, thereby eviscerating the
rule that “ ‘[l]aws of nature, natural phenomena, and
abstract ideas are not patentable,’ ” Myriad, 569 U. S., at
___ (slip op., at 11).
2
The representative method claim in this case recites the
following steps: (1) “creating” shadow records for each
counterparty to a transaction; (2) “obtaining” start-of-day
balances based on the parties’ real-world accounts at
exchange institutions; (3) “adjusting” the shadow records
as transactions are entered, allowing only those transactions for which the parties have sufficient resources; and
(4) issuing irrevocable end-of-day instructions to the exchange institutions to carry out the permitted transactions. See n. 2, supra. Petitioner principally contends that
the claims are patent eligible because these steps “require
a substantial and meaningful role for the computer.” Brief
for Petitioner 48. As stipulated, the claimed method
requires the use of a computer to create electronic records,
track multiple transactions, and issue simultaneous instructions; in other words, “[t]he computer is itself the
intermediary.” Ibid. (emphasis deleted).
In light of the foregoing, see supra, at 11–14, the relevant question is whether the claims here do more than
simply instruct the practitioner to implement the abstract
idea of intermediated settlement on a generic computer.
They do not.
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Taking the claim elements separately, the function
performed by the computer at each step of the process is
“[p]urely conventional.” Mayo, supra, at ___ (slip op., at
10) (internal quotation marks omitted). Using a computer
to create and maintain “shadow” accounts amounts to
electronic recordkeeping—one of the most basic functions
of a computer. See, e.g., Benson, 409 U. S., at 65 (noting
that a computer “operates . . . upon both new and previously stored data”). The same is true with respect to the
use of a computer to obtain data, adjust account balances,
and issue automated instructions; all of these computer
functions are “well-understood, routine, conventional
activit[ies]” previously known to the industry. Mayo, 566
U. S., at ___ (slip op., at 4). In short, each step does no
more than require a generic computer to perform generic
computer functions.
Considered “as an ordered combination,” the computer
components of petitioner’s method “ad[d] nothing . . . that
is not already present when the steps are considered
separately.” Id., at ___ (slip op., at 10). Viewed as a
whole, petitioner’s method claims simply recite the concept
of intermediated settlement as performed by a generic
computer. See 717 F. 3d, at 1286 (Lourie, J., concurring)
(noting that the representative method claim “lacks any
express language to define the computer’s participation”).
The method claims do not, for example, purport to improve
the functioning of the computer itself. See ibid. (“There is
no specific or limiting recitation of . . . improved computer
technology . . . ”); Brief for United States as Amicus Curiae
28–30. Nor do they effect an improvement in any other
technology or technical field. See, e.g., Diehr, 450 U. S., at
177–178. Instead, the claims at issue amount to “nothing
significantly more” than an instruction to apply the abstract idea of intermediated settlement using some unspecified, generic computer. Mayo, 566 U. S., at ___ (slip
op., at 10). Under our precedents, that is not “enough” to

16

ALICE CORP. v. CLS BANK INT’L
Opinion of the Court

transform an abstract idea into a patent-eligible invention.
Id., at ___ (slip op., at 8).
C
Petitioner’s claims to a computer system and a computerreadable medium fail for substantially the same reasons. Petitioner conceded below that its media claims rise
or fall with its method claims. En Banc Response Brief for
Defendant-Appellant in No. 11–1301 (CA Fed.) p. 50, n. 3.
As to its system claims, petitioner emphasizes that those
claims recite “specific hardware” configured to perform
“specific computerized functions.” Brief for Petitioner 53.
But what petitioner characterizes as specific hardware—a
“data processing system” with a “communications controller” and “data storage unit,” for example, see App. 954,
958, 1257—is purely functional and generic. Nearly every
computer will include a “communications controller” and
“data storage unit” capable of performing the basic calculation, storage, and transmission functions required by the
method claims. See 717 F. 3d, at 1290 (Lourie, J., concurring). As a result, none of the hardware recited by the
system claims “offers a meaningful limitation beyond
generally linking ‘the use of the [method] to a particular
technological environment,’ that is, implementation via
computers.” Id., at 1291 (quoting Bilski, 561 U. S., at
610–611).
Put another way, the system claims are no different
from the method claims in substance. The method claims
recite the abstract idea implemented on a generic computer;
the system claims recite a handful of generic computer
components configured to implement the same idea. This
Court has long “warn[ed] . . . against” interpreting §101
“in ways that make patent eligibility ‘depend simply on
the draftsman’s art.’ ” Mayo, supra, at ___ (slip op., at 3)
(quoting Flook, 437 U. S., at 593); see id., at 590 (“The
concept of patentable subject matter under §101 is not
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‘like a nose of wax which may be turned and twisted in
any direction . . . ’ ”). Holding that the system claims are
patent eligible would have exactly that result.
Because petitioner’s system and media claims add nothing of substance to the underlying abstract idea, we hold
that they too are patent ineligible under §101.
*
*
*
For the foregoing reasons, the judgment of the Court of
Appeals for the Federal Circuit is affirmed.
It is so ordered.

Cite as: 573 U. S. ____ (2014)

1

SOTOMAYOR, J., concurring

SUPREME COURT OF THE UNITED STATES
_________________

No. 13–298
_________________

ALICE CORPORATION PTY. LTD, PETITIONER v. CLS
BANK INTERNATIONAL ET AL.
ON WRIT OF CERTIORARI TO THE UNITED STATES COURT OF
APPEALS FOR THE FEDERAL CIRCUIT
[June 19, 2014]

JUSTICE SOTOMAYOR, with whom JUSTICE GINSBURG
and JUSTICE BREYER join, concurring.
I adhere to the view that any “claim that merely describes a method of doing business does not qualify as a
‘process’ under §101.” Bilski v. Kappos, 561 U. S. 593, 614
(2010) (Stevens, J., concurring in judgment); see also In re
Bilski, 545 F. 3d 943, 972 (CA Fed. 2008) (Dyk, J., concurring) (“There is no suggestion in any of th[e] early [English] consideration of process patents that processes for
organizing human activity were or ever had been patentable”). As in Bilski, however, I further believe that the
method claims at issue are drawn to an abstract idea. Cf.
561 U. S., at 619 (opinion of Stevens, J.). I therefore join
the opinion of the Court.
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COMMIL USA, LLC v. CISCO SYSTEMS, INC.
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Petitioner Commil USA, LLC, holder of a patent for a method of implementing short-range wireless networks, filed suit, claiming that
respondent Cisco Systems, Inc., a maker and seller of wireless networking equipment, had directly infringed Commil’s patent in its
networking equipment and had induced others to infringe the patent
by selling the infringing equipment for them to use. After two trials,
Cisco was found liable for both direct and induced infringement.
With regard to inducement, Cisco had raised the defense that it had a
good-faith belief that Commil’s patent was invalid, but the District
Court found Cisco’s supporting evidence inadmissible. The Federal
Circuit affirmed the District Court’s judgment in part, vacated in
part, and remanded, holding, as relevant here, that the trial court
erred in excluding Cisco’s evidence of its good-faith belief that Commil’s patent was invalid.
Held: A defendant’s belief regarding patent validity is not a defense to
an induced infringement claim. Pp. 5–14.
(a) While this case centers on inducement liability, 35 U. S. C.
§271(b), which attaches only if the defendant knew of the patent and
that “the induced acts constitute patent infringement,” Global-Tech
Appliances, Inc. v. SEB S. A., 563 U. S. ___, ___, the discussion here
also refers to direct infringement, §271(a), a strict-liability offense in
which a defendant’s mental state is irrelevant, and contributory infringement, §271(c), which, like inducement liability, requires
knowledge of the patent in suit and knowledge of patent infringement, Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U. S.
476, 488 (Aro II). Pp. 5–6.
(b) In Global-Tech, this Court held that “induced infringement . . .
requires knowledge that the induced acts constitute patent infringe-
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ment,” 563 U. S., at ___, relying on the reasoning of Aro II, a contributory infringement case, because the mental state imposed in each
instance is similar. Contrary to the claim of Commil and the Government as amicus, it was not only knowledge of the existence of respondent’s patent that led the Court to affirm the liability finding in
Global-Tech, but also the fact that petitioner’s actions demonstrated
that it knew it would be causing customers to infringe respondent’s
patent. 563 U. S., at ___. Qualifying or limiting that holding could
make a person, or entity, liable for induced or contributory infringement even though he did not know the acts were infringing. GlobalTech requires more, namely proof the defendant knew the acts were
infringing. And that opinion was clear in rejecting any lesser mental
state as the standard. Id., at ___. Pp. 6–9.
(c) Because induced infringement and validity are separate issues
and have separate defenses under the Act, belief regarding validity
cannot negate §271(b)’s scienter requirement of “actively induce[d]
infringement,” i.e., the intent to “bring about the desired result” of infringement, 563 U. S., at ___. When infringement is the issue, the
patent’s validity is not the question to be confronted. See Cardinal
Chemical Co. v. Morton Int’l, Inc., 508 U. S. 83. Otherwise, the long
held presumption that a patent is valid, §282(a), would be undermined, permitting circumvention of the high bar—the clear and convincing standard—that defendants must surmount to rebut the presumption. See Microsoft Corp. v. i4i Ltd. Partnership, 564 U. S. ___,
___–___. To be sure, if a patent is shown to be invalid, there is no patent to be infringed. But the orderly administration of the patent
system requires courts to interpret and implement the statutory
framework to determine the procedures and sequences that the parties must follow to prove the act of wrongful inducement and any related issues of patent validity.
There are practical reasons not to create a defense of belief in invalidity for induced infringement. Accused inducers who believe a patent is invalid have other, proper ways to obtain a ruling to that effect, including, e.g., seeking ex parte reexamination of the patent by
the Patent and Trademark Office, something Cisco did here. Creating such a defense could also have negative consequences, including,
e.g., rendering litigation more burdensome for all involved. Pp. 9–13.
(d) District courts have the authority and responsibility to ensure
that frivolous cases—brought by companies using patents as a sword
to go after defendants for money—are dissuaded, though no issue of
frivolity has been raised here. Safeguards—including, e.g., sanctioning attorneys for bringing such suits, see Fed. Rule Civ. Proc. 11—
combined with the avenues that accused inducers have to obtain rulings on the validity of patents, militate in favor of maintaining the
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separation between infringement and validity expressed in the Patent Act. Pp. 13–14.
720 F. 3d 1361, vacated and remanded.
KENNEDY, J., delivered the opinion of the Court, in which GINSBURG,
ALITO, SOTOMAYOR, and KAGAN, JJ., joined, and in which THOMAS, J.,
joined as to Parts II–B and III. SCALIA, J., filed a dissenting opinion, in
which ROBERTS, C. J., joined. BREYER, J., took no part in the consideration or decision of the case.
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JUSTICE KENNEDY delivered the opinion of the Court.*
A patent holder, and the holder’s lawful licensees, can
recover for monetary injury when their exclusive rights
are violated by others’ wrongful conduct. One form of
patent injury occurs if unauthorized persons or entities
copy, use, or otherwise infringe upon the patented invention. Another form of injury to the patent holder or his
licensees can occur when the actor induces others to infringe the patent. In the instant case, both forms of injury—direct infringement and wrongful inducement of
others to commit infringement—were alleged. After two
trials, the defendant was found liable for both types of
injury. The dispute now before the Court concerns the
inducement aspect of the case.
I
The patent holder who commenced this action is the
petitioner here, Commil USA, LLC. The technical details
of Commil’s patent are not at issue. So it suffices to say,
with much oversimplification, that the patent is for a
——————
* JUSTICE THOMAS joins Parts II–B and III of this opinion.
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method of implementing short-range wireless networks.
Suppose an extensive business headquarters or a resort or
a college campus wants a single, central wireless system
(sometimes called a Wi-Fi network). In order to cover the
large space, the system needs multiple base stations so a
user can move around the area and still stay connected.
Commil’s patent relates to a method of providing faster
and more reliable communications between devices and
base stations. The particular claims of Commil’s patent
are discussed in the opinion of the United States Court of
Appeals for the Federal Circuit. 720 F. 3d 1361, 1364–
1365, 1372 (2013).
Commil brought this action against Cisco Systems, Inc.,
which makes and sells wireless networking equipment. In
2007, Commil sued Cisco in the United States District
Court for the Eastern District of Texas. Cisco is the respondent here. Commil alleged that Cisco had infringed
Commil’s patent by making and using networking equipment. In addition Commil alleged that Cisco had induced
others to infringe the patent by selling the infringing
equipment for them to use, in contravention of Commil’s
exclusive patent rights.
At the first trial, the jury concluded that Commil’s
patent was valid and that Cisco had directly infringed.
The jury awarded Commil $3.7 million in damages. As to
induced infringement, the jury found Cisco not liable.
Commil filed a motion for a new trial on induced infringement and damages, which the District Court granted
because of certain inappropriate comments Cisco’s counsel
had made during the first trial.
A month before the second trial Cisco went to the United
States Patent and Trademark Office and asked it to reexamine the validity of Commil’s patent. The Office
granted the request; but, undoubtedly to Cisco’s disappointment, it confirmed the validity of Commil’s patent.
App. 159, 162.
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Back in the District Court, the second trial proceeded,
limited to the issues of inducement and damages on that
issue and direct infringement. As a defense to the claim of
inducement, Cisco argued it had a good-faith belief that
Commil’s patent was invalid. It sought to introduce evidence to support that assertion. The District Court, however, ruled that Cisco’s proffered evidence of its good-faith
belief in the patent’s invalidity was inadmissible. While
the District Court’s order does not provide the reason for
the ruling, it seems the court excluded this evidence on the
assumption that belief in invalidity is not a defense to a
plaintiff ’s claim that the defendant induced others to
infringe.
At the close of trial, and over Cisco’s objection, the District Court instructed the jury that it could find inducement if “Cisco actually intended to cause the acts that
constitute . . . direct infringement and that Cisco knew or
should have known that its actions would induce actual
infringement.” Id., at 21. The jury returned a verdict for
Commil on induced infringement and awarded $63.7
million in damages.
After the verdict, but before judgment, this Court issued
its decision in Global-Tech Appliances, Inc. v. SEB S. A.,
563 U. S. ___ (2011). That case, as will be discussed in
more detail, held that, in an action for induced infringement, it is necessary for the plaintiff to show that the
alleged inducer knew of the patent in question and knew
the induced acts were infringing. Id., at ___ (slip op.,
at 10). Relying on that case, Cisco again urged that the
jury instruction was incorrect because it did not state
knowledge as the governing standard for inducement
liability. The District Court denied Cisco’s motion and
entered judgment in Commil’s favor.
Cisco appealed to the United States Court of Appeals for
the Federal Circuit. The Court of Appeals affirmed in
part, vacated in part, and remanded for further proceed-
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ings. The court concluded it was error for the District
Court to have instructed the jury that Cisco could be liable
for induced infringement if it “ ‘knew or should have
known’ ” that its customers infringed. 720 F. 3d, at 1366.
The panel held that “induced infringement ‘requires
knowledge that the induced acts constitute patent infringement.’ ” Ibid. (quoting Global-Tech, supra, at ___
(slip op., at 10)). By stating that Cisco could be found
liable if it “ ‘knew or should have known that its actions
would induce actual infringement,’ ” the Court of Appeals
explained, the District Court had allowed “the jury to find
[Cisco] liable based on mere negligence where knowledge
is required.” 720 F. 3d, at 1366. That ruling, which requires a new trial on the inducement claim with a corrected
instruction on knowledge, is not in question here.
What is at issue is the second holding of the Court of
Appeals, addressing Cisco’s contention that the trial court
committed further error in excluding Cisco’s evidence that
it had a good-faith belief that Commil’s patent was invalid. Beginning with the observation that it is “axiomatic
that one cannot infringe an invalid patent,” the Court of
Appeals reasoned that “evidence of an accused inducer’s
good-faith belief of invalidity may negate the requisite
intent for induced infringement.” Id., at 1368. The court
saw “no principled distinction between a good-faith belief
of invalidity and a good-faith belief of non-infringement for
the purpose of whether a defendant possessed the specific
intent to induce infringement of a patent.” Ibid.
Judge Newman dissented on that point. In Judge
Newman’s view a defendant’s good-faith belief in a patent’s invalidity is not a defense to induced infringement.
She reasoned that “whether there is infringement in fact
does not depend on the belief of the accused infringer that
it might succeed in invalidating the patent.” Id., at 1374
(opinion concurring in part and dissenting in part). Both
parties filed petitions for rehearing en banc, which were
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denied. 737 F. 3d 699, 700 (2013). Five judges, however,
would have granted rehearing en banc to consider the
question whether a good-faith belief in invalidity is a
defense to induced infringement. Id., at 700 (Reyna, J.,
dissenting from denial of rehearing en banc).
This Court granted certiorari to decide that question.
574 U. S. ___ (2014).
II
Although the precise issue to be addressed concerns a
claim of improper inducement to infringe, the discussion
to follow refers as well to direct infringement and contributory infringement, so it is instructive at the outset to set
forth the statutory provisions pertaining to these three
forms of liability. These three relevant provisions are
found in §271 of the Patent Act. 35 U. S. C. §271.
Subsection (a) governs direct infringement and provides:
“Except as otherwise provided in this title, whoever
without authority makes, uses, offers to sell, or sells
any patented invention, within the United States or
imports into the United States any patented invention
during the term of the patent therefor, infringes the
patent.”
Under this form of liability, a defendant’s mental state is
irrelevant. Direct infringement is a strict-liability offense.
Global-Tech, 563 U. S., at ___ (slip op., at 5, n. 2).
Subsection (b) governs induced infringement:
“Whoever actively induces infringement of a patent
shall be liable as an infringer.”
In contrast to direct infringement, liability for inducing
infringement attaches only if the defendant knew of the
patent and that “the induced acts constitute patent infringement.” Id., at ___ (slip op., at 10). In Commil and
the Government’s view, not only is knowledge or belief in
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the patent’s validity irrelevant, they further argue the
party charged with inducing infringement need not know
that the acts it induced would infringe. On this latter
point, they are incorrect, as will be explained below.
Subsection (c) deals with contributory infringement:
“Whoever offers to sell or sells within the United
States or imports into the United States a component
of a patented machine, manufacture, combination or
composition, or a material or apparatus for use in
practicing a patented process, constituting a material
part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial noninfringing use, shall be liable as a contributory
infringer.”
Like induced infringement, contributory infringement
requires knowledge of the patent in suit and knowledge of
patent infringement. Aro Mfg. Co. v. Convertible Top
Replacement Co., 377 U. S. 476, 488 (1964) (Aro II).
This case asks a question of first impression: whether
knowledge of, or belief in, a patent’s validity is required
for induced infringement under §271(b).
A
Before turning to the question presented, it is necessary
to reaffirm what the Court held in Global-Tech. Commil
and the Government (which supports Commil in this case)
argue that Global-Tech should be read as holding that
only knowledge of the patent is required for induced infringement. That, as will be explained, would contravene
Global-Tech’s explicit holding that liability for induced
infringement can only attach if the defendant knew of the
patent and knew as well that “the induced acts constitute
patent infringement.” 563 U. S., at ___ (slip op., at 10).
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In Global-Tech, the plaintiff, SEB, had invented and
patented a deep fryer. A few years later, Sunbeam asked
Pentalpha to supply deep fryers for Sunbeam to sell. To
make the deep fryer, Pentalpha bought an SEB fryer and
copied all but the cosmetic features. Pentalpha then sold
the fryers to Sunbeam, which in turn sold them to customers. SEB sued Pentalpha for induced infringement, arguing Pentalpha had induced Sunbeam and others to sell the
infringing fryers in violation of SEB’s patent rights. In
defense, Pentalpha argued it did not know the deep fryer
it copied was patented and therefore could not be liable for
inducing anyone to infringe SEB’s patent. The question
presented to this Court was “whether a party who ‘actively
induces infringement of a patent’ under 35 U. S. C. §271(b)
must know that the induced acts constitute patent infringement.” Id., at ___ (slip op., at 1).
After noting the language of §271(b) and the case law
prior to passage of the Patent Act did not resolve the
question, the Global-Tech Court turned to Aro II, a case
about contributory infringement. The Global-Tech Court
deemed that rules concerning contributory infringement
were relevant to induced infringement, because the mental state imposed in each instance is similar. Before the
Patent Act, inducing infringement was not a separate
theory of indirect liability but was evidence of contributory
infringement. 563 U. S., at ___ (slip op., at 5). Thus, in
many respects, it is proper to find common ground in the
two theories of liability.
Aro II concluded that to be liable for contributory infringement, a defendant must know the acts were infringing. 377 U. S., at 488. In Global-Tech, the Court said this
reasoning was applicable, explaining as follows:
“Based on this premise, it follows that the same
knowledge is needed for induced infringement under
§271(b). As noted, the two provisions have a common
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origin in the pre-1952 understanding of contributory
infringement, and the language of the two provisions
creates the same difficult interpretive choice. It
would thus be strange to hold that knowledge of the
relevant patent is needed under §271(c) but not under
§271(b).
“Accordingly, we now hold that induced infringement under §271(b) requires knowledge that the induced acts constitute patent infringement.” 563 U. S.,
at ___ (slip op., at 10).
In support of Commil, the Government argues against
the clear language of Global-Tech. According to the Government, all Global-Tech requires is knowledge of the
patent: “The Court did not definitively resolve whether
Section 271(b) additionally requires knowledge of the
infringing nature of the induced acts.” Brief for United
States as Amicus Curiae 9. See also Brief for Petitioner
17. Together, Commil and the Government claim the
“factual circumstances” of Global-Tech “did not require”
the Court to decide whether knowledge of infringement is
required for inducement liability. Brief for United States
as Amicus Curiae 12. See also Brief for Petitioner 23–24.
But in the Court’s Global-Tech decision, its description of
the factual circumstances suggests otherwise. The Court
concluded there was enough evidence to support a finding
that Pentalpha knew “the infringing nature of the sales it
encouraged Sunbeam to make.” 563 U. S., at ___ (slip op.,
at 14). It was not only knowledge of the existence of SEB’s
patent that led the Court to affirm the liability finding but
also it was the fact that Pentalpha copied “all but the
cosmetic features of SEB’s fryer,” demonstrating Pentalpha knew it would be causing customers to infringe SEB’s
patent. Id., at ___ (slip op., at 15).
Accepting the Government and Commil’s argument
would require this Court to depart from its prior holding.
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See id., at ___ (slip op., at 10). See also id., at ___
(KENNEDY, J., dissenting) (slip op., at 1) (“The Court is
correct, in my view, to conclude that . . . to induce infringement a defendant must know the acts constitute
patent infringement” (internal quotation marks omitted)).
And the Global-Tech rationale is sound. Qualifying or
limiting its holding, as the Government and Commil seek
to do, would lead to the conclusion, both in inducement
and contributory infringement cases, that a person, or
entity, could be liable even though he did not know the
acts were infringing. In other words, even if the defendant
reads the patent’s claims differently from the plaintiff, and
that reading is reasonable, he would still be liable because
he knew the acts might infringe. Global-Tech requires
more. It requires proof the defendant knew the acts were
infringing. And the Court’s opinion was clear in rejecting
any lesser mental state as the standard. Id., at ___ (slip
op., at 13–14).
B
The question the Court confronts today concerns whether
a defendant’s belief regarding patent validity is a defense
to a claim of induced infringement. It is not. The scienter
element for induced infringement concerns infringement;
that is a different issue than validity. Section 271(b)
requires that the defendant “actively induce[d] infringement.” That language requires intent to “bring about the
desired result,” which is infringement. Id., at ___ (slip op.,
at 4). And because infringement and validity are separate
issues under the Act, belief regarding validity cannot
negate the scienter required under §271(b).
When infringement is the issue, the validity of the
patent is not the question to be confronted. In Cardinal
Chemical Co. v. Morton Int’l, Inc., 508 U. S. 83 (1993), the
Court explained, “A party seeking a declaratory judgment
of invalidity presents a claim independent of the patent-
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ee’s charge of infringement.” Id., at 96. It further held
noninfringement and invalidity were “alternative grounds”
for dismissing the suit. Id., at 98. And in Deposit Guaranty
Nat. Bank v. Roper, 445 U. S. 326 (1980), the Court
explained that an accused infringer “may prevail either by
successfully attacking the validity of the patent or by
successfully defending the charge of infringement.” Id., at
334. These explanations are in accord with the longaccepted truth—perhaps the axiom—that infringement
and invalidity are separate matters under patent law. See
Pandrol USA, LP v. Airboss R. Prods., Inc., 320 F. 3d
1354, 1365 (CA Fed. 2003).
Indeed, the issues of infringement and validity appear
in separate parts of the Patent Act. Part III of the Act
deals with “Patents and Protection of Patent Rights,”
including the right to be free from infringement. §§251–
329. Part II, entitled “Patentability of Inventions and
Grants of Patents,” defines what constitutes a valid patent. §§100–212. Further, noninfringement and invalidity
are listed as two separate defenses, see §§282(b)(1), (2),
and defendants are free to raise either or both of them.
See Cardinal, supra, at 98. Were this Court to interpret
§271(b) as permitting a defense of belief in invalidity, it
would conflate the issues of infringement and validity.
Allowing this new defense would also undermine a
presumption that is a “common core of thought and truth”
reflected in this Court’s precedents for a century. Radio
Corp. of America v. Radio Engineering Laboratories, Inc.,
293 U. S. 1, 8 (1934). Under the Patent Act, and the case
law before its passage, a patent is “presumed valid.”
§282(a); id., at 8. That presumption takes away any need
for a plaintiff to prove his patent is valid to bring a claim.
But if belief in invalidity were a defense to induced infringement, the force of that presumption would be lessened to a drastic degree, for a defendant could prevail if he
proved he reasonably believed the patent was invalid.
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That would circumvent the high bar Congress is presumed
to have chosen: the clear and convincing standard. See
Microsoft Corp. v. i4i Ltd. Partnership, 564 U. S. ___, ___–
___ (2011) (slip op., at 8–10). Defendants must meet that
standard to rebut the presumption of validity. Ibid.
To say that an invalid patent cannot be infringed, or
that someone cannot be induced to infringe an invalid
patent, is in one sense a simple truth, both as a matter of
logic and semantics. See M. Swift & Sons, Inc. v. W. H.
Coe Mfg. Co., 102 F. 2d 391, 396 (CA1 1939). But the
questions courts must address when interpreting and
implementing the statutory framework require a determination of the procedures and sequences that the parties
must follow to prove the act of wrongful inducement and
any related issues of patent validity. “Validity and infringement are distinct issues, bearing different burdens,
different presumptions, and different evidence.”
720
F. 3d, at 1374 (opinion of Newman, J.). To be sure, if at
the end of the day, an act that would have been an infringement or an inducement to infringe pertains to a
patent that is shown to be invalid, there is no patent to be
infringed. But the allocation of the burden to persuade on
these questions, and the timing for the presentations of
the relevant arguments, are concerns of central relevance
to the orderly administration of the patent system.
Invalidity is an affirmative defense that “can preclude
enforcement of a patent against otherwise infringing
conduct.” 6A Chisum on Patents §19.01, p. 19–5 (2015).
An accused infringer can, of course, attempt to prove that
the patent in suit is invalid; if the patent is indeed invalid,
and shown to be so under proper procedures, there is no
liability. See i4i, supra, at ___–___ (slip op., at 11–12).
That is because invalidity is not a defense to infringement,
it is a defense to liability. And because of that fact, a
belief as to invalidity cannot negate the scienter required
for induced infringement.
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There are also practical reasons not to create a defense
based on a good-faith belief in invalidity. First and foremost, accused inducers who believe a patent is invalid
have various proper ways to obtain a ruling to that effect.
They can file a declaratory judgment action asking a
federal court to declare the patent invalid. See MedImmune, Inc. v. Genentech, Inc., 549 U. S. 118, 137 (2007).
They can seek inter partes review at the Patent Trial and
Appeal Board and receive a decision as to validity within
12 to 18 months. See §316. Or they can, as Cisco did
here, seek ex parte reexamination of the patent by the
Patent and Trademark Office. §302. And, of course, any
accused infringer who believes the patent in suit is invalid
may raise the affirmative defense of invalidity. §282(b)(2).
If the defendant is successful, he will be immune from
liability.
Creating a defense of belief in invalidity, furthermore,
would have negative consequences. It can render litigation more burdensome for everyone involved. Every accused inducer would have an incentive to put forth a
theory of invalidity and could likely come up with myriad
arguments. See Sloan, Think it is Invalid? A New Defense
to Negate Intent for Induced Infringement, 23 Fed. Cir.
B. J. 613, 618 (2013). And since “it is often more difficult
to determine whether a patent is valid than whether it has
been infringed,” Cardinal, 508 U. S., at 99, accused inducers would likely find it easier to prevail on a defense regarding the belief of invalidity than noninfringement. In
addition the need to respond to the defense will increase
discovery costs and multiply the issues the jury must
resolve. Indeed, the jury would be put to the difficult task
of separating the defendant’s belief regarding validity
from the actual issue of validity.
As a final note, “[o]ur law is . . . no stranger to the possibility that an act may be ‘intentional’ for purposes of civil
liability, even if the actor lacked actual knowledge that
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her conduct violated the law.” Jerman v. Carlisle, McNellie, Rini, Kramer & Ulrich, L. P. A., 559 U. S. 573, 582–
583 (2010). Tortious interference with a contract provides
an apt example. While the invalidity of a contract is a
defense to tortious interference, belief in validity is irrelevant. Restatement (Second) of Torts §766, Comment i
(1979). See also W. Keeton, D. Dobbs, R. Keeton, & D.
Owen, Prosser and Keeton on Law of Torts 110 (5th ed.
1984). In a similar way, a trespass “can be committed
despite the actor’s mistaken belief that she has a legal
right to enter the property.” Jerman, supra, at 583 (citing
Restatement (Second) of Torts §164, and Comment e
(1963–1964)). And of course, “[t]he general rule that
ignorance of the law or a mistake of law is no defense to
criminal prosecution is deeply rooted in the American
legal system.” Cheek v. United States, 498 U. S. 192, 199
(1991). In the usual case, “I thought it was legal” is no
defense. That concept mirrors this Court’s holding that
belief in invalidity will not negate the scienter required
under §271(b).
III
The Court is well aware that an “industry has developed
in which firms use patents not as a basis for producing
and selling goods but, instead, primarily for obtaining
licensing fees.” eBay Inc. v. MercExchange, L. L. C., 547
U. S. 388, 396 (2006) (KENNEDY, J., concurring). Some
companies may use patents as a sword to go after defendants for money, even when their claims are frivolous. This
tactic is often pursued through demand letters, which
“may be sent very broadly and without prior investigation,
may assert vague claims of infringement, and may be
designed to obtain payments that are based more on the
costs of defending litigation than on the merit of the patent claims.” L. Greisman, Prepared Statement of the
Federal Trade Commission on Discussion Draft of Patent
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Demand Letter Legislation before the Subcommittee on
Commerce, Manufacturing, and Trade of the House Committee on Energy and Commerce 2 (2014). This behavior
can impose a “harmful tax on innovation.” Ibid.
No issue of frivolity has been raised by the parties in
this case, nor does it arise on the facts presented to this
Court. Nonetheless, it is still necessary and proper to
stress that district courts have the authority and responsibility to ensure frivolous cases are dissuaded. If frivolous cases are filed in federal court, it is within the power
of the court to sanction attorneys for bringing such suits.
Fed. Rule Civ. Proc. 11. It is also within the district
court’s discretion to award attorney’s fees to prevailing
parties in “exceptional cases.” 35 U. S. C. §285; see also
Octane Fitness, LLC v. ICON Health & Fitness, Inc., 572
U. S. ___, ___–___ (2014) (slip op., at 7–8). These safeguards, combined with the avenues that accused inducers
have to obtain rulings on the validity of patents, militate
in favor of maintaining the separation expressed throughout the Patent Act between infringement and validity.
This dichotomy means that belief in invalidity is no defense to a claim of induced infringement.
The judgment of the United States Court of Appeals for
the Federal Circuit is vacated, and the case is remanded
for further proceedings consistent with this opinion.
It is so ordered.
JUSTICE BREYER took no part in the consideration or
decision of this case.
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JUSTICE SCALIA, with whom THE CHIEF JUSTICE joins,
dissenting.
I agree with the Court’s rejection of the main argument
advanced by Commil and the United States, that induced
infringement under 35 U. S. C. §271(b) does not “requir[e]
knowledge of the infringing nature of the induced acts.”
Brief for United States as Amicus Curiae 9; see also Brief
for Petitioner 15–44. I disagree, however, with the Court’s
holding that good-faith belief in a patent’s invalidity is not
a defense to induced infringement.
Infringing a patent means invading a patentee’s exclusive right to practice his claimed invention. Crown Die &
Tool Co. v. Nye Tool & Machine Works, 261 U. S. 24, 40
(1923) (quoting 3 W. Robinson, Law of Patents §937, pp.
122–123 (1890)). Only valid patents confer this right to
exclusivity—invalid patents do not. FTC v. Actavis, Inc.,
570 U. S. ___, ___ (2013) (slip op., at 8). It follows, as
night the day, that only valid patents can be infringed. To
talk of infringing an invalid patent is to talk nonsense.
Induced infringement, we have said, “requires
knowledge that the induced acts constitute patent infringement.” Global-Tech Appliances, Inc. v. SEB S. A.,
563 U. S. ___, ___ (2011) (slip op., at 10). Because only
valid patents can be infringed, anyone with a good-faith
belief in a patent’s invalidity necessarily believes the
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patent cannot be infringed. And it is impossible for anyone who believes that a patent cannot be infringed to
induce actions that he knows will infringe it. A good-faith
belief that a patent is invalid is therefore a defense to
induced infringement of that patent.
The Court makes four arguments in support of the
contrary position. None seems to me persuasive. First, it
notes that the Patent Act treats infringement and validity
as distinct issues. Ante, at 9–10. That is true. It is also
irrelevant. Saying that infringement cannot exist without
a valid patent does not “conflate the issues of infringement
and validity,” ante, at 10, any more than saying that water
cannot exist without oxygen “conflates” water and oxygen.
Recognizing that infringement requires validity is entirely
consistent with the “long-accepted truth . . . that infringement and invalidity are separate matters under patent
law.” Ibid.
The Court next insists that permitting the defense at
issue would undermine the statutory presumption of
validity. Ante, at 10–11. It would do no such thing. By
reason of the statutory presumption of validity, §282(a),
patents can be held invalid only by “clear and convincing
evidence.” Microsoft Corp. v. i4i Ltd. Partnership, 564
U. S. ___, ___ (2011) (slip op., at 1). This presumption is
not weakened by treating a good-faith belief in invalidity
as a defense to induced infringement. An alleged inducer
who succeeds in this defense does not thereby call a patent’s validity into question. He merely avoids liability for
a third party’s infringement of a valid patent, in no way
undermining that patent’s presumed validity.
Next, the Court says that “invalidity is not a defense to
infringement, it is a defense to liability.” Ante, at 11.
That is an assertion, not an argument. Again, to infringe
a patent is to invade the patentee’s right of exclusivity.
An invalid patent confers no such right. How is it possible
to interfere with rights that do not exist? The Court has
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no answer.
That brings me to the Court’s weakest argument: that
there are “practical reasons not to create a defense based
on a good-faith belief in invalidity.” Ante, at 12 (emphasis
added); see also ibid. (“Creating a defense of belief in
invalidity, furthermore, would have negative consequences”
(emphasis added)). Ours is not a common-law court.
Erie R. Co. v. Tompkins, 304 U. S. 64, 78 (1938). We do
not, or at least should not, create defenses to statutory
liability—and that is not what this dissent purports to do.
Our task is to interpret the Patent Act, and to decide
whether it makes a good-faith belief in a patent’s invalidity a defense to induced infringement. Since, as we said in
Global-Tech, supra, the Act makes knowledge of infringement a requirement for induced-infringement liability;
and since there can be no infringement (and hence no
knowledge of infringement) of an invalid patent; goodfaith belief in invalidity is a defense. I may add, however,
that if the desirability of the rule we adopt were a proper
consideration, it is by no means clear that the Court’s
holding, which increases the in terrorem power of patent
trolls, is preferable. The Court seemingly acknowledges
that consequence in Part III of its opinion.
For the foregoing reasons, I respectfully dissent.
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Opinion concurring in the denial of the petition for rehearing en banc filed by Circuit Judge DYK, in which
Circuit Judges LOURIE, CHEN, and HUGHES join.
Opinion dissenting from the denial of the petition for
rehearing en banc filed by Chief Judge PROST, Circuit
Judges NEWMAN, MOORE, O’MALLEY, and REYNA.
Opinion dissenting from the denial of the petition for
rehearing en banc filed by Circuit Judge NEWMAN.
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PER CURIAM.

ORDER
Appellant Cuozzo Speed Technologies, LLC, filed a
petition for rehearing en banc. A response to the petition
was invited by the court and filed by Intervenor Michelle
Lee, Director of the United States Patent and Trademark
Office. The petition and response were referred to the
panel that heard the appeal, and thereafter the petition
and response were referred to the circuit judges who are
in regular active service. A poll was requested, taken,
and failed.
IT IS ORDERED THAT:
(1) The petition for rehearing en banc is denied.
(2) Absent a petition for rehearing, the mandate of the
court will issue in fifty-two days.
FOR THE COURT
July 8, 2015
Date

/s/ Daniel E. O’Toole
Daniel E. O’Toole
Clerk of Court

United States Court of Appeals
for the Federal Circuit
______________________

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant
______________________
2014-1301
______________________
Appeal from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in No. IPR201200001.
______________________
DYK, Circuit Judge, with whom LOURIE, CHEN, and
HUGHES, Circuit Judges, join, concurring in the denial of
the petition for rehearing en banc.
The dissenting opinions’ sole arguments for eliminating the broadest reasonable interpretation standard in
inter partes review (“IPR”) proceedings are that (1) IPR
proceedings are a substitute for district court litigation, so
the district court claim construction standard should
apply; and (2) the right to amend in IPR proceedings is
limited.
Neither argument supports setting aside the
longstanding practice of applying the broadest reasonable
interpretation standard in United States Patent and
Trademark Office (“PTO”) proceedings. The PTO has
applied the broadest reasonable interpretation standard
in a variety of proceedings for more than a century. In re
Cuozzo Speed Techs., LLC, No. 14-1301, slip op. at 12
(Fed. Cir. July 8, 2015). Interference proceedings are
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adjudicatory, see Brand v. Miller, 487 F.3d 862, 867–68
(Fed. Cir. 2007), but nonetheless apply a variant of the
broadest reasonable interpretation standard, see, e.g., In
re Baxter, 656 F.2d 679, 686 (CCPA 1981).
Nothing in the America Invents Act (“AIA”) indicates
congressional intent to change the prevailing broadest
reasonable interpretation standard. The dissents are
wholly devoid of any evidence in the legislative history
that Congress intended in the AIA to change the standard, and we must interpret the statute in light of the long
history of the use of the broadest reasonable interpretation standard in PTO proceedings. “What is of paramount
importance is that Congress be able to legislate against a
background of clear interpretive rules, so that it may
know the effect of the language it adopts.” Finley v. United States, 490 U.S. 545, 556 (1989), superseded by statute
on other grounds as recognized in Exxon Mobil Corp. v.
Allapattah Servs., Inc., 545 U.S. 546, 558 (2005). Far from
intending to change the standard, Congress conveyed
rulemaking authority to the PTO to prescribe regulations,
inter alia, “establishing and governing inter partes review,” 35 U.S.C. § 316(a)(4), and the PTO has adopted the
broadest reasonable interpretation standard for IPR
proceedings, 37 C.F.R. § 42.100(b). In the absence of
evidence of congressional intent to abrogate the broadest
reasonable interpretation standard, we should not act to
adopt a different standard based on our own notions of
appropriate public policy. If the standard is to be changed,
that is a matter for Congress. There are pending bills
which would do just that. 1

See Innovation Act, H.R. 9, 114th Cong.
§ 9(b)(1)(C) (2015) (as reported by House Judiciary Committee on June 11, 2015, with Manager’s Amendment in
the nature of a substitute); PATENT Act, S. 1137, 114th
Cong. § 11(a)(4)(A)(vii) (2015) (as reported by Senate
1
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Judiciary Committee on June 4, 2015, with Manager’s
Amendment in the nature of a substitute); STRONG
Patents Act of 2015, S. 632, 114th Cong. § 102(a) (2015)
(as introduced on March 3, 2015).

United States Court of Appeals
for the Federal Circuit
______________________

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant
______________________
2014-1301
______________________
Appeal from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in No. IPR201200001.
______________________
PROST, Chief Judge, NEWMAN, MOORE, O’MALLEY, and
REYNA, Circuit Judges, dissenting from the denial of the
petition for rehearing en banc.
Inter partes review (“IPR”) is a new, court-like proceeding designed to adjudicate the validity of issued
patent claims. In adjudicatory proceedings, claims are
given their actual meaning, not their broadest reasonable
interpretation. For this reason, we respectfully dissent.
I
The panel majority holds that “Congress implicitly
approved the broadest reasonable interpretation standard
in enacting the [America Invents Act (“AIA”)].” Revised
Panel Op. at 16. This conclusion cannot stand, as it does,
on a silent statute, a contrary legislative history, and a
line of case law that counsels an opposite result.
First, the panel decision ignores the usual rule that,
“[o]rdinarily, ‘Congress’ silence is just that—silence.’”
Cmty. for Creative Non-Violence v. Reid, 490 U.S. 730, 749
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(1989) (quoting Alaska Airlines, Inc. v. Brock, 480 U.S.
678, 686 (1987)); see also Kimble v. Marvel Entm’t, LLC,
576 U.S. __, __ slip op. at 7 (2015) (Alito, J., dissenting)
(“[I]t is at best treacherous to find in congressional silence
alone the adoption of a controlling rule of law.”) (quoting
Girouard v. United States, 328 U.S. 61, 69 (1946)). While
there may be occasions when a court may glean congressional intent from congressional inaction—for example,
when there is a settled judicial interpretation of a statutory section which Congress then re-enacts without
change, see Lorillard, Div. v. Pons, 434 U.S. 575, 580
(1978); United States v. Powell, 379 U.S. 48, 55 n.13
(1964); cf. Jama v. Immigration & Customs Enforcement,
543 U.S. 335, 351 (2005)—this is not such an occasion.
There is no statutory section, reenacted by Congress,
which has been subject of settled judicial interpretation in
favor of the broadest reasonable interpretation. Nor could
there be—the AIA is a new statutory regime. Although
we have previously considered the appropriateness of the
broadest reasonable interpretation in other U.S. Patent
and Trademark Office (“PTO”) proceedings, now we are
deciding the proper interpretation of a new statute creating a wholly novel procedure. Silence has no meaning in
this context.
Here, Congress was not legislating within an already
existing regime. To the contrary, Congress created IPRs
as a “new post-grant review procedure” that would provide “a more efficient and streamlined patent system that
will improve patent quality and limit unnecessary and
counterproductive litigation costs.” H.R. Rep. No. 112–98,
pt. 1, at 40, 45 (2011). Originally, Congress established
the reexamination process to effect this goal, but in light
of the limitations, timing, and costs of these proceedings,
Congress decided to start anew and establish new postgrant review procedures, including IPR, in the AIA. See
id. at 45–46 (noting the problems with the reexamination
process and Congress’s attempts to remedy these issues
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with amendments before the enactment of the AIA). And
it did so by “convert[ing] inter partes reexamination from
an examinational to an adjudicative proceeding.” Id. at
46; see also id. at 68 (stating that the AIA would
“[e]stablish a new procedure, known as post-grant review,” noting that this procedure “would take place in a
court-like proceeding”). As the dissent aptly summarizes:
“The post-grant proceedings established by the America
Invents Act were intended as a far-reaching surrogate for
district court validity determinations.” Revised Dissenting Op. at 3. Congress’s intent in creating a completely
new type of PTO proceeding—one bearing the efficiency
and finality of district court adjudications of patent validity—could not have been clearer. The panel majority fails
to explain why Congress (or anyone else) would have
thought it desirable or necessary for the Board to construe
the claims during IPRs under a different legal framework
than the one used by district courts.
Second, our background of existing law not only fails
to support the conclusion drawn by the panel majority, it
points to the opposite result. Specifically, we have long
explained that the broadest reasonable interpretation
standard is a useful tool, prior to patent issuance, for
clarifying the metes and bounds of an invention during
the back-and-forth between the applicant and examiner
when claims are not yet in their final form. In re Prater,
415 F.2d 1393, 1405 (CCPA 1969) (“Claims yet unpatented are to be given the broadest reasonable interpretation
consistent with the specification during the examination
of a patent application since the applicant may then
amend his claims, the thought being to reduce the possibility that, after the patent is granted, the claims may be
interpreted as giving broader coverage than is justified.”);
In re Buszard, 504 F.3d 1364, 1366‒67 (Fed. Cir. 2007)
(“The patent examiner and the applicant, in the give and
take of rejection and response, work toward defining the
metes and bounds of the invention to be patented.”); In re
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Zletz, 893 F.2d 319, 322 (Fed. Cir. 1989) (“[D]uring patent
prosecution when claims can be amended, ambiguities
should be recognized, scope and breadth of language
explored, and clarification imposed.”).
It is the same give-and-take between applicant and
examiner that we have said likewise justifies use of the
broadest reasonable interpretation standard in certain
post-grant proceedings. In re Yamamoto, 740 F.2d 1569,
1572 (Fed. Cir. 1984). Indeed, when claims in post-grant
proceedings are not eligible for modification because they
have expired, the broadest reasonable interpretation
standard does not apply. In re Rambus, Inc., 753 F.3d
1253, 1256 (Fed. Cir. 2014).
But in district court adjudications, where the applicant lacks “the ability to correct errors in claim language
and adjust the scope of claim protection as needed,” the
broadest reasonable interpretation standard does not
apply. Yamamoto, 740 F.2d at 1572. Rather, a district
court “assign[s] a fixed, unambiguous, legally operative
meaning to the claim.” Chimie v. PPG Indus., Inc., 402
F.3d 1371, 1377 (Fed. Cir. 2005). The point is to arrive at
a “concise statement[] of the subject matter for which the
statutory right to exclude is secured by the grant of the
patent.” Multiform Desiccants, Inc. v. Medzam, Ltd., 133
F.3d 1473, 1476, 1476 (Fed. Cir. 1998); see also Nautilus,
Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2129
(2014) (“[A] patent’s claims, viewed in light of the specification and prosecution history, [must] inform those
skilled in the art about the scope of the invention with
reasonable certainty.”). To find otherwise would ignore
the difference between the broadest reasonable interpretation and what a patent actually claims. In obtaining a
patent, a patentee discloses his invention to the public in
exchange for a limited monopoly, as defined by the claims
of the patent. To invalidate those claims using a different
standard than one that considers the true meaning and
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scope of a claim would violate the bargain the patentee
struck with the public.
IPRs should be no different. As in district court adjudications, the goal in IPRs is to provide an efficient and
effective vehicle for examining the validity of an issued
patent. And unlike the PTO proceedings in which we
have sanctioned the broadest reasonable interpretation
standard, IPRs do not bear the traits that justify the
broadest reasonable construction. During IPRs, there is
no back-and-forth between the patentee and examiner
seeking to resolve claim scope ambiguity; there is no
robust right to amend. To the contrary, an IPR is a
curtailed, trial-like proceeding meant to efficiently resolve
a challenge to patent validity. It may only be instituted
on limited grounds, 35 U.S.C. § 311(b), and must conclude
within one year (unless extended for six months upon a
showing of good cause), 35 U.S.C. § 316(a)(11). The
proceeding consists of a brief period of discovery, one
round of briefing by the petitioner and challenger, and an
oral hearing, before the Board issues its final decision.
During this process, the patentee is not given the right to
amend its claims, but must instead seek the permission of
the Board. 35 U.S.C. § 316(d). Even then, the patentee is
limited to “one motion to amend,” with additional motions
allowed only “to materially advance the settlement of a
proceeding” or “as permitted by regulations prescribed by
the Director.” Id. Given the absence of examinational
hallmarks justifying the broadest reasonable interpretation standard in other contexts, and the similarities to
district court litigation, it is unclear to us why the district
court standard should not apply.
Even the panel majority acknowledges the adjudicative nature and the limited amendment process of IPRs.
Revised Panel Op. at 14–16. Yet it brushes these distinctions aside without substantive analysis. With respect to
adjudication, the panel majority’s sole response is to claim
that the adjudication/examination distinction is irrele-
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vant, and to point to the interference proceeding as one
which is “in some sense adjudicatory” and uses “a variant
of the broadest reasonable interpretation standard.” Id.
at 16. This argument fails to address Congress’s clear
intent to equate the particular IPR proceedings at issue
here with those occurring in district court.
With respect to amendments, the panel majority observes that “[a]lthough the opportunity to amend is
cabined in the IPR setting, it is nonetheless available.”
Id. at 15. But the court fails to explain how a “cabined”
amendment process fits within our prior case law emphasizing the “readily” available nature of amendments in
other proceedings in which the broadest reasonable
interpretation is appropriate. Burlington Indus., Inc. v.
Quigg, 822 F.2d 1581, 1583 (Fed. Cir. 1987) (“Patent
application claims are given their broadest reasonable
interpretation during examination proceedings, for the
simple reason that before a patent is granted the claims
are readily amended as part of the examination process.”)
(emphasis added). We also find unclear the panel majority’s observation that this particular case “does not involve
any restriction on amendment opportunities that materially distinguishes IPR proceedings from their predecessors in the patent statute” and that, “[i]f there are
challenges to be brought against other restrictions on
amendment opportunities as incompatible with using the
broadest reasonable interpretation standard, they must
await another case.” Revised Panel Op. at 15–16. If the
opinion means to imply that the correctness of the broadest reasonable interpretation standard depends on the
specific type of amendments available in a given IPR, we
find the suggestion problematic, as we do not see how the
Board can be expected to determine whether a certain
amendment restriction calls for one claim construction
standard or another.
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II
Finally, the panel majority also holds that, even if
“Congress did not itself approve the broadest reasonable
interpretation standard in enacting the AIA, § 316 provides authority to the PTO to adopt the standard in a
regulation.” Id. at 17. According to the opinion, although
§ 316 does not grant the PTO the power to erect “substantive statutory ‘patentability’ standards,” it nonetheless
provides enough authority for the PTO to enact a regulation setting forth the standard by which claims shall be
construed. Id. at 18. Concluding that Chevron deference
therefore applies, the panel majority then decides that the
adopted standard is reasonable “not just because of its
pedigree but for context-specific reasons.” Id.
It is far from clear to us that this is a case in which we
must defer to the PTO’s action. The panel majority bases
its conclusion on subsections (2) and (4) of § 316. In our
view, these subsections are consistent with Congress’s
previous grants of authority to prescribe procedural
regulations. Cooper Techs. Co. v. Dudas, 536 F.3d 1330,
1336 (Fed. Cir. 2008) (interpreting 35 U.S.C. § 2). Subsection (2) describes regulations specifying standards for
the “showing of sufficient grounds to institute a review.”
These regulations specify the burden the petitioner must
meet for an inter partes review to be instituted. See
37 C.F.R. § 42.108(c). Subsection (4) describes regulations
“establishing and governing inter partes review.” These
regulations provide for IPR’s existence and control how
the proceeding is to be conducted. Any doubts about the
scope of subsections (2) and (4) are resolved by looking to
the remaining eleven subsections of § 316, which are
distinctly procedural. Direct Mktg. Ass’n v. Brohl, 135 S.
Ct. 1124, 1132 (2015).
The majority states that a claim construction standard falls within subsections (2) and (4) because it “affects
both the PTO’s determination of whether to institute IPR
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proceedings and the proceedings after institution.” Revised Panel Op. at 17. But § 316 does not provide the
authority to prescribe regulations on any issue that
“affects” decisions to institute or later proceedings. The
majority also asserts that the PTO’s broadest reasonable
interpretation regulation is the “opposite of a sharp
departure from historical practice” because the PTO has
long interpreted claims in this way. Id. at 18. Even if
this were correct, basing the PTO’s authority to prescribe
a regulation on the content of that regulation puts the
cart before the horse; the PTO’s authority to prescribe a
regulation must first be rooted in statute. FDA v. Brown
& Williamson Tobacco Corp., 529 U.S. 120, 161 (2000).
Second, even if the regulation is properly classified as
procedural, deference is still not warranted if the PTO’s
regulation “is contrary to the intent of Congress, as divined from the statute and its legislative history.”
Muwwakkil v. Office of Pers. Mgmt., 18 F.3d 921, 925
(Fed. Cir. 1994). Here, Congress intended IPRs to be a
viable alternative to district court adjudications of patent
validity. Importing the broadest reasonable interpretation into IPRs “defeats the purpose of substituting administrative adjudication for district court adjudication.”
Revised Dissenting Op. at 15.
In any event, our joint dissent in this case does not
turn on whether or not we apply deference to the agency.
Even under the deferential Chevron framework, we would
find the PTO’s regulation unreasonable. See Michigan v.
EPA, 576 U.S. __, __ slip op. at 6 (2015) (“Even under this
deferential standard, however, ‘agencies must operate
within the bounds of reasonable interpretation.’”) (quoting
Utility Air Regulatory Grp. v. EPA, 573 U.S. __, __ (2014)
(slip op., at 16) (internal quotation marks omitted)). As
our prior cases explain, it makes perfect sense in the
course of examining a new or revised claim, as means of
clarifying the metes and bounds of an invention, that the
PTO construe the claim as broadly as it might reasonably
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be construed in subsequent enforcement efforts. But in
IPRs, as in district court litigation, an already issued
claim is being analyzed solely for the purposes of determining its validity. In this context, it makes little sense
to evaluate the claim against the prior art based on
anything than the claim’s actual meaning.
For these reasons, we respectfully dissent from the
court’s refusal to rehear this case en banc.

United States Court of Appeals
for the Federal Circuit
______________________

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant
______________________
2014-1301
______________________
Appeal from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in No. IPR201200001.
______________________
NEWMAN, Circuit Judge, dissenting from denial of the
petition for rehearing en banc.
I write further in view of the extensive amicus curiae
participation in this rehearing en banc petition, representing the technology-based foundation of the national
economy. The position that the PTO, on post-issuance
review, should not apply the claim construction that is
applied by the courts, and thus need not achieve the
objectively correct determination of validity, has no defender other than a majority of the Federal Circuit court.
The loser in this debate is the nation, for the ambitious plan of the America Invents Act is thwarted—a plan
to rehabilitate the patent-based innovation incentive by
creating a new and powerful adjudicatory tribunal in the
PTO, a tribunal that would apply the law reliably and
expertly, to achieve expedited and correct determination
of patent validity.
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All of the amici curiae criticize the panel majority position and urge en banc attention to this “matter of exceptional importance.” The brief filed by the 3M Company,
Caterpillar Inc., Eli Lilly and Company, General Electric
Company, GlaxoSmithKline LLC, Illinois Tool Works Inc.,
Johnson & Johnson, Pfizer Inc., Procter & Gamble, and
Sanofi US, states that together they “spend tens of billions of dollars annually and employ over a half million
scientists, engineers and others in the United States
alone to develop, produce, and market new products,” and
that they “collectively hold tens of thousands of patents
[and] participate extensively in patent litigation.” Amicus
Curiae Br. of 3M et al. at 1. They advise the court that
“the PTO’s decision to use the BRI Rule is inconsistent
with the AIA and sound patent policy.” Id. at 2.
These amici “urge the Court to grant en banc review,”
and stress the importance of resolving this concern expeditiously, citing the thousands of current IPR proceedings.
They state: “The lack of certainty as to the meaning (and
therefore value) of a patent is costly to the inventive
community and discourages innovation; it adversely
affects patent licensing, design-around activities, and
other critical business decisions, contrary to the goals of
the AIA.” Id. at 4. They observe that the “application of
different standards in the PTO and judicial proceedings
also means that each proceeding’s claim construction has
no estoppel effect for subsequent proceedings, further
encouraging gamesmanship,” and urge this court to
correct the PTO’s departure from congressional intent.
Id.
The Intellectual Property Owners Association, citing
its membership of “over 200 companies and 12,000 individuals involved in the association through their companies or as inventor, author, executive, law firm or
attorney,” Br. of IPO as Amicus Curiae at 1, states that:
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“The use of BRI in IPR proceedings is rapidly undermining the public’s confidence in the patent system. The
[Cuozzo] panel’s decision upsets the settled expectation of
inventors, patentees, and all others who depend on the
patent system.” Id. The IPO urges the en banc court to
review the panel’s ruling, for “[i]nvestment decisions
relating to research and development of new inventions
and the commercialization of previously patented ones are
now being chilled.” Id. at 4.
The Pharmaceutical Research and Manufacturers of
America reminds the court that pursuit of medical advances requires enormous investments—roughly $40-50
billion annually—“made possible by clearly defined and
predictable patent law protections.” Br. of Amicus Curiae
PhRMA at 1. The amicus describes the broadest reasonable interpretation standard in the new post-grant proceedings as an issue of “particular importance.” Id.
Amicus New York Intellectual Property Law Association
reiterates that the “issue is of great importance and
should be re-heard en banc.” Amicus Curiae Br. of
NYIPLA at 4.
The amici explain the commercial, economic, and
pragmatic implications of the majority position. They
stress the need for clarity and predictability in the law on
which commercial decisions are made, they emphasize the
legislative purpose of the America Invents Act, and ask
this en banc court to guide agency understanding of the
statute. The majority of the court appears unperturbed.
In contrast, the legislative record of the America Invents Act is full of testimony in elaboration of the concerns of the nation’s industries, that the system of patents
is of diminished service to industrial growth and competitiveness, despite this era of scientific promise and creativity. The America Invents Act is the culmination of several
years of effort, focused on achieving stability and predictability of patent validity determinations.
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The amici curiae stress the need for investmentreliable patent rights, and the AIA’s purpose of establishing this new administrative adjudicative authority. This
purpose collapses if the PTO applies a unique rule of
patent claim construction, different from the law of claim
construction that is applied in the courts. The public
interest in technological advance, and the national interest in a vigorous economy served by growth, employment,
creativity, and trade, require that this court accept the
petition for en banc rehearing.
B
The America Invents Act established a new PTO tribunal in order to achieve rapid, efficient, and correct
resolution of issues of patent validity that heretofore
required trial in the district courts after controversy
arose. All of the amici curiae stress the importance, the
value, of this new adjudicative plan. Yet the legislative
purpose fails if the PTO applies different law than is
applied in the courts. As the amici point out, and as
current experience illustrates, instead of diminishing the
gamesmanship, delay, and burdens of patent disputes,
they are enhanced.
This was not the legislative intent. 1 As elaborated in
my panel dissent and in today’s en banc dissent, I tabulate some reasons why the “broadest reasonable interpre-

Corrective legislation, requiring that “each claim
of a patent shall be construed as such claim would be in a
civil action” has been enacted in bills approved by both
the House and Senate committees, but has stalled because of unrelated areas of controversy. See 2015 Patent
Reform Innovation Act, H.R. 9, 114th Cong. § 9(b)(1)(C)
(2015); Patent Act, S. 1137, 114th Cong. § 11(a)(4)(A)(vii)
(2015). Prompt resolution is reported to be unlikely.
1
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tation” is the improper standard for America Invents Act
post-issuance procedures:
•

Claims of issued patents are construed the same
way for validity as for infringement; no precedent,
no practical reality, authorizes or tolerates a broader construction for one than the other.

•

The broadest reasonable interpretation is an appropriate examination expedient, for it aids definition of claim scope during prosecution, with ready
amendment of pending claims. In contrast, in the
AIA proceedings amendment requires permission,
and is limited even when permitted.

•

With PTO construction of issued claims more
broadly than the basis on which they were granted,
the patentee must now defend, in these AIA proceedings, the validity of claim scope he did not obtain from the PTO during prosecution.

•

The AIA contemplated a streamlined surrogate tribunal for determination of validity. This requires
that the same claim construction is applied in the
PTO as in the district courts.

•

The public notice role of patent claims requires the
correct claim construction, not an arbitrarily broad
construction of undefined limits.

•

Neither the PTO nor any judicial precedent provides guidance as to how broad is “broadest,” or
sets any limits to this parameter. Predictability of
legal rights, and stability of law, are replaced by
fuzziness and uncertainty.

•

The AIA designed the new PTO tribunal to “review
the validity of a patent.” It was expected that the
PTO would apply the correct law of validity, while

6

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC

drawing on PTO expertise in technology and PTO
experience in patent law. It cannot have been intended that the PTO would not apply the correct
law in these new post-grant proceedings.
The concurrence, in reinforcing denial of en banc review, states that claims of issued patents have been given
their “broadest” interpretation for a hundred years, citing
patent interferences and reissues. See Concurring Op. at
1–2. Any practitioner of patent interferences knows that
the PTO, in determining conception, reduction to practice,
corroboration, diligence, experimental support, etc., did
not apply a “broadest” interpretation of anything. And
reissues are directed to correction of the patentee’s error;
the purpose is to achieve correctness, not breadth. Contrary to the concurrence, the question before this court is
not whether to “eliminate” BRI, but whether to impose it
on issued patents, where it has not previously reposed.
This is a simple question, although of powerful consequence. As urged by the amici curiae, it should be answered correctly.
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Respondent Marvel Entertainment’s corporate predecessor agreed to
purchase petitioner Stephen Kimble’s patent for a Spider-Man toy in
exchange for a lump sum plus a 3% royalty on future sales. The
agreement set no end date for royalties. As the patent neared the
end of its statutory 20-year term, Marvel discovered Brulotte v. Thys
Co., 379 U. S. 29, in which this Court held that a patentee cannot
continue to receive royalties for sales made after his patent expires.
Marvel then sought a declaratory judgment in federal district court
confirming that it could stop paying Kimble royalties. The district
court granted relief, and the Ninth Circuit affirmed. Kimble now
asks this Court to overrule Brulotte.
Held: Stare decisis requires this Court to adhere to Brulotte. Pp. 3–18.
(a) A patent typically expires 20 years from its application date. 35
U. S. C. §154(a)(2). At that point, the unrestricted right to make or
use the article passes to the public. See Sears, Roebuck & Co. v.
Stiffel Co., 376 U. S. 225, 230. This Court has carefully guarded the
significance of that expiration date, declining to enforce laws and
contracts that restrict free public access to formerly patented, as well
as unpatentable, inventions. See, e.g., id., at 230–233; Scott Paper
Co. v. Marcalus Mfg. Co., 326 U. S. 249, 255–256.
Brulotte applied that principle to a patent licensing agreement that
provided for the payment of royalties accruing after the patent’s expiration. 379 U. S., at 30. The Court held that the post-patent royalty
provision was “unlawful per se,” id., at 30, 32, because it continued
“the patent monopoly beyond the [patent] period,” id., at 33, and, in
so doing, conflicted with patent law’s policy of establishing a “postexpiration . . . public domain,” ibid.
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The Brulotte rule may prevent some parties from entering into
deals they desire, but parties can often find ways to achieve similar
outcomes. For example, Brulotte leaves parties free to defer payments for pre-expiration use of a patent, tie royalties to non-patent
rights, or make non-royalty-based business arrangements. Contending that such alternatives are not enough, Kimble asks this Court to
abandon Brulotte’s bright-line rule in favor of a case-by-case approach based on antitrust law’s “rule of reason.” Pp. 3–7.
(b) The doctrine of stare decisis provides that today’s Court should
stand by yesterday’s decisions. Application of that doctrine, though
“not an inexorable command,” is the “preferred course.” Payne v.
Tennessee, 501 U. S. 808, 828, 827. Overruling a case always requires “special justification”—over and above the belief “that the
precedent was wrongly decided.” Halliburton Co. v. Erica P. John
Fund, Inc., 573 U. S. ___, ___. Where, as here, the precedent interprets a statute, stare decisis carries enhanced force, since critics are
free to take their objections to Congress. See e.g., Patterson v.
McLean Credit Union, 491 U. S. 164, 172–173. Congress, moreover,
has spurned multiple opportunities to reverse Brulotte, see Watson v.
United States, 552 U. S. 74, 82–83, and has even rebuffed bills that
would have replaced Brulotte’s per se rule with the standard Kimble
urges. In addition, Brulotte implicates property and contract law,
two contexts in which considerations favoring stare decisis are “at
their acme,” Payne, 501 U. S., at 828, because parties are especially
likely to rely on such precedents when ordering their affairs.
Given those good reasons for adhering to stare decisis in this case,
this Court would need a very strong justification for overruling
Brulotte. But traditional justifications for abandoning stare decisis
do not help Kimble here. First, Brulotte’s doctrinal underpinnings
have not eroded over time. The patent statute at issue in Brulotte is
essentially unchanged. And the precedent on which the Brulotte
Court primarily relied, like other decisions enforcing a patent’s cutoff date, remains good law. Indeed, Brulotte’s close relation to a
whole web of precedents means that overruling it could threaten others. Second, nothing about Brulotte has proved unworkable. See
Patterson, 491 U. S., at 173. To the contrary, the decision itself is
simple to apply—particularly as compared to Kimble’s proposed alternative, which can produce high litigation costs and unpredictable
results. Pp. 7–12.
(c) Neither of the justifications Kimble offers gives cause to overrule Brulotte. Pp. 12–18.
(1) Kimble first argues the Brulotte hinged on an economic error—i.e., an assumption that post-expiration royalties are always anticompetitive. This Court sees no error in Kimble’s economic analy-
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sis. But even assuming Kimble is right that Brulotte relied on an
economic misjudgment, Congress is the right entity to fix it. The patent laws are not like the Sherman Act, which gives courts exceptional authority to shape the law and reconsider precedent based on better economic analysis. Moreover, Kimble’s argument is based not on
evolving economic theory but rather on a claim that the Brulotte
Court simply made the wrong call. That claim fails to clear stare decisis’s high bar. In any event, Brulotte did not even turn on the notion that post-patent royalties harm competition. Instead, the
Brulotte Court simply applied the categorical principle that all patent-related benefits must end when the patent term expires. Kimble’s real complaint may go to the merits of that principle as a policy
matter. But Congress, not this Court, gets to make patent policy.
Pp. 12–16.
(2) Kimble also argues that Brulotte suppresses technological innovation and harms the national economy by preventing parties from
reaching agreements to commercialize patents. This Court cannot
tell whether that is true. Brulotte leaves parties free to enter alternative arrangements that may suffice to accomplish parties’ payment
deferral and risk-spreading goals. And neither Kimble nor his amici
offer any empirical evidence connecting Brulotte to decreased innovation. In any event, claims about a statutory precedent’s consequences
for innovation are “more appropriately addressed to Congress.” Halliburton, 573 U. S., at ___. Pp. 16–18.
727 F. 3d 856, affirmed.
KAGAN, J., delivered the opinion of the Court, in which SCALIA, KENGINSBURG, BREYER, and SOTOMAYOR, JJ., joined. ALITO, J., filed a
dissenting opinion, in which ROBERTS, C. J., and THOMAS, J., joined.
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JUSTICE KAGAN delivered the opinion of the Court.
In Brulotte v. Thys Co., 379 U. S. 29 (1964), this Court
held that a patent holder cannot charge royalties for the
use of his invention after its patent term has expired. The
sole question presented here is whether we should overrule Brulotte. Adhering to principles of stare decisis, we
decline to do so. Critics of the Brulotte rule must seek
relief not from this Court but from Congress.
I
In 1990, petitioner Stephen Kimble obtained a patent on
a toy that allows children (and young-at-heart adults) to
role-play as “a spider person” by shooting webs—really,
pressurized foam string—“from the palm of [the] hand.”
U. S. Patent No. 5,072,856, Abstract (filed May 25, 1990).1
Respondent Marvel Entertainment, LLC (Marvel) makes
and markets products featuring Spider-Man, among other
comic-book characters. Seeking to sell or license his pa——————
1 Petitioner Robert Grabb later acquired an interest in the patent.
For simplicity, we refer only to Kimble.
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tent, Kimble met with the president of Marvel’s corporate
predecessor to discuss his idea for web-slinging fun. Soon
afterward, but without remunerating Kimble, that company began marketing the “Web Blaster”—a toy that, like
Kimble’s patented invention, enables would-be action
heroes to mimic Spider-Man through the use of a polyester
glove and a canister of foam.
Kimble sued Marvel in 1997 alleging, among other
things, patent infringement. The parties ultimately settled that litigation. Their agreement provided that Marvel
would purchase Kimble’s patent in exchange for a lump
sum (of about a half-million dollars) and a 3% royalty on
Marvel’s future sales of the Web Blaster and similar products. The parties set no end date for royalties, apparently
contemplating that they would continue for as long as kids
want to imitate Spider-Man (by doing whatever a spider
can).
And then Marvel stumbled across Brulotte, the case at
the heart of this dispute. In negotiating the settlement,
neither side was aware of Brulotte. But Marvel must have
been pleased to learn of it. Brulotte had read the patent
laws to prevent a patentee from receiving royalties for
sales made after his patent’s expiration. See 379 U. S., at
32. So the decision’s effect was to sunset the settlement’s
royalty clause.2 On making that discovery, Marvel sought
a declaratory judgment in federal district court confirming
that the company could cease paying royalties come
2010—the end of Kimble’s patent term. The court approved that relief, holding that Brulotte made “the royalty
provision . . . unenforceable after the expiration of the
Kimble patent.” 692 F. Supp. 2d 1156, 1161 (Ariz. 2010).
——————
2 In Brulotte, the patent holder retained ownership of the patent
while licensing customers to use the patented article in exchange for
royalty payments. See 379 U. S., at 29–30. By contrast, Kimble sold
his whole patent to obtain royalties. But no one here disputes that
Brulotte covers a transaction structured in that alternative way.
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The Court of Appeals for the Ninth Circuit affirmed,
though making clear that it was none too happy about
doing so. “[T]he Brulotte rule,” the court complained, “is
counterintuitive and its rationale is arguably unconvincing.” 727 F. 3d 856, 857 (2013).
We granted certiorari, 574 U. S. ___ (2014), to decide
whether, as some courts and commentators have suggested,
we should overrule Brulotte.3 For reasons of stare decisis,
we demur.
II
Patents endow their holders with certain superpowers,
but only for a limited time. In crafting the patent laws,
Congress struck a balance between fostering innovation
and ensuring public access to discoveries. While a patent
lasts, the patentee possesses exclusive rights to the patented article—rights he may sell or license for royalty
payments if he so chooses. See 35 U. S. C. §154(a)(1). But
a patent typically expires 20 years from the day the application for it was filed. See §154(a)(2). And when the
patent expires, the patentee’s prerogatives expire too, and
the right to make or use the article, free from all restriction, passes to the public. See Sears, Roebuck & Co. v.
Stiffel Co., 376 U. S. 225, 230 (1964).
This Court has carefully guarded that cut-off date, just
as it has the patent laws’ subject-matter limits: In case
after case, the Court has construed those laws to preclude
——————
3 See, e.g., Scheiber v. Dolby Labs., Inc., 293 F. 3d 1014, 1017–1018
(CA7 2002) (Posner, J.) (Brulotte has been “severely, and as it seems to
us, with all due respect, justly criticized . . . . However, we have no
authority to overrule a Supreme Court decision no matter how dubious
its reasoning strikes us, or even how out of touch with the Supreme
Court’s current thinking the decision seems”); Ayres & Klemperer,
Limiting Patentees’ Market Power Without Reducing Innovation
Incentives: The Perverse Benefits of Uncertainty and Non-Injunctive
Remedies, 97 Mich. L. Rev. 985, 1027 (1999) (“Our analysis . . . suggests
that Brulotte should be overruled”).
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measures that restrict free access to formerly patented, as
well as unpatentable, inventions. In one line of cases, we
have struck down state statutes with that consequence.
See, e.g., id., at 230–233; Bonito Boats, Inc. v. Thunder
Craft Boats, Inc., 489 U. S. 141, 152, 167–168 (1989);
Compco Corp. v. Day-Brite Lighting, Inc., 376 U. S. 234,
237–238 (1964). By virtue of federal law, we reasoned, “an
article on which the patent has expired,” like an unpatentable article, “is in the public domain and may be
made and sold by whoever chooses to do so.” Sears, 376
U. S., at 231. In a related line of decisions, we have
deemed unenforceable private contract provisions limiting
free use of such inventions. In Scott Paper Co. v. Marcalus
Mfg. Co., 326 U. S. 249 (1945), for example, we determined
that a manufacturer could not agree to refrain from challenging a patent’s validity. Allowing even a single company to restrict its use of an expired or invalid patent, we
explained, “would deprive . . . the consuming public of the
advantage to be derived” from free exploitation of the
discovery. Id., at 256. And to permit such a result,
whether or not authorized “by express contract,” would
impermissibly undermine the patent laws. Id., at 255–
256; see also, e.g., Edward Katzinger Co. v. Chicago Metallic Mfg. Co., 329 U. S. 394, 400–401 (1947) (ruling that
Scott Paper applies to licensees); Lear, Inc. v. Adkins, 395
U. S. 653, 668–675 (1969) (refusing to enforce a contract
requiring a licensee to pay royalties while contesting a
patent’s validity).
Brulotte was brewed in the same barrel. There, an
inventor licensed his patented hop-picking machine to
farmers in exchange for royalties from hop crops harvested
both before and after his patents’ expiration dates. The
Court (by an 8-1 vote) held the agreement unenforceable—
“unlawful per se”—to the extent it provided for the payment of royalties “accru[ing] after the last of the patents
incorporated into the machines had expired.” 379 U. S., at
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30, 32. To arrive at that conclusion, the Court began with
the statutory provision setting the length of a patent term.
See id., at 30 (quoting the then-current version of §154).
Emphasizing that a patented invention “become[s] public
property once [that term] expires,” the Court then quoted
from Scott Paper: Any attempt to limit a licensee’s postexpiration use of the invention, “whatever the legal device
employed, runs counter to the policy and purpose of the
patent laws.” 379 U. S., at 31 (quoting 326 U. S., at 256).
In the Brulotte Court’s view, contracts to pay royalties for
such use continue “the patent monopoly beyond the [patent] period,” even though only as to the licensee affected.
379 U. S., at 33. And in so doing, those agreements conflict with patent law’s policy of establishing a “postexpiration . . . public domain” in which every person can
make free use of a formerly patented product. Ibid.
The Brulotte rule, like others making contract provisions unenforceable, prevents some parties from entering
into deals they desire. As compared to lump-sum fees,
royalty plans both draw out payments over time and tie
those payments, in each month or year covered, to a product’s commercial success. And sometimes, for some parties, the longer the arrangement lasts, the better—not just
up to but beyond a patent term’s end. A more extended
payment period, coupled (as it presumably would be) with
a lower rate, may bring the price the patent holder seeks
within the range of a cash-strapped licensee. (Anyone who
has bought a product on installment can relate.) See Brief
for Memorial Sloan Kettering Cancer Center et al. as
Amici Curiae 17. Or such an extended term may better
allocate the risks and rewards associated with commercializing inventions—most notably, when years of development work stand between licensing a patent and bringing a product to market. See, e.g., 3 R. Milgrim & E.
Bensen, Milgrim on Licensing §18.05, p. 18–9 (2013). As
to either goal, Brulotte may pose an obstacle.
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Yet parties can often find ways around Brulotte, enabling them to achieve those same ends. To start, Brulotte
allows a licensee to defer payments for pre-expiration use
of a patent into the post-expiration period; all the decision
bars are royalties for using an invention after it has
moved into the public domain. See 379 U. S., at 31; Zenith
Radio Corp. v. Hazeltine Research, Inc., 395 U. S. 100, 136
(1969). A licensee could agree, for example, to pay the
licensor a sum equal to 10% of sales during the 20-year
patent term, but to amortize that amount over 40 years.
That arrangement would at least bring down early outlays, even if it would not do everything the parties might
want to allocate risk over a long timeframe. And parties
have still more options when a licensing agreement covers
either multiple patents or additional non-patent rights.
Under Brulotte, royalties may run until the latest-running
patent covered in the parties’ agreement expires. See 379
U. S., at 30. Too, post-expiration royalties are allowable so
long as tied to a non-patent right—even when closely
related to a patent. See, e.g., 3 Milgrim on Licensing
§18.07, at 18–16 to 18–17. That means, for example, that
a license involving both a patent and a trade secret can set
a 5% royalty during the patent period (as compensation for
the two combined) and a 4% royalty afterward (as payment for the trade secret alone). Finally and most broadly,
Brulotte poses no bar to business arrangements other than
royalties—all kinds of joint ventures, for example—that
enable parties to share the risks and rewards of commercializing an invention.
Contending that such alternatives are not enough,
Kimble asks us to abandon Brulotte in favor of “flexible,
case-by-case analysis” of post-expiration royalty clauses
“under the rule of reason.” Brief for Petitioners 45. Used
in antitrust law, the rule of reason requires courts to
evaluate a practice’s effect on competition by “taking into
account a variety of factors, including specific information
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about the relevant business, its condition before and after
the [practice] was imposed, and the [practice’s] history,
nature, and effect.” State Oil Co. v. Khan, 522 U. S. 3, 10
(1997). Of primary importance in this context, Kimble
posits, is whether a patent holder has power in the relevant market and so might be able to curtail competition.
See Brief for Petitioners 47–48; Illinois Tool Works Inc. v.
Independent Ink, Inc., 547 U. S. 28, 44 (2006) (“[A] patent
does not necessarily confer market power”). Resolving
that issue, Kimble notes, entails “a full-fledged economic
inquiry into the definition of the market, barriers to entry,
and the like.” Brief for Petitioners 48 (quoting 1 H.
Hovenkamp, M. Janis, M. Lemley, & C. Leslie, IP and
Antitrust §3.2e, p. 3–12.1 (2d ed., Supp. 2014)
(Hovenkamp)).
III
Overruling precedent is never a small matter. Stare
decisis—in English, the idea that today’s Court should
stand by yesterday’s decisions—is “a foundation stone of
the rule of law.” Michigan v. Bay Mills Indian Community, 572 U. S. ___, ___ (2014) (slip op., at 15). Application of
that doctrine, although “not an inexorable command,” is
the “preferred course because it promotes the evenhanded,
predictable, and consistent development of legal principles, fosters reliance on judicial decisions, and contributes
to the actual and perceived integrity of the judicial process.” Payne v. Tennessee, 501 U. S. 808, 827–828 (1991).
It also reduces incentives for challenging settled precedents, saving parties and courts the expense of endless
relitigation.
Respecting stare decisis means sticking to some wrong
decisions. The doctrine rests on the idea, as Justice
Brandeis famously wrote, that it is usually “more important that the applicable rule of law be settled than that
it be settled right.” Burnet v. Coronado Oil & Gas Co., 285
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U. S. 393, 406 (1932) (dissenting opinion). Indeed, stare
decisis has consequence only to the extent it sustains
incorrect decisions; correct judgments have no need for
that principle to prop them up. Accordingly, an argument
that we got something wrong—even a good argument to
that effect—cannot by itself justify scrapping settled
precedent. Or otherwise said, it is not alone sufficient that
we would decide a case differently now than we did then.
To reverse course, we require as well what we have
termed a “special justification”—over and above the belief
“that the precedent was wrongly decided.” Halliburton
Co. v. Erica P. John Fund, Inc., 573 U. S. ___, ___ (2014)
(slip op., at 4).
What is more, stare decisis carries enhanced force when
a decision, like Brulotte, interprets a statute. Then, unlike
in a constitutional case, critics of our ruling can take their
objections across the street, and Congress can correct any
mistake it sees. See, e.g., Patterson v. McLean Credit
Union, 491 U. S. 164, 172–173 (1989). That is true, contrary to the dissent’s view, see post, at 6–7 (opinion of
ALITO, J.), regardless whether our decision focused only on
statutory text or also relied, as Brulotte did, on the policies
and purposes animating the law. See, e.g., Bilski v. Kappos, 561 U. S. 593, 601–602 (2010). Indeed, we apply
statutory stare decisis even when a decision has announced a “judicially created doctrine” designed to implement a federal statute. Halliburton, 573 U. S., at ___ (slip
op., at 12). All our interpretive decisions, in whatever way
reasoned, effectively become part of the statutory scheme,
subject (just like the rest) to congressional change. Absent
special justification, they are balls tossed into Congress’s
court, for acceptance or not as that branch elects.
And Congress has spurned multiple opportunities to
reverse Brulotte—openings as frequent and clear as this
Court ever sees. Brulotte has governed licensing agreements for more than half a century. See Watson v. United
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States, 552 U. S. 74, 82–83 (2007) (stating that “long
congressional acquiescence,” there totaling just 14 years,
“enhance[s] even the usual precedential force we accord to
our interpretations of statutes” (internal quotation marks
omitted)). During that time, Congress has repeatedly
amended the patent laws, including the specific provision
(35 U. S. C. §154) on which Brulotte rested. See, e.g.,
Uruguay Round Agreements Act, §532(a), 108 Stat. 4983
(1994) (increasing the length of the patent term); Act of
Nov. 19, 1988, §201, 102 Stat. 4676 (limiting patentmisuse claims). Brulotte survived every such change.
Indeed, Congress has rebuffed bills that would have replaced Brulotte’s per se rule with the same antitrust-style
analysis Kimble now urges. See, e.g., S. 1200, 100th
Cong., 1st Sess., Tit. II (1987) (providing that no patent
owner would be guilty of “illegal extension of the patent
right by reason of his or her licensing practices . . . unless
such practices . . . violate the antitrust laws”); S. 438,
100th Cong., 2d Sess., §201(3) (1988) (same). Congress’s
continual reworking of the patent laws—but never of the
Brulotte rule—further supports leaving the decision in
place.
Nor yet are we done, for the subject matter of Brulotte
adds to the case for adhering to precedent. Brulotte lies at
the intersection of two areas of law: property (patents) and
contracts (licensing agreements). And we have often
recognized that in just those contexts—“cases involving
property and contract rights”—considerations favoring
stare decisis are “at their acme.” E.g., Payne, 501 U. S., at
828; Khan, 522 U. S., at 20. That is because parties are
especially likely to rely on such precedents when ordering
their affairs. To be sure, Marvel and Kimble disagree
about whether Brulotte has actually generated reliance.
Marvel says yes: Some parties, it claims, do not specify an
end date for royalties in their licensing agreements, instead relying on Brulotte as a default rule. Brief for Re-
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spondent 32–33; see 1 D. Epstein, Eckstrom’s Licensing in
Foreign and Domestic Operations §3.13, p. 3–13, and n. 2
(2014) (noting that it is not “necessary to specify the term
. . . of the license” when a decision like Brulotte limits it
“by law”). Overturning Brulotte would thus upset expectations, most so when long-dormant licenses for long-expired
patents spring back to life. Not true, says Kimble: Unfair
surprise is unlikely, because no “meaningful number of
[such] license agreements . . . actually exist.” Reply Brief
18. To be honest, we do not know (nor, we suspect, do
Marvel and Kimble). But even uncertainty on this score
cuts in Marvel’s direction. So long as we see a reasonable
possibility that parties have structured their business
transactions in light of Brulotte, we have one more reason
to let it stand.
As against this superpowered form of stare decisis, we
would need a superspecial justification to warrant reversing Brulotte. But the kinds of reasons we have most often
held sufficient in the past do not help Kimble here. If
anything, they reinforce our unwillingness to do what he
asks.
First, Brulotte’s statutory and doctrinal underpinnings
have not eroded over time. When we reverse our statutory
interpretations, we most often point to subsequent legal
developments—“either the growth of judicial doctrine or
further action taken by Congress”—that have removed the
basis for a decision. Patterson, 491 U. S., at 173 (calling
this “the primary reason” for overruling statutory precedent). But the core feature of the patent laws on which
Brulotte relied remains just the same: Section 154 now, as
then, draws a sharp line cutting off patent rights after a
set number of years. And this Court has continued to
draw from that legislative choice a broad policy favoring
unrestricted use of an invention after its patent’s expiration. See supra, at 3–4. Scott Paper—the decision on
which Brulotte primarily relied—remains good law. So too
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do this Court’s other decisions refusing to enforce either
state laws or private contracts constraining individuals’
free use of formerly patented (or unpatentable) discoveries. See supra, at 3–4. Brulotte, then, is not the kind of
doctrinal dinosaur or legal last-man-standing for which
we sometimes depart from stare decisis. Compare, e.g.,
Alleyne v. United States, 570 U. S. ___, ___–___ (2013)
(SOTOMAYOR, J., concurring) (slip op., at 2–5). To the
contrary, the decision’s close relation to a whole web of
precedents means that reversing it could threaten others.
If Brulotte is outdated, then (for example) is Scott Paper
too? We would prefer not to unsettle stable law.4
And second, nothing about Brulotte has proved unworkable. See, e.g., Patterson, 491 U. S., at 173 (identifying
unworkability as another “traditional justification” for
——————
4 The only legal erosion to which Kimble gestures is a change in the
treatment of patent tying agreements—i.e., contracts conditioning a
licensee’s right to use a patent on the purchase of an unpatented
product. See Brief for Petitioners 43. When Brulotte was decided,
those agreements counted as per se antitrust violations and patent
misuse; now, they are unlawful only if the patent holder wields power
in the relevant market. See Act of Nov. 19, 1988, §201, 102 Stat. 4676
(adding the market power requirement in the patent misuse context);
Illinois Tool Works Inc. v. Independent Ink, Inc., 547 U. S. 28, 41–43
(2006) (relying on that legislative change to overrule antitrust decisions
about tying and to adopt the same standard). But it is far from clear
that the old rule of tying was among Brulotte’s legal underpinnings.
Brulotte briefly analogized post-expiration royalty agreements to tying
arrangements, but only after relating the statutory and caselaw basis
for its holding and “conclud[ing]” that post-patent royalties are “unlawful per se.” 379 U. S., at 32. And even if that analogy played some real
role in Brulotte, the development of tying law would not undercut the
decision—rather the opposite. Congress took the lead in changing the
treatment of tying agreements and, in doing so, conspicuously left
Brulotte in place. Indeed, Congress declined to enact bills that would
have modified not only tying doctrine but also Brulotte. See supra, at 9
(citing S. 1200, 100th Cong., 1st Sess. (1987), and S. 438, 100th Cong.,
2d Sess. (1988)). That choice suggests congressional acquiescence in
Brulotte, and so further supports adhering to stare decisis.
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overruling precedent). The decision is simplicity itself to
apply. A court need only ask whether a licensing agreement provides royalties for post-expiration use of a patent.
If not, no problem; if so, no dice. Brulotte’s ease of use
appears in still sharper relief when compared to Kimble’s
proposed alternative. Recall that he wants courts to
employ antitrust law’s rule of reason to identify and invalidate those post-expiration royalty clauses with anticompetitive consequences. See supra, at 6–7. But whatever its merits may be for deciding antitrust claims, that
“elaborate inquiry” produces notoriously high litigation
costs and unpredictable results. Arizona v. Maricopa
County Medical Soc., 457 U. S. 332, 343 (1982). For that
reason, trading in Brulotte for the rule of reason would
make the law less, not more, workable than it is now.
Once again, then, the case for sticking with long-settled
precedent grows stronger: Even the most usual reasons for
abandoning stare decisis cut the other way here.
IV
Lacking recourse to those traditional justifications for
overruling a prior decision, Kimble offers two different
ones. He claims first that Brulotte rests on a mistaken
view of the competitive effects of post-expiration royalties.
He contends next that Brulotte suppresses technological
innovation and so harms the nation’s economy. (The
dissent offers versions of those same arguments. See post,
at 1–4.) We consider the two claims in turn, but our answers to both are much the same: Kimble’s reasoning may
give Congress cause to upset Brulotte, but does not warrant this Court’s doing so.
A
According to Kimble, we should overrule Brulotte because it hinged on an error about economics: It assumed
that post-patent royalty “arrangements are invariably
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anticompetitive.” Brief for Petitioners 37. That is not
true, Kimble notes; indeed, such agreements more often
increase than inhibit competition, both before and after
the patent expires. See id., at 36–40. As noted earlier, a
longer payment period will typically go hand-in-hand with
a lower royalty rate. See supra, at 5. During the patent
term, those reduced rates may lead to lower consumer
prices, making the patented technology more competitive
with alternatives; too, the lesser rates may enable more
companies to afford a license, fostering competition among
the patent’s own users. See Brief for Petitioners 38. And
after the patent’s expiration, Kimble continues, further
benefits follow: Absent high barriers to entry (a material
caveat, as even he would agree, see Tr. of Oral Arg. 12–13,
23), the licensee’s continuing obligation to pay royalties
encourages new companies to begin making the product,
figuring that they can quickly attract customers by undercutting the licensee on price. See Brief for Petitioners 38–
39. In light of those realities, Kimble concludes, “the
Brulotte per se rule makes little sense.” Id., at 11.
We do not join issue with Kimble’s economics—only with
what follows from it. A broad scholarly consensus supports Kimble’s view of the competitive effects of postexpiration royalties, and we see no error in that shared
analysis. See id., at 13–18 (citing numerous treatises and
articles critiquing Brulotte). Still, we must decide what
that means for Brulotte. Kimble, of course, says it means
the decision must go. Positing that Brulotte turned on the
belief that post-expiration royalties are always anticompetitive, he invokes decisions in which this Court abandoned antitrust precedents premised on similarly shaky
economic reasoning. See Brief for Petitioners 55–56 (citing, e.g., Leegin Creative Leather Products, Inc. v. PSKS,
Inc., 551 U. S. 877 (2007); Illinois Tool Works, 547 U. S.
28). But to agree with Kimble’s conclusion, we must resolve two questions in his favor. First, even assuming
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Kimble accurately characterizes Brulotte’s basis, does the
decision’s economic mistake suffice to overcome stare
decisis? Second and more fundamentally, was Brulotte
actually founded, as Kimble contends, on an analysis of
competitive effects?
If Brulotte were an antitrust rather than a patent case,
we might answer both questions as Kimble would like.
This Court has viewed stare decisis as having less-thanusual force in cases involving the Sherman Act. See, e.g.,
Khan, 522 U. S., at 20–21. Congress, we have explained,
intended that law’s reference to “restraint of trade” to
have “changing content,” and authorized courts to oversee
the term’s “dynamic potential.” Business Electronics Corp.
v. Sharp Electronics Corp., 485 U. S. 717, 731–732 (1988).
We have therefore felt relatively free to revise our legal
analysis as economic understanding evolves and (just as
Kimble notes) to reverse antitrust precedents that misperceived a practice’s competitive consequences. See Leegin,
551 U. S., at 899–900. Moreover, because the question in
those cases was whether the challenged activity restrained
trade, the Court’s rulings necessarily turned on its understanding of economics. See Business Electronics Corp.,
485 U. S., at 731. Accordingly, to overturn the decisions in
light of sounder economic reasoning was to take them “on
[their] own terms.” Halliburton, 573 U. S., at ___ (slip op.,
at 9).
But Brulotte is a patent rather than an antitrust case,
and our answers to both questions instead go against
Kimble. To begin, even assuming that Brulotte relied on
an economic misjudgment, Congress is the right entity to
fix it. By contrast with the Sherman Act, the patent laws
do not turn over exceptional law-shaping authority to the
courts. Accordingly, statutory stare decisis—in which this
Court interprets and Congress decides whether to
amend—retains its usual strong force. See supra, at 8.
And as we have shown, that doctrine does not ordinarily
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bend to “wrong on the merits”-type arguments; it instead
assumes Congress will correct whatever mistakes we
commit. See supra, at 7–8. Nor does Kimble offer any
reason to think his own “the Court erred” claim is special.
Indeed, he does not even point to anything that has
changed since Brulotte—no new empirical studies or advances in economic theory. Compare, e.g., Halliburton,
573 U. S., at ___ (slip op., at 9–12) (considering, though
finding insufficient, recent economic research). On his
argument, the Brulotte Court knew all it needed to know
to determine that post-patent royalties are not usually
anticompetitive; it just made the wrong call. See Brief for
Petitioners 36–40. That claim, even if itself dead-right,
fails to clear stare decisis’s high bar.
And in any event, Brulotte did not hinge on the mistake
Kimble identifies. Although some of its language invoked
economic concepts, see n. 4, supra, the Court did not rely
on the notion that post-patent royalties harm competition.
Nor is that surprising. The patent laws—unlike the
Sherman Act—do not aim to maximize competition (to a
large extent, the opposite). And the patent term—unlike
the “restraint of trade” standard—provides an allencompassing bright-line rule, rather than calling for
practice-specific analysis. So in deciding whether postexpiration royalties comport with patent law, Brulotte did
not undertake to assess that practice’s likely competitive
effects. Instead, it applied a categorical principle that all
patents, and all benefits from them, must end when their
terms expire. See Brulotte, 379 U. S., at 30–32; supra, at
3–5. Or more specifically put, the Court held, as it had in
Scott Paper, that Congress had made a judgment: that the
day after a patent lapses, the formerly protected invention
must be available to all for free. And further: that postexpiration restraints on even a single licensee’s access to
the invention clash with that principle. See Brulotte, 379
U. S., at 31–32 (a licensee’s obligation to pay post-patent
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royalties conflicts with the “free market visualized for the
post-expiration period” and so “runs counter to the policy
and purpose of the patent laws” (quoting Scott Paper, 326
U. S., at 256)). That patent (not antitrust) policy gave rise
to the Court’s conclusion that post-patent royalty contracts
are unenforceable—utterly “regardless of a demonstrable
effect on competition.” 1 Hovenkamp §3.2d, at 3–10.
Kimble’s real complaint may go to the merits of such a
patent policy—what he terms its “formalis[m],” its “rigid[ity]”, and its detachment from “economic reality.” Brief
for Petitioners 27–28. But that is just a different version
of the argument that Brulotte is wrong. And it is, if anything, a version less capable than the last of trumping
statutory stare decisis. For the choice of what patent
policy should be lies first and foremost with Congress. So
if Kimble thinks patent law’s insistence on unrestricted
access to formerly patented inventions leaves too little
room for pro-competitive post-expiration royalties, then
Congress, not this Court, is his proper audience.
B
Kimble also seeks support from the wellspring of all
patent policy: the goal of promoting innovation. Brulotte,
he contends, “discourages technological innovation and
does significant damage to the American economy.” Brief
for Petitioners 29. Recall that would-be licensors and
licensees may benefit from post-patent royalty arrangements because they allow for a longer payment period and
a more precise allocation of risk. See supra, at 5. If the
parties’ ideal licensing agreement is barred, Kimble reasons, they may reach no agreement at all. See Brief for
Petitioners 32. And that possibility may discourage invention in the first instance. The bottom line, Kimble concludes, is that some “breakthrough technologies will never
see the light of day.” Id., at 33.
Maybe. Or, then again, maybe not. While we recognize
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that post-patent royalties are sometimes not anticompetitive, we just cannot say whether barring them imposes
any meaningful drag on innovation. As we have explained, Brulotte leaves open various ways—involving
both licensing and other business arrangements—to accomplish payment deferral and risk-spreading alike. See
supra, at 6. Those alternatives may not offer the parties
the precise set of benefits and obligations they would
prefer. But they might still suffice to bring patent holders
and product developers together and ensure that inventions get to the public. Neither Kimble nor his amici have
offered any empirical evidence connecting Brulotte to
decreased innovation; they essentially ask us to take their
word for the problem. And the United States, which acts
as both a licensor and a licensee of patented inventions
while also implementing patent policy, vigorously disputes
that Brulotte has caused any “significant real-world economic harm.” Brief for United States as Amicus Curiae
30. Truth be told, if forced to decide that issue, we would
not know where or how to start.
Which is one good reason why that is not our job.
Claims that a statutory precedent has “serious and harmful consequences” for innovation are (to repeat this opinion’s refrain) “more appropriately addressed to Congress.”
Halliburton, 573 U. S., at ___ (slip op., at 15). That
branch, far more than this one, has the capacity to assess
Kimble’s charge that Brulotte suppresses technological
progress. And if it concludes that Brulotte works such
harm, Congress has the prerogative to determine the exact
right response—choosing the policy fix, among many
conceivable ones, that will optimally serve the public
interest. As we have noted, Congress legislates actively
with respect to patents, considering concerns of just the
kind Kimble raises. See supra, at 9. In adhering to our
precedent as against such complaints, we promote the
rule-of-law values to which courts must attend while
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leaving matters of public policy to Congress.
V
What we can decide, we can undecide. But stare decisis
teaches that we should exercise that authority sparingly.
Cf. S. Lee and S. Ditko, Amazing Fantasy No. 15: “SpiderMan,” p. 13 (1962) (“[I]n this world, with great power
there must also come—great responsibility”). Finding
many reasons for staying the stare decisis course and no
“special justification” for departing from it, we decline
Kimble’s invitation to overrule Brulotte.
For the reasons stated, the judgment of the Court of
Appeals is affirmed.
It is so ordered.
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JUSTICE ALITO, with whom THE CHIEF JUSTICE and
JUSTICE THOMAS join, dissenting.
The Court employs stare decisis, normally a tool of
restraint, to reaffirm a clear case of judicial overreach.
Our decision in Brulotte v. Thys Co., 379 U. S. 29 (1964),
held that parties cannot enter into a patent licensing
agreement that provides for royalty payments to continue
after the term of the patent expires. That decision was not
based on anything that can plausibly be regarded as an
interpretation of the terms of the Patent Act. It was based
instead on an economic theory—and one that has been
debunked. The decision interferes with the ability of
parties to negotiate licensing agreements that reflect the
true value of a patent, and it disrupts contractual expecta
tions. Stare decisis does not require us to retain this
baseless and damaging precedent.
I
A
The Patent Act provides that a patent grants certain
exclusive rights to the patentee and “his heirs or assigns”
for a term of 20 years. 35 U. S. C. §§154(a)(1) and (2). The
Act says nothing whatsoever about post-expiration royal
ties. In Brulotte, however, the Court held that such royal
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ties are per se unlawful. The Court made little pretense of
finding support for this holding in the language of the Act.
Instead, the Court reasoned that allowing post-expiration
royalties would subject “the free market visualized for the
post-expiration period . . . to monopoly influences that
have no proper place there.” 379 U. S., at 32–33. Invok
ing antitrust concepts, the decision suggested that such
arrangements are “an effort to enlarge the monopoly of the
patent by t[y]ing the sale or use of the patented article to
the purchase or use of unpatented ones.” Id., at 33.
Whatever the merits of this economic argument, it does
not represent a serious attempt to interpret the Patent
Act. A licensing agreement that provides for the payment
of royalties after a patent’s term expires does not enlarge
the patentee’s monopoly or extend the term of the patent.
It simply gives the licensor a contractual right. Thus,
nothing in the text of the Act even arguably forbids licens
ing agreements that provide for post-expiration royalties.
Brulotte was thus a bald act of policymaking. It was not
simply a case of incorrect statutory interpretation. It was
not really statutory interpretation at all.
B
Not only was Brulotte based on policymaking, it was
based on a policy that is difficult to defend. Indeed, in the
intervening 50 years, its reasoning has been soundly
refuted. See, e.g., 10 P. Areeda & H. Hovenkamp, Anti
trust Law: An Analysis of Antitrust Principles and Their
Application ¶1782c.3, pp. 554–556 (3d ed. 2011); See &
Caprio, The Trouble with Brulotte: The Patent Royalty
Term and Patent Monopoly Extension, 1990 Utah L. Rev.
813, 846–851; Scheiber v. Dolby Labs., Inc., 293 F. 3d
1014, 1017 (CA7 2002); Brief for Petitioners 23–25, and
n. 11 (collecting sources); ante, at 3, n. 3.
Brulotte misperceived the purpose and effect of postexpiration royalties. The decision rested on the view that
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post-expiration royalties extend the patent term by means
of an anti-competitive tying arrangement. As the Court
understood such an arrangement, the patent holder lever
ages its monopoly power during the patent term to require
payments after the term ends, when the invention would
otherwise be available for free public use. But agreements
to pay licensing fees after a patent expires do not “enlarge
the monopoly of the patent.” 379 U. S., at 33. Instead,
“[o]nce the patent term expires, the power to exclude is
gone,” and all that is left “is a problem about optimal
contract design.” Easterbrook, Contract and Copyright, 42
Hous. L. Rev. 953, 955 (2005).
The economics are simple: Extending a royalty term
allows the parties to spread the licensing fees over a longer
period of time, which naturally has the effect of reducing the fees during the patent term. See ante, at 5. Re
stricting royalty payments to the patent term, as Brulotte
requires, compresses payment into a shorter period of
higher fees. The Patent Act does not prefer one approach
over the other.
There are, however, good reasons why parties some
times prefer post-expiration royalties over upfront fees,
and why such arrangements have pro-competitive effects.
Patent holders and licensees are often unsure whether a
patented idea will yield significant economic value, and it
often takes years to monetize an innovation. In those
circumstances, deferred royalty agreements are economi
cally efficient. They encourage innovators, like universi
ties, hospitals, and other institutions, to invest in research
that might not yield marketable products until decades
down the line. See Brief for Memorial Sloan Kettering
Cancer Center et al. as Amici Curiae 8–12. And they
allow producers to hedge their bets and develop more
products by spreading licensing fees over longer periods.
See ibid. By prohibiting these arrangements, Brulotte
erects an obstacle to efficient patent use. In patent law
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and other areas, we have abandoned per se rules with
similarly disruptive effects. See, e.g., Illinois Tool Works
Inc. v. Independent Ink, Inc., 547 U. S. 28 (2006); Leegin
Creative Leather Products, Inc. v. PSKS, Inc., 551 U. S.
877 (2007).
The majority downplays this harm by insisting that
“parties can often find ways around Brulotte.” Ante, at 6.
But the need to avoid Brulotte is an economic inefficiency
in itself. Parties are not always aware of the prohibition—
as this case amply demonstrates. And the suggested
alternatives do not provide the same benefits as postexpiration royalty agreements. For instance, although an
agreement to amortize payments for sales during the
patent term would “bring down early outlays,” the Court
admits that such an agreement might not reflect the
parties’ risk preferences. Ante, at 6. Moreover, such an
arrangement would not necessarily yield the same amount
of total royalties, particularly for an invention or a medical
breakthrough that takes decades to develop into a mar
ketable product. The sort of agreements that Brulotte
prohibits would allow licensees to spread their costs, while
also allowing patent holders to capitalize on slowdeveloping inventions.
C
On top of that, Brulotte most often functions to upset the
parties’ expectations.
This case illustrates the point. No one disputes that,
when “negotiating the settlement, neither side was aware
of Brulotte.” Ante, at 2. Without knowledge of our per se
rule, the parties agreed that Marvel would pay 3% in
royalties on all of its future sales involving the Web
Blaster and similar products. If the parties had been
aware of Brulotte, they might have agreed to higher pay
ments during the patent term. Instead, both sides ex
pected the royalty payments to continue until Marvel
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stopped selling toys that fit the terms of the agreement.
But that is not what happened. When Marvel discovered
Brulotte, it used that decision to nullify a key part of the
agreement. The parties’ contractual expectations were
shattered, and petitioners’ rights were extinguished.
The Court’s suggestion that some parties have come to
rely on Brulotte is fanciful. The Court believes that there
is a “reasonable possibility that parties have structured
their business transactions in light of Brulotte.” Ante, at
10. Its only support for this conclusion is Marvel’s selfserving and unsupported assertion that some contracts
might not specify an end date for royalties because the
parties expect Brulotte to supply the default rule. To its
credit, the Court stops short of endorsing this unlikely
prediction, saying only that “uncertainty on this score cuts
in Marvel’s direction.” Ante, at 10.
But there is no real uncertainty. “[W]e do not know” if
Marvel’s assertion is correct because Marvel has provided
no evidence to support it. Ibid. And there are reasons to
believe that, if parties actually relied on Brulotte to supply
a default rule, courts would enforce the contracts as the
parties expected. See, e.g., 27 R. Lord, Williston on Con
tracts §70:124 (4th ed. 2003). What we know for sure,
however, is that Brulotte has upended the parties’ expec
tations here and in many other cases. See, e.g., Scheiber,
293 F. 3d, at 1016; Boggild v. Kenner Products, 853 F. 2d
465, 466–467 (CA6 1988); Pitney Bowes, Inc. v. Mestre, 701
F. 2d 1365, 1367, 1373 (CA11 1983). These confirmed
problems with retaining Brulotte clearly outweigh Mar
vel’s hypothetical fears.
II
In the end, Brulotte’s only virtue is that we decided it.
But that does not render it invincible. Stare decisis is
important to the rule of law, but so are correct judicial
decisions. Adherence to prior decisions “ ‘promotes the
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evenhanded, predictable, and consistent development of
legal principles, fosters reliance on judicial decisions, and
contributes to the actual and perceived integrity of the
judicial process.’ ” Pearson v. Callahan, 555 U. S. 223, 233
(2009) (quoting Payne v. Tennessee, 501 U. S. 808, 827
(1991)). But stare decisis is not an “inexorable command.”
Payne, supra, at 828; Washington v. W. C. Dawson & Co.,
264 U. S. 219, 238 (1924) (Brandeis, J., dissenting). “Re
visiting precedent is particularly appropriate where, as
here, a departure would not upset expectations, the prece
dent consists of a judge-made rule . . . , and experience has
pointed up the precedent’s shortcomings.” Pearson, supra,
at 233.
Our traditional approach to stare decisis does not re
quire us to retain Brulotte’s per se rule. Brulotte’s holding
had no basis in the law. Its reasoning has been thoroughly
disproved. It poses economic barriers that stifle innova
tion. And it unsettles contractual expectations.
It is not decisive that Congress could have altered
Brulotte’s rule. In general, we are especially reluctant to
overturn decisions interpreting statutes because those
decisions can be undone by Congress. See, e.g., John R.
Sand & Gravel Co. v. United States, 552 U. S. 130, 139
(2008); Patterson v. McLean Credit Union, 491 U. S. 164,
172–173 (1989). The Court calls this a “superpowered
form of stare decisis” that renders statutory interpretation
decisions nearly impervious to challenge. Ante, at 10. I
think this goes a bit too far.
As an initial matter, we do not give super-duper protec
tion to decisions that do not actually interpret a statute.
When a precedent is based on a judge-made rule and is not
grounded in anything that Congress has enacted, we
cannot “properly place on the shoulders of Congress” the
entire burden of correcting “the Court’s own error.”
Girouard v. United States, 328 U. S. 61, 69–70 (1946). On
the contrary, we have recognized that it is appropriate for
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us to correct rules of this sort. See, e.g., Leegin, 551 U. S.,
at 899–900; State Oil Co. v. Khan, 522 U. S. 3, 20–21
(1997).
The Court says that it might agree if Brulotte were an
antitrust precedent because stare decisis has “less-than
usual force in cases involving the Sherman Act.” Ante, at
14. But this distinction is unwarranted. We have been
more willing to reexamine antitrust precedents because
they have attributes of common-law decisions. I see no
reason why the same approach should not apply where the
precedent at issue, while purporting to apply a statute, is
actually based on policy concerns. Indeed, we should be
even more willing to reconsider such a precedent because
the role implicitly assigned to the federal courts under the
Sherman Act has no parallel in Patent Act cases.
Even taking the Court on its own terms, Brulotte was an
antitrust decision masquerading as a patent case. The
Court was principally concerned with patentees improp
erly leveraging their monopoly power. See 379 U. S., at 32–
33. And it expressly characterized post-expiration royal
ties as anti-competitive tying arrangements. See id., at
33. It makes no sense to afford greater stare decisis pro
tection to Brulotte’s thinly veiled antitrust reasoning than
to our Sherman Act decisions.
The Court also places too much weight on Congress’
failure to overturn Brulotte. We have long cautioned that
“[i]t is at best treacherous to find in congressional silence
alone the adoption of a controlling rule of law.” Girouard,
supra, at 69. Even where Congress has considered, but
not adopted, legislation that would abrogate a judicial
ruling, it cannot be inferred that Congress’ failure to act
shows that it approves the ruling. See Central Bank of
Denver, N. A. v. First Interstate Bank of Denver, N. A., 511
U. S. 164, 187 (1994). “ ‘[S]everal equally tenable infer
ences may be drawn from such inaction.’ ” Ibid. (quoting
Pension Benefit Guaranty Corporation v. LTV Corp., 496
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U. S. 633, 650 (1990)).
Passing legislation is no easy task. A federal statute
must withstand the “finely wrought” procedure of bicam
eralism and presentment. INS v. Chadha, 462 U. S. 919,
951 (1983); Clinton v. City of New York, 524 U. S. 417, 440
(1998); see U. S. Const., Art. I, §7. Within that onerous
process, there are additional practical hurdles. A law
must be taken up for discussion and not passed over in
favor of more pressing matters, and Senate rules require
60 votes to end debate on most legislation. And even if the
House and Senate agree on a general policy, the details of
the measure usually must be hammered out in a confer
ence committee and repassed by both Houses.
*
*
*
A proper understanding of our doctrine of stare decisis
does not prevent us from reexamining Brulotte. Even the
Court does not defend the decision on the merits. I would
reconsider and overrule our obvious mistake. For these
reasons, I respectfully dissent.
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Akamai Technologies, Inc., a respondent here, is the exclusive licensee
of a patent that claims a method of delivering electronic data using a
content delivery network (CDN). Petitioner, Limelight Networks,
Inc., also operates a CDN and carries out several of the steps claimed
in the patent, but its customers, rather than Limelight itself, perform
a step of the patent known as “tagging.” Under Federal Circuit case
law, liability for direct infringement under 35 U. S. C. §271(a) requires performance of all steps of a method patent to be attributable
to a single party. This position was most recently refined in Muniauction, Inc. v. Thomson Corp., 532 F. 3d 1318. The District Court
concluded that Limelight could not have directly infringed the patent
at issue because performance of the tagging step could not be attributed to it. The en banc Federal Circuit reversed, holding that a
defendant who performed some steps of a method patent and encouraged others to perform the rest could be liable for inducement of infringement even if no one was liable for direct infringement. The en
banc court concluded that the evidence could support liability for
Limelight on an inducement theory and remanded for further proceedings.
Held: A defendant is not liable for inducing infringement under §271(b)
when no one has directly infringed under §271(a) or any other statutory provision. Pp. 4–11.
(a) Liability for inducement must be predicated on direct infringement. Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U. S.
336, 341. Assuming that Muniauction’s holding is correct, respondents’ method has not been infringed because the performance of all of
its steps is not attributable to any one person. Since direct infringe-
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ment has not occurred, there can be no inducement of infringement
under §271(b). The Federal Circuit’s contrary view would deprive
§271(b) of ascertainable standards and require the courts to develop
two parallel bodies of infringement law. This Court’s reading of
§271(b) is reinforced by §271(f)(1), which illustrates that Congress
knows how to impose inducement liability predicated on noninfringing conduct when it wishes to do so. The notion that conduct
which would be infringing in altered circumstances can form the basis for contributory infringement has been rejected, see Deepsouth
Packing Co. v. Laitram Corp., 406 U. S. 518, 526–527, and there is no
reason to apply a different rule for inducement. Pp. 4–7.
(b) Respondents claim that principles from tort law and criminal
aiding and abetting doctrine, as well as patent law principles in existence before the 1952 Patent Act, support the Federal Circuit’s
reading of the statute, but their arguments are unpersuasive.
Though a would-be infringer could evade liability by dividing performance of a method patent’s steps with another whose conduct cannot
be attributed to the defendant, this is merely a result of the Federal
Circuit’s interpretation of §271(a), and a desire to avoid this consequence does not justify fundamentally altering the rules of inducement liability clearly required by the Patent Act’s text and structure.
Pp. 8–10.
(c) Because the question presented here is clearly focused on
§271(b) and presupposes that Limelight has not committed direct infringement under §271(a), the Court declines to address whether the
Federal Circuit’s decision in Muniauction is correct. P. 10.

692 F. 3d 1301, reversed and remanded.
ALITO, J., delivered the opinion for a unanimous Court.
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JUSTICE ALITO delivered the opinion of the Court.
This case presents the question whether a defendant
may be liable for inducing infringement of a patent under
35 U. S. C. §271(b) when no one has directly infringed the
patent under §271(a) or any other statutory provision.
The statutory text and structure and our prior case law
require that we answer this question in the negative. We
accordingly reverse the Federal Circuit, which reached the
opposite conclusion.
I
A
Respondent the Massachusetts Institute of Technology
is the assignee of U. S. Patent No. 6,108,703 (’703 patent),
which claims a method of delivering electronic data using
a “content delivery network,” or “CDN.” Respondent
Akamai Technologies, Inc., is the exclusive licensee.
Akamai maintains many servers distributed in various
locations. Proprietors of Web sites, known as “content
providers,” contract with Akamai to deliver their Web
sites’ content to individual Internet users. The ’703 patent
provides for the designation of certain components of a
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content provider’s Web site (often large files, such as video
or music files) to be stored on Akamai’s servers and accessed from those servers by Internet users. The process
of designating components to be stored on Akamai’s servers is known as “tagging.” By “aggregat[ing] the data
demands of multiple content providers with differing peak
usage patterns and serv[ing] that content from multiple
servers in multiple locations,” 614 F. Supp. 2d 90, 96
(Mass. 2009), as well as by delivering content from servers
located in the same geographic area as the users who are
attempting to access it, Akamai is able to increase the
speed with which Internet users access the content of its
customers’ Web sites.
Petitioner Limelight Networks, Inc., also operates a
CDN and carries out several of the steps claimed in the
’703 patent. But instead of tagging those components of its
customers’ Web sites that it intends to store on its servers
(a step included in the ’703 patent), Limelight requires its
customers to do their own tagging.1 Respondents claim
that Limelight “provides instructions and offers technical
assistance” to its customers regarding how to tag, 629
F. 3d 1311, 1321 (CA Fed. 2010), but the record is undisputed that Limelight does not tag the components to be
stored on its servers.
B
In 2006, respondents sued Limelight in the United
States District Court for the District of Massachusetts,
claiming patent infringement. The case was tried to a
jury, which found that Limelight had committed infringement and awarded more than $40 million in damages.
Respondents’ victory was short-lived, however. After
——————
1 In

its brief, Limelight disputes whether its customers actually “tag”
within the meaning of the patent. Brief for Petitioner 7, n. 4. We
assume arguendo that Limelight’s customers do in fact “tag” within the
patent’s meaning.
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the jury returned its verdict, the Federal Circuit decided
Muniauction, Inc. v. Thomson Corp., 532 F. 3d 1318
(2008). In that case the Court of Appeals rejected a claim
that the defendant’s method, involving bidding on financial instruments using a computer system, directly infringed the plaintiff ’s patent. The defendant performed
some of the steps of the patented method, and its customers, to whom the defendant gave access to its system along
with instructions on the use of the system, performed the
remaining steps. The court started from “the proposition
that direct infringement requires a single party to perform
every step of a claimed method.” Id., at 1329. This requirement is satisfied even though the steps are actually
undertaken by multiple parties, the court explained, if a
single defendant “exercises ‘control or direction’ over the
entire process such that every step is attributable to the
controlling party.” Ibid. The court held that the defendant in Muniauction was not liable for direct infringement
because it did not exercise control or direction over its
customers’ performance of those steps of the patent that
the defendant itself did not perform. Id., at 1330.
In light of Muniauction, Limelight moved for reconsideration of its earlier motion for judgment as a matter of
law, which the District Court had denied. The District
Court granted the motion, concluding that Muniauction
precluded a finding of direct infringement under §271(a)
because infringement of the ’703 patent required tagging
and Limelight does not control or direct its customers’
tagging. A panel of the Federal Circuit affirmed, explaining that a defendant that does not itself undertake all of a
patent’s steps can be liable for direct infringement only
“when there is an agency relationship between the parties
who perform the method steps or when one party is contractually obligated to the other to perform the steps.” 629
F. 3d, at 1320. Since neither of these conditions was met
in the present case, the Federal Circuit panel held that
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Limelight could not be held liable for direct infringement.2
Ibid.
The Federal Circuit granted en banc review and reversed. The en banc court found it unnecessary to revisit
its §271(a) direct infringement case law. Instead, it concluded that the “evidence could support a judgment in
[respondents’] favor on a theory of induced infringement”
under §271(b). 692 F. 3d 1301, 1319 (2012) (per curiam).
This was true, the court explained, because §271(b) liability arises when a defendant carries out some steps constituting a method patent and encourages others to carry out
the remaining steps—even if no one would be liable as a
direct infringer in such circumstances, because those who
performed the remaining steps did not act as agents of, or
under the direction or control of, the defendant. The
Court of Appeals did not dispute that “there can be no
indirect infringement without direct infringement,” id., at
1308, but it explained that “[r]equiring proof that there
has been direct infringement . . . is not the same as requiring proof that a single party would be liable as a direct
infringer,” id., at 1308–1309 (emphasis deleted). Judge
Newman and Judge Linn both dissented (with the latter
joined by Judges Dyk, Prost, and O’Malley).
Limelight sought certiorari, which we granted. 571
U. S. ___ (2014).
II
A
Neither the Federal Circuit, see 692 F. 3d, at 1308, nor
respondents, see Tr. of Oral Arg. 44, dispute the proposition that liability for inducement must be predicated on
——————
2 The panel noted that Limelight’s contracts instruct its customers to
tag the components they wish to be stored on Limelight’s CDN, but
concluded that, because these contracts did not give Limelight control
over its customers, the customers’ tagging could not be attributed to
Limelight. See 629 F. 3d, at 1321.
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direct infringement. This is for good reason, as our case
law leaves no doubt that inducement liability may arise
“if, but only if, [there is] . . . direct infringement.” Aro Mfg.
Co. v. Convertible Top Replacement Co., 365 U. S 336, 341
(1961) (emphasis deleted).3
One might think that this simple truth is enough to
dispose of this appeal. But the Federal Circuit reasoned
that a defendant can be liable for inducing infringement
under §271(b) even if no one has committed direct infringement within the terms of §271(a) (or any other provision of the patent laws), because direct infringement can
exist independently of a violation of these statutory provisions. See 692 F. 3d, at 1314.
The Federal Circuit’s analysis fundamentally misunderstands what it means to infringe a method patent. A
method patent claims a number of steps; under this
Court’s case law, the patent is not infringed unless all the
steps are carried out. See, e.g., Aro, supra, at 344 (a “patent covers only the totality of the elements in the claim
and . . . no element, separately viewed, is within the
grant”). This principle follows ineluctably from what a
patent is: the conferral of rights in a particular claimed set
of elements. “Each element contained in a patent claim is
deemed material to defining the scope of the patented
invention,” Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U. S. 17, 29 (1997), and a patentee’s rights
extend only to the claimed combination of elements, and
no further.
The Federal Circuit held in Muniauction that a method’s steps have not all been performed as claimed by the
patent unless they are all attributable to the same de——————
3 Aro addressed contributory infringement under §271(c), rather than
inducement of infringement under §271(b), but we see no basis to
distinguish for these purposes between the two, which after all spring
from common stock. See Global-Tech Appliances, Inc. v. SEB S. A., 563
U. S. ___, ___ (2011) (slip op., at 8).
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fendant, either because the defendant actually performed
those steps or because he directed or controlled others who
performed them. See 532 F. 3d, at 1329–1330. Assuming
without deciding that the Federal Circuit’s holding in
Muniauction is correct, there has simply been no infringement of the method in which respondents have
staked out an interest, because the performance of all the
patent’s steps is not attributable to any one person. And,
as both the Federal Circuit and respondents admit, where
there has been no direct infringement, there can be no
inducement of infringement under §271(b).
The Federal Circuit’s contrary view would deprive
§271(b) of ascertainable standards. If a defendant can be
held liable under §271(b) for inducing conduct that does
not constitute infringement, then how can a court assess
when a patent holder’s rights have been invaded? What if
a defendant pays another to perform just one step of a 12step process, and no one performs the other steps, but that
one step can be viewed as the most important step in the
process? In that case the defendant has not encouraged
infringement, but no principled reason prevents him from
being held liable for inducement under the Federal Circuit’s reasoning, which permits inducement liability when
fewer than all of a method’s steps have been performed
within the meaning of the patent. The decision below
would require the courts to develop two parallel bodies of
infringement law: one for liability for direct infringement,
and one for liability for inducement.
Section 271(f)(1) reinforces our reading of §271(b). That
subsection imposes liability on a party who “supplies or
causes to be supplied in or from the United States all or a
substantial portion of the components of a patented invention . . . in such manner as to actively induce the combination of such components outside of the United States in a
manner that would infringe the patent if such combination
occurred within the United States” (emphasis added). As

Cite as: 572 U. S. ____ (2014)

7

Opinion of the Court

this provision illustrates, when Congress wishes to impose
liability for inducing activity that does not itself constitute
direct infringement, it knows precisely how to do so. The
courts should not create liability for inducement of noninfringing conduct where Congress has elected not to
extend that concept.
The Federal Circuit seems to have adopted the view that
Limelight induced infringement on the theory that the
steps that Limelight and its customers perform would
infringe the ’703 patent if all the steps were performed by
the same person. But we have already rejected the notion
that conduct which would be infringing in altered circumstances can form the basis for contributory infringement,
and we see no reason to apply a different rule for inducement. In Deepsouth Packing Co. v. Laitram Corp., 406
U. S. 518 (1972), a manufacturer produced components of
a patented machine and then exported those components
overseas to be assembled by its foreign customers.4 (The
assembly by the foreign customers did not violate U. S.
patent laws.) In both Deepsouth and this case, the conduct
that the defendant induced or contributed to would have
been infringing if committed in altered circumstances: in
Deepsouth if the machines had been assembled in the
United States, see id., at 526, and in this case if performance of all of the claimed steps had been attributable to
the same person. In Deepsouth, we rejected the possibility
of contributory infringement because the machines had
not been assembled in the United States, and direct infringement had consequently never occurred. See id., at
526–527. Similarly, in this case, performance of all the
claimed steps cannot be attributed to a single person, so
direct infringement never occurred. Limelight cannot be
liable for inducing infringement that never came to pass.
——————
4 Section 271(f) now prohibits the exporter’s conduct at issue in
Deepsouth.

8

LIMELIGHT NETWORKS, INC. v. AKAMAI
TECHNOLOGIES, INC.
Opinion of the Court

B
Respondents’ arguments in support of the Federal Circuit’s reading of the statute are unpersuasive. First,
respondents note that tort law imposes liability on a defendant who harms another through a third party, even if
that third party would not himself be liable, and respondents contend that, given the background tort principles
against which the Patent Act of 1952 was enacted, it
should not matter that no one is liable for direct infringement in this case. But the reason Limelight could not
have induced infringement under §271(b) is not that no
third party is liable for direct infringement; the problem,
instead, is that no direct infringement was committed.
Muniauction (which, again, we assume to be correct)
instructs that a method patent is not directly infringed—
and the patentee’s interest is thus not violated—unless a
single actor can be held responsible for the performance of
all steps of the patent. Because Limelight did not undertake all steps of the ’703 patent and cannot otherwise be
held responsible for all those steps, respondents’ rights
have not been violated. Unsurprisingly, respondents point
us to no tort case in which liability was imposed because a
defendant caused an innocent third party to undertake
action that did not violate the plaintiff ’s legal rights.
In a related argument, respondents contend that, at
tort, liability sometimes attaches where two or more defendants inflict injury, even if each defendant’s conduct,
standing alone, would not be actionable. See W. Keeton,
D. Dobbs, R. Keeton, & D. Owen, Prosser and Keeton on
Torts §52, p. 354 (5th ed. 1984) (multiple defendants who
each add negligible impurities to stream liable if aggregate impurities cause harm). But the rationale for imposing liability in these circumstances is that the defendants
collectively invaded the plaintiff ’s protected interests. See
ibid. By contrast, under the Muniauction rule, respondents’ interests in the ’713 patent have not been invaded.
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Second, respondents seek to analogize §271(b) to the
federal aiding and abetting statute, 18 U. S. C. §2, and
they argue that two parties who divide all the necessary
elements of a crime between them are both guilty under
§2. The analogy does not hold up. The aiding and abetting statute must be read “against its common-law background,” Standefer v. United States, 447 U. S. 10, 19
(1980), and at common law two or more defendants, each
of whom committed an element of a crime, were liable as
principals. See, e.g., 1 J. Bishop, Commentaries on the
Criminal Law §649, p. 392 (7th ed. 1882). While we have
drawn on criminal law concepts in the past in interpreting
§271(b), see Global-Tech Appliances, Inc. v. SEB S. A., 563
U. S. ___, ___ (2011) (slip op., at 10–12), we think it unlikely that Congress had this particular doctrine in mind
when it enacted the Patent Act of 1952, given the doctrine’s inconsistency with the Act’s cornerstone principle
that patentees have a right only to the set of elements
claimed in their patents and nothing further.
Third, respondents contend that patent law principles
established before the enactment of the Patent Act demonstrate that a defendant that performs some steps of a
patent with the purpose of having its customers perform
the remaining steps is liable for inducing infringement.
But here, too, the nature of the rights created by the Patent Act defeats the notion that Congress could have
intended to permit inducement liability where there is no
underlying direct infringement. According to respondents,
their understanding of the pre-1952 doctrine casts doubt
on the Muniauction rule for direct infringement under
§271(a), on the ground that that rule has the indirect
effect of preventing inducement liability where Congress
would have wanted it. But the possibility that the Federal
Circuit erred by too narrowly circumscribing the scope of
§271(a) is no reason for this Court to err a second time by
misconstruing §271(b) to impose liability for inducing
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infringement where no infringement has occurred.
Finally, respondents, like the Federal Circuit, criticize
our interpretation of §271(b) as permitting a would-be
infringer to evade liability by dividing performance of a
method patent’s steps with another whom the defendant
neither directs nor controls. We acknowledge this concern.
Any such anomaly, however, would result from the Federal Circuit’s interpretation of §271(a) in Muniauction. A
desire to avoid Muniauction’s natural consequences does
not justify fundamentally altering the rules of inducement
liability that the text and structure of the Patent Act
clearly require—an alteration that would result in its own
serious and problematic consequences, namely, creating
for §271(b) purposes some free-floating concept of “infringement” both untethered to the statutory text and
difficult for the lower courts to apply consistently.
III
Respondents ask us to review the merits of the Federal
Circuit’s Muniauction rule for direct infringement under
§271(a). We decline to do so today.
In the first place, the question presented is clearly
focused on §271(b), not §271(a). We granted certiorari on
the following question: “Whether the Federal Circuit erred
in holding that a defendant may be held liable for inducing
patent infringement under 35 U. S. C. §271(b) even though
no one has committed direct infringement under §271(a).”
Pet. for Cert. i. The question presupposes that Limelight
has not committed direct infringement under §271(a).
And since the question on which we granted certiorari did
not involve §271(a), petitioner did not address that important issue in its opening brief. Our decision on the
§271(b) question necessitates a remand to the Federal
Circuit, and on remand, the Federal Circuit will have the
opportunity to revisit the §271(a) question if it so chooses.
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IV
The judgment below is reversed, and the case is remanded for further proceedings consistent with this opinion.
It is so ordered.
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The Patent Act requires that a patent specification “conclude with one
or more claims particularly pointing out and distinctly claiming the
subject matter which the applicant regards as [the] invention.” 35
U. S. C. §112, ¶2. This case concerns the proper reading of the stat
ute’s clarity and precision demand.
Assigned to respondent Biosig Instruments, Inc., the patent in dis
pute (the ’753 patent) involves a heart-rate monitor used with exer
cise equipment. Prior heart-rate monitors, the patent asserts, were
often inaccurate in measuring the electrical signals accompanying
each heartbeat (electrocardiograph or ECG signals) because of the
presence of other electrical signals (electromyogram or EMG signals),
generated by the user’s skeletal muscles, that can impede ECG signal
detection. The invention claims to improve on prior art by detecting
and processing ECG signals in a way that filters out the EMG inter
ference.
Claim 1 of the ’753 patent, which contains the limitations critical to
this dispute, refers to a “heart rate monitor for use by a user in asso
ciation with exercise apparatus and/or exercise procedures.” The
claim “comprise[s],” among other elements, a cylindrical bar fitted
with a display device; “electronic circuitry including a difference am
plifier”; and, on each half of the cylindrical bar, a “live” electrode and
a “common” electrode “mounted . . . in spaced relationship with each
other.”
Biosig filed this patent infringement suit, alleging that Nautilus,
Inc., without obtaining a license, sold exercise machines containing
Biosig’s patented technology. The District Court, after conducting a
hearing to determine the proper construction of the patent’s claims,
granted Nautilus’ motion for summary judgment on the ground that
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the claim term “in spaced relationship with each other” failed §112,
¶2’s definiteness requirement. The Federal Circuit reversed and re
manded, concluding that a patent claim passes the §112, ¶2 thresh
old so long as the claim is “amenable to construction,” and the claim,
as construed, is not “insolubly ambiguous.” Under that standard, the
court determined, the ’753 patent survived indefiniteness review.

Held:
1. A patent is invalid for indefiniteness if its claims, read in light of
the patent’s specification and prosecution history, fail to inform, with
reasonable certainty, those skilled in the art about the scope of the
invention. The parties agree that definiteness is to be evaluated from
the perspective of a person skilled in the relevant art, that claims are
to be read in light of the patent’s specification and prosecution histo
ry, and that definiteness is to be measured as of the time of the pa
tent application. The parties disagree as to how much imprecision
§112, ¶2 tolerates.
Section 112’s definiteness requirement must take into account the
inherent limitations of language. See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 731. On the one hand, some
modicum of uncertainty is the “price of ensuring the appropriate in
centives for innovation,” id., at 732; and patents are “not addressed to
lawyers, or even to the public generally,” but to those skilled in the
relevant art, Carnegie Steel Co. v. Cambria Iron Co., 185 U. S. 403,
437. At the same time, a patent must be precise enough to afford
clear notice of what is claimed, thereby “ ‘appris[ing] the public of
what is still open to them,’ ” Markman v. Westview Instruments, Inc.,
517 U. S. 370, 373, in a manner that avoids “[a] zone of uncertainty
which enterprise and experimentation may enter only at the risk of
infringement claims,” United Carbon Co. v. Binney & Smith Co., 317
U. S. 228, 236. The standard adopted here mandates clarity, while
recognizing that absolute precision is unattainable. It also accords
with opinions of this Court stating that “the certainty which the law
requires in patents is not greater than is reasonable, having regard
to their subject-matter.” Minerals Separation, Ltd. v. Hyde, 242 U. S.
261, 270. Pp. 8–11.
2. The Federal Circuit’s standard, which tolerates some ambiguous
claims but not others, does not satisfy the statute’s definiteness re
quirement. The Court of Appeals inquired whether the ’753 patent’s
claims were “amenable to construction” or “insolubly ambiguous,” but
such formulations lack the precision §112, ¶2 demands. To tolerate
imprecision just short of that rendering a claim “insolubly ambigu
ous” would diminish the definiteness requirement’s public-notice
function and foster the innovation-discouraging “zone of uncertainty,”
United Carbon, 317 U. S., at 236, against which this Court has
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warned. While some of the Federal Circuit’s fuller explications of the
term “insolubly ambiguous” may come closer to tracking the statuto
ry prescription, this Court must ensure that the Federal Circuit’s test
is at least “probative of the essential inquiry.” Warner-Jenkinson Co.
v. Hilton Davis Chemical Co., 520 U. S. 17, 40. The expressions “in
solubly ambiguous” and “amenable to construction,” which permeate
the Federal Circuit’s recent decisions concerning §112, ¶2, fall short
in this regard and can leave courts and the patent bar at sea without
a reliable compass. Pp. 11–13.
3. This Court, as “a court of review, not of first view,” Cutter v. Wilkinson, 544 U. S. 709, 718, n. 7, follows its ordinary practice of re
manding so that the Federal Circuit can reconsider, under the proper
standard, whether the relevant claims in the ’753 patent are suffi
ciently definite, see, e.g., Johnson v. California, 543 U. S. 499, 515.
Pp. 13–14.
715 F. 3d 891, vacated and remanded.
GINSBURG, J., delivered the opinion for a unanimous Court.
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APPEALS FOR THE FEDERAL CIRCUIT
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JUSTICE GINSBURG delivered the opinion of the Court.
The Patent Act requires that a patent specification
“conclude with one or more claims particularly pointing
out and distinctly claiming the subject matter which the
applicant regards as [the] invention.” 35 U. S. C. §112, ¶2
(2006 ed.) (emphasis added). This case, involving a heart
rate monitor used with exercise equipment, concerns the
proper reading of the statute’s clarity and precision de
mand. According to the Federal Circuit, a patent claim
passes the §112, ¶2 threshold so long as the claim is
“amenable to construction,” and the claim, as construed, is
not “insolubly ambiguous.” 715 F. 3d 891, 898–899 (2013).
We conclude that the Federal Circuit’s formulation, which
tolerates some ambiguous claims but not others, does not
satisfy the statute’s definiteness requirement. In place of
the “insolubly ambiguous” standard, we hold that a patent
is invalid for indefiniteness if its claims, read in light of
the specification delineating the patent, and the prosecu
tion history, fail to inform, with reasonable certainty,
those skilled in the art about the scope of the invention.
Expressing no opinion on the validity of the patent-in-suit,
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we remand, instructing the Federal Circuit to decide the
case employing the standard we have prescribed.
I
Authorized by the Constitution “[t]o promote the Pro
gress of Science and useful Arts, by securing for limited
Times to . . . Inventors the exclusive Right to their . . .
Discoveries,” Art. I, §8, cl. 8, Congress has enacted patent
laws rewarding inventors with a limited monopoly.
“Th[at] monopoly is a property right,” and “like any prop
erty right, its boundaries should be clear.” Festo Corp. v.
Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 730
(2002). See also Markman v. Westview Instruments, Inc.,
517 U. S. 370, 373 (1996) (“It has long been understood
that a patent must describe the exact scope of an inven
tion and its manufacture . . . .”). Thus, when Congress
enacted the first Patent Act in 1790, it directed that pa
tent grantees file a written specification “containing a
description . . . of the thing or things . . . invented or dis
covered,” which “shall be so particular” as to “distinguish
the invention or discovery from other things before known
and used.” Act of Apr. 10, 1790, §2, 1 Stat. 110.
The patent laws have retained this requirement of
definiteness even as the focus of patent construction has
shifted. Under early patent practice in the United States,
we have recounted, it was the written specification that
“represented the key to the patent.” Markman, 517 U. S.,
at 379. Eventually, however, patent applicants began to
set out the invention’s scope in a separate section known
as the “claim.” See generally 1 R. Moy, Walker on Patents
§4.2, pp. 4–17 to 4–20 (4th ed. 2012). The Patent Act of
1870 expressly conditioned the receipt of a patent on the
inventor’s inclusion of one or more such claims, described
with particularity and distinctness. See Act of July 8,
1870, §26, 16 Stat. 201 (to obtain a patent, the inventor
must “particularly point out and distinctly claim the part,
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improvement, or combination which [the inventor] claims
as his invention or discovery”).
The 1870 Act’s definiteness requirement survives today,
largely unaltered. Section 112 of the Patent Act of 1952,
applicable to this case, requires the patent applicant to
conclude the specification with “one or more claims partic
ularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention.” 35
U. S. C. §112, ¶2 (2006 ed.). A lack of definiteness renders
invalid “the patent or any claim in suit.” §282, ¶2(3).1
II
A
The patent in dispute, U. S. Patent No. 5,337,753 (’753
patent), issued to Dr. Gregory Lekhtman in 1994 and
assigned to respondent Biosig Instruments, Inc., concerns
a heart-rate monitor for use during exercise. Previous
heart-rate monitors, the patent asserts, were often inaccu
rate in measuring the electrical signals accompanying
each heartbeat (electrocardiograph or ECG signals). The
inaccuracy was caused by electrical signals of a different
sort, known as electromyogram or EMG signals, generated
by an exerciser’s skeletal muscles when, for example, she
moves her arm, or grips an exercise monitor with her
hand. These EMG signals can “mask” ECG signals and
thereby impede their detection. App. 52, 147.
——————
1 In

the Leahy-Smith America Invents Act, Pub. L. 112–29, 125 Stat.
284, enacted in 2011, Congress amended several parts of the Patent
Act. Those amendments modified §§112 and 282 in minor respects not
pertinent here. In any event, the amended versions of those provisions
are inapplicable to patent applications filed before September 16, 2012,
and proceedings commenced before September 16, 2011. See §§4(e),
15(c), 20(l), 125 Stat. 297, 328, 335, notes following 35 U. S. C. §§2, 111,
119. Here, the application for the patent-in-suit was filed in 1992, and
the relevant court proceedings were initiated in 2010. Accordingly, this
opinion’s citations to the Patent Act refer to the 2006 edition of the
United States Code.
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Dr. Lekhtman’s invention claims to improve on prior art
by eliminating that impediment. The invention focuses on
a key difference between EMG and ECG waveforms: while
ECG signals detected from a user’s left hand have a polar
ity opposite to that of the signals detected from her right
hand,2 EMG signals from each hand have the same polarity. The patented device works by measuring equalized
EMG signals detected at each hand and then using cir
cuitry to subtract the identical EMG signals from each
other, thus filtering out the EMG interference.
As relevant here, the ’753 patent describes a heart-rate
monitor contained in a hollow cylindrical bar that a user
grips with both hands, such that each hand comes into
contact with two electrodes, one “live” and one “common.”
The device is illustrated in figure 1 of the patent, id., at
41, reproduced in the Appendix to this opinion.
Claim 1 of the ’753 patent, which contains the limita
tions critical to this dispute, refers to a “heart rate monitor
for use by a user in association with exercise apparatus
and/or exercise procedures.” Id., at 61. The claim “com
prise[s],” among other elements, an “elongate member”
(cylindrical bar) with a display device; “electronic circuitry
including a difference amplifier”; and, on each half of the
cylindrical bar, a live electrode and a common electrode
“mounted . . . in spaced relationship with each other.”
Ibid.3 The claim sets forth additional elements, including
that the cylindrical bar is to be held in such a way that
each of the user’s hands “contact[s]” both electrodes on
each side of the bar. Id., at 62. Further, the EMG signals
detected by the two electrode pairs are to be “of substan
——————
2 This difference in polarity occurs because the heart is not aligned
vertically in relation to the center of the body; the organ tilts leftward
from apex to bottom. App. 213.
3 As depicted in figure 1 of the patent, id., at 41, reproduced in the
Appendix to this opinion, the live electrodes are identified by numbers
9 and 13, and the common electrodes, by 11 and 15.
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tially equal magnitude and phase” so that the difference
amplifier will “produce a substantially zero [EMG] signal”
upon subtracting the signals from one another. Ibid.
B
The dispute between the parties arose in the 1990’s,
when Biosig allegedly disclosed the patented technology to
StairMaster Sports Medical Products, Inc. According to
Biosig, StairMaster, without ever obtaining a license, sold
exercise machines that included Biosig’s patented technol
ogy, and petitioner Nautilus, Inc., continued to do so after
acquiring the StairMaster brand. In 2004, based on these
allegations, Biosig brought a patent infringement suit
against Nautilus in the U. S. District Court for the South
ern District of New York.
With Biosig’s lawsuit launched, Nautilus asked the U. S.
Patent and Trademark Office (PTO) to reexamine the ’753
patent.
The reexamination proceedings centered on
whether the patent was anticipated or rendered obvious
by prior art—principally, a patent issued in 1984 to an
inventor named Fujisaki, which similarly disclosed a
heart-rate monitor using two pairs of electrodes and a
difference amplifier. Endeavoring to distinguish the ’753
patent from prior art, Biosig submitted a declaration from
Dr. Lekhtman. The declaration attested, among other
things, that the ’753 patent sufficiently informed a person
skilled in the art how to configure the detecting electrodes
so as “to produce equal EMG [signals] from the left and
right hands.” Id., at 160. Although the electrodes’ design
variables—including spacing, shape, size, and material—
cannot be standardized across all exercise machines, Dr.
Lekhtman explained, a skilled artisan could undertake a
“trial and error” process of equalization. This would entail
experimentation with different electrode configurations in
order to optimize EMG signal cancellation. Id., at 155–
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156, 158.4 In 2010, the PTO issued a determination con
firming the patentability of the ’753 patent’s claims.
Biosig thereafter reinstituted its infringement suit,
which the parties had voluntarily dismissed without prej
udice while PTO reexamination was underway. In 2011,
the District Court conducted a hearing to determine the
proper construction of the patent’s claims, see Markman v.
Westview Instruments, Inc., 517 U. S. 370 (1996) (claim
construction is a matter of law reserved for court decision),
including the claim term “in spaced relationship with each
other.” According to Biosig, that “spaced relationship”
referred to the distance between the live electrode and the
common electrode in each electrode pair. Nautilus, seizing
on Biosig’s submissions to the PTO during the reexamina
tion, maintained that the “spaced relationship” must be a
distance “greater than the width of each electrode.” App.
245. The District Court ultimately construed the term to
mean “there is a defined relationship between the live
electrode and the common electrode on one side of the
cylindrical bar and the same or a different defined rela
tionship between the live electrode and the common elec
trode on the other side of the cylindrical bar,” without any
reference to the electrodes’ width. App. to Pet. for Cert.
43a–44a.
Nautilus moved for summary judgment, arguing that
the term “spaced relationship,” as construed, was indefi
nite under §112, ¶2. The District Court granted the mo
tion. Those words, the District Court concluded, “did not
tell [the court] or anyone what precisely the space should
——————
4 Dr. Lekhtman’s declaration also referred to an expert report pre
pared by Dr. Henrietta Galiana, Chair of the Department of Biomedical
Engineering at McGill University, for use in the infringement litiga
tion. That report described how Dr. Galiana’s laboratory technician,
equipped with a wooden dowel, wire, metal foil, glue, electrical tape,
and the drawings from the ’753 patent, was able in two hours to build a
monitor that “worked just as described in the . . . patent.” Id., at 226.
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be,” or even supply “any parameters” for determining the
appropriate spacing. Id., at 72a.
The Federal Circuit reversed and remanded. A claim is
indefinite, the majority opinion stated, “only when it is
‘not amenable to construction’ or ‘insolubly ambiguous.’ ”
715 F. 3d 891, 898 (2013) (quoting Datamize, LLC v.
Plumtree Software, Inc., 417 F. 3d 1342, 1347 (CA Fed.
2005)). Under that standard, the majority determined, the
’753 patent survived indefiniteness review. Considering
first the “intrinsic evidence”—i.e., the claim language, the
specification, and the prosecution history—the majority
discerned “certain inherent parameters of the claimed
apparatus, which to a skilled artisan may be sufficient to
understand the metes and bounds of ‘spaced relation
ship.’ ” 715 F. 3d, at 899. These sources of meaning, the
majority explained, make plain that the distance separat
ing the live and common electrodes on each half of the bar
“cannot be greater than the width of a user’s hands”; that
is so “because claim 1 requires the live and common elec
trodes to independently detect electrical signals at two
distinct points of a hand.” Ibid. Furthermore, the major
ity noted, the intrinsic evidence teaches that this distance
cannot be “infinitesimally small, effectively merging the
live and common electrodes into a single electrode with
one detection point.” Ibid. The claim’s functional provi
sions, the majority went on to observe, shed additional
light on the meaning of “spaced relationship.” Surveying
the record before the PTO on reexamination, the majority
concluded that a skilled artisan would know that she could
attain the indicated functions of equalizing and removing
EMG signals by adjusting design variables, including
spacing.
In a concurring opinion, Judge Schall reached the ma
jority’s result employing “a more limited analysis.” Id., at
905. Judge Schall accepted the majority’s recitation of the
definiteness standard, under which claims amenable to
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construction are nonetheless indefinite when “the con
struction remains insolubly ambiguous.” Ibid. (internal
quotation marks omitted). The District Court’s construc
tion of “spaced relationship,” Judge Schall maintained,
was sufficiently clear: the term means “there is a fixed
spatial relationship between the live electrode and the
common electrode” on each side of the cylindrical bar.
Ibid. Judge Schall agreed with the majority that the
intrinsic evidence discloses inherent limits of that spacing.
But, unlike the majority, Judge Schall did not “presum[e]
a functional linkage between the ‘spaced relationship’
limitation and the removal of EMG signals.” Id., at 906.
Other limitations of the claim, in his view, and not the
“ ‘spaced relationship’ limitation itself,” “included a func
tional requirement to remove EMG signals.” Ibid.
We granted certiorari, 571 U. S. ___ (2014), and now
vacate and remand.
III
A
Although the parties here disagree on the dispositive
question—does the ’753 patent withstand definiteness
scrutiny—they are in accord on several aspects of the
§112, ¶2 inquiry. First, definiteness is to be evaluated
from the perspective of someone skilled in the relevant art.
See, e.g., General Elec. Co. v. Wabash Appliance Corp., 304
U. S. 364, 371 (1938). See also §112, ¶1 (patent’s specifi
cation “shall contain a written description of the invention,
and of the manner and process of making and using it, in
such full, clear, concise, and exact terms as to enable any
person skilled in the art to which it pertains, or with which
it is most nearly connected, to make and use the same”
(emphasis added)). Second, in assessing definiteness,
claims are to be read in light of the patent’s specification
and prosecution history. See, e.g., United States v. Adams,
383 U. S. 39, 48–49 (1966) (specification); Festo Corp. v.
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Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 741
(2002) (prosecution history). Third, “[d]efiniteness is
measured from the viewpoint of a person skilled in [the]
art at the time the patent was filed.” Brief for Respondent
55 (emphasis added). See generally Sarnoff & Manzo, An
Introduction to, Premises of, and Problems With Patent
Claim Construction, in Patent Claim Construction in the
Federal Circuit 9 (E. Manzo ed. 2014) (“Patent claims . . .
should be construed from an objective perspective of a
[skilled artisan], based on what the applicant actually
claimed, disclosed, and stated during the application
process.”).
The parties differ, however, in their articulations of just
how much imprecision §112, ¶2 tolerates. In Nautilus’
view, a patent is invalid when a claim is “ambiguous, such
that readers could reasonably interpret the claim’s scope
differently.” Brief for Petitioner 37. Biosig and the Solici
tor General would require only that the patent provide
reasonable notice of the scope of the claimed invention.
See Brief for Respondent 18; Brief for United States as
Amicus Curiae 9–10.
Section 112, we have said, entails a “delicate balance.”
Festo, 535 U. S., at 731. On the one hand, the definiteness
requirement must take into account the inherent limita
tions of language. See ibid. Some modicum of uncertainty,
the Court has recognized, is the “price of ensuring the
appropriate incentives for innovation.” Id., at 732. One
must bear in mind, moreover, that patents are “not ad
dressed to lawyers, or even to the public generally,” but
rather to those skilled in the relevant art. Carnegie Steel
Co. v. Cambria Iron Co., 185 U. S. 403, 437 (1902) (also
stating that “any description which is sufficient to apprise
[steel manufacturers] in the language of the art of the
definite feature of the invention, and to serve as a warning
to others of what the patent claims as a monopoly, is
sufficiently definite to sustain the patent”).5
——————
5 See

also Eibel Process Co. v. Minnesota & Ontario Paper Co., 261
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At the same time, a patent must be precise enough to
afford clear notice of what is claimed, thereby “ ‘appris[ing]
the public of what is still open to them.’ ” Markman, 517
U. S., at 373 (quoting McClain v. Ortmayer, 141 U. S. 419,
424 (1891)).6 Otherwise there would be “[a] zone of uncer
tainty which enterprise and experimentation may enter
only at the risk of infringement claims.” United Carbon
Co. v. Binney & Smith Co., 317 U. S. 228, 236 (1942). And
absent a meaningful definiteness check, we are told, pa
tent applicants face powerful incentives to inject ambiguity into their claims. See Brief for Petitioner 30–32 (citing
patent treatises and drafting guides). See also Federal
Trade Commission, The Evolving IP Marketplace: Align
ing Patent Notice and Remedies With Competition 85
(2011) (quoting testimony that patent system fosters “an
incentive to be as vague and ambiguous as you can with
your claims” and “defer clarity at all costs”).7 Eliminating
that temptation is in order, and “the patent drafter is in
the best position to resolve the ambiguity in . . . patent
——————
U. S. 45, 58, 65–66 (1923) (upholding as definite a patent for an im
provement to a paper-making machine, which provided that a wire be
placed at a “high” or “substantial elevation,” where “readers . . . skilled
in the art of paper making and versed in the use of the . . . machine”
would have “no difficulty . . . in determining . . . the substantial [eleva
tion] needed” for the machine to operate as specified).
6 See also United Carbon Co. v. Binney & Smith Co., 317 U. S. 228,
236 (1942) (“The statutory requirement of particularity and distinct
ness in claims is met only when they clearly distinguish what is
claimed from what went before in the art and clearly circumscribe what
is foreclosed from future enterprise.”); General Elec. Co. v. Wabash
Appliance Corp., 304 U. S. 364, 369 (1938) (“The limits of a patent must
be known for the protection of the patentee, the encouragement of the
inventive genius of others and the assurance that the subject of the
patent will be dedicated ultimately to the public.”).
7 Online at http: / / www. ftc.gov / sites / default / files / documents /
reports/evolving-ip-marketplace-aligning-patent-notice-and-remediescompetition - report -federal- trade / 110307patentreport.pdf (as visited
May 30, 2014, and available in Clerk of Court’s case file).
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claims.” Halliburton Energy Servs., Inc. v. M–I LLC, 514
F. 3d 1244, 1255 (CA Fed. 2008). See also Hormone Research Foundation, Inc. v. Genentech, Inc., 904 F. 2d 1558,
1563 (CA Fed. 1990) (“It is a well-established axiom in
patent law that a patentee is free to be his or her own
lexicographer . . . .”).
To determine the proper office of the definiteness com
mand, therefore, we must reconcile concerns that tug in
opposite directions. Cognizant of the competing concerns,
we read §112, ¶2 to require that a patent’s claims, viewed
in light of the specification and prosecution history, inform
those skilled in the art about the scope of the invention
with reasonable certainty. The definiteness requirement,
so understood, mandates clarity, while recognizing that
absolute precision is unattainable. The standard we adopt
accords with opinions of this Court stating that “the cer
tainty which the law requires in patents is not greater
than is reasonable, having regard to their subject-matter.”
Minerals Separation, Ltd. v. Hyde, 242 U. S. 261, 270
(1916). See also United Carbon, 317 U. S., at 236 (“claims
must be reasonably clear-cut”); Markman, 517 U. S., at
389 (claim construction calls for “the necessarily sophisti
cated analysis of the whole document,” and may turn on
evaluations of expert testimony).
B
In resolving Nautilus’ definiteness challenge, the Federal Circuit asked whether the ’753 patent’s claims were
“amenable to construction” or “insolubly ambiguous.”
Those formulations can breed lower court confusion,8 for
——————
8 See, e.g., Every Penny Counts, Inc. v. Wells Fargo Bank, N. A., ___
F. Supp. 2d ___, ___, 2014 WL 869092, *4 (MD Fla., Mar. 5, 2014)
(finding that “the account,” as used in claim, “lacks definiteness,”
because it might mean several different things and “no informed and
confident choice is available among the contending definitions,” but
that “the extent of the indefiniteness . . . falls far short of the ‘insoluble
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they lack the precision §112, ¶2 demands. It cannot be
sufficient that a court can ascribe some meaning to a
patent’s claims; the definiteness inquiry trains on the
understanding of a skilled artisan at the time of the pa
tent application, not that of a court viewing matters
post hoc. To tolerate imprecision just short of that render
ing a claim “insolubly ambiguous” would diminish the
definiteness requirement’s public-notice function and
foster the innovation-discouraging “zone of uncertainty,”
United Carbon, 317 U. S., at 236, against which this Court
has warned.
Appreciating that “terms like ‘insolubly ambiguous’ may
not be felicitous,” Brief for Respondent 34, Biosig argues
the phrase is a shorthand label for a more probing inquiry
that the Federal Circuit applies in practice. The Federal
Circuit’s fuller explications of the term “insolubly ambigu
ous,” we recognize, may come closer to tracking the statu
tory prescription. See, e.g., 715 F. 3d, at 898 (case below)
(“[I]f reasonable efforts at claim construction result in a
definition that does not provide sufficient particularity
and clarity to inform skilled artisans of the bounds of the
claim, the claim is insolubly ambiguous and invalid for
indefiniteness.” (internal quotation marks omitted)). But
although this Court does not “micromanag[e] the Federal
Circuit’s particular word choice” in applying patent-law
doctrines, we must ensure that the Federal Circuit’s test is
at least “probative of the essential inquiry.” WarnerJenkinson Co. v. Hilton Davis Chemical Co., 520 U. S. 17,
40 (1997). Falling short in that regard, the expressions
“insolubly ambiguous” and “amenable to construction”
permeate the Federal Circuit’s recent decisions concerning
§112, ¶2’s requirement.9 We agree with Nautilus and its
——————
ambiguity’ required to invalidate the claim”).
9 E.g., Hearing Components, Inc. v. Shure Inc., 600 F. 3d 1357, 1366
(CA Fed. 2010) (“the definiteness of claim terms depends on whether
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amici that such terminology can leave courts and the
patent bar at sea without a reliable compass.10
IV
Both here and in the courts below, the parties have
advanced conflicting arguments as to the definiteness of
the claims in the ’753 patent. Nautilus maintains that the
claim term “spaced relationship” is open to multiple inter
pretations reflecting markedly different understandings of
——————
those terms can be given any reasonable meaning”); Datamize, LLC v.
Plumtree Software, Inc., 417 F. 3d 1342, 1347 (CA Fed. 2005) (“Only
claims ‘not amenable to construction’ or ‘insolubly ambiguous’ are
indefinite.”); Exxon Research & Engineering Co. v. United States, 265
F. 3d 1371, 1375 (CA Fed. 2001) (“If a claim is insolubly ambiguous,
and no narrowing construction can properly be adopted, we have held
the claim indefinite.”). See also Dept. of Commerce, Manual of Patent
Examining Procedure §2173.02(I), p. 294 (9th ed. 2014) (PTO manual
describing Federal Circuit’s test as upholding a claim’s validity “if some
meaning can be gleaned from the language”).
10 The Federal Circuit suggests that a permissive definiteness stand
ard “ ‘accord[s] respect to the statutory presumption of patent validity.’ ”
715 F. 3d 891, 902 (2013) (quoting Exxon Research, 265 F. 3d, at 1375).
See also §282, ¶1 (“[a] patent shall be presumed valid,” and “[t]he
burden of establishing invalidity of a patent or any claim thereof shall
rest on the party asserting such invalidity”); Microsoft Corp. v. i4i Ltd.
Partnership, 564 U. S. ___, ___ (2011) (slip op., at 1) (invalidity defenses
must be proved by “clear and convincing evidence”). As the parties
appear to agree, however, this presumption of validity does not alter
the degree of clarity that §112, ¶2 demands from patent applicants; to
the contrary, it incorporates that definiteness requirement by refer
ence. See §282, ¶2(3) (defenses to infringement actions include
“[i]nvalidity of the patent or any claim in suit for failure to comply with
. . . any requirement of [§112]”).
The parties nonetheless dispute whether factual findings subsidiary
to the ultimate issue of definiteness trigger the clear-and-convincing
evidence standard and, relatedly, whether deference is due to the PTO’s
resolution of disputed issues of fact. We leave these questions for
another day. The court below treated definiteness as “a legal issue
[the] court reviews without deference,” 715 F. 3d, at 897, and Biosig has
not called our attention to any contested factual matter—or PTO
determination thereof—pertinent to its infringement claims.
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the patent’s scope, as exemplified by the disagreement
among the members of the Federal Circuit panel.11 Biosig
responds that “spaced relationship,” read in light of the
specification and as illustrated in the accompanying draw
ings, delineates the permissible spacing with sufficient
precision.
“[M]indful that we are a court of review, not of first
view,” Cutter v. Wilkinson, 544 U. S. 709, 718, n. 7 (2005),
we decline to apply the standard we have announced to
the controversy between Nautilus and Biosig. As we have
explained, the Federal Circuit invoked a standard more
amorphous than the statutory definiteness requirement
allows. We therefore follow our ordinary practice of re
manding so that the Court of Appeals can reconsider,
under the proper standard, whether the relevant claims in
the ’753 patent are sufficiently definite. See, e.g., Johnson
v. California, 543 U. S. 499, 515 (2005); Gasperini v. Center for Humanities, Inc., 518 U. S. 415, 438 (1996).
*
*
*
For the reasons stated, we vacate the judgment of the
United States Court of Appeals for the Federal Circuit and
remand the case for further proceedings consistent with
this opinion.
It is so ordered.

——————
11 Notably, however, all three panel members found Nautilus’ argu
ments unavailing.
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SUPREME COURT OF THE UNITED STATES
Syllabus

OCTANE FITNESS, LLC v. ICON HEALTH & FITNESS,
INC.
CERTIORARI TO THE UNITED STATES COURT OF APPEALS FOR
THE FEDERAL CIRCUIT
No. 12–1184. Argued February 26, 2014—Decided April 29, 2014
The Patent Act’s fee-shifting provision authorizes district courts to
award attorney’s fees to prevailing parties in “exceptional cases.” 35
U. S. C. §285. In Brooks Furniture Mfg., Inc. v. Dutailier Int’l, Inc.,
393 F. 3d 1378, 1381, the Federal Circuit defined an “exceptional
case” as one which either involves “material inappropriate conduct”
or is both “objectively baseless” and “brought in subjective bad faith.”
Brooks Furniture also requires that parties establish the “exceptional” nature of a case by “clear and convincing evidence.” Id., at 1382.
Respondent ICON Health & Fitness, Inc., sued petitioner Octane
Fitness, LLC, for patent infringement. The District Court granted
summary judgment to Octane. Octane then moved for attorney’s fees
under §285. The District Court denied the motion under the Brooks
Furniture framework, finding ICON’s claim to be neither objectively
baseless nor brought in subjective bad faith. The Federal Circuit affirmed.
Held: The Brooks Furniture framework is unduly rigid and impermissibly encumbers the statutory grant of discretion to district courts.
Pp. 7–12.
(a) Section 285 imposes one and only one constraint on district
courts’ discretion to award attorney’s fees: The power is reserved for
“exceptional” cases. Because the Patent Act does not define “exceptional,” the term is construed “in accordance with [its] ordinary
meaning.” Sebelius v. Cloer, 569 U. S. ___, ___. In 1952, when Congress used the word in §285 (and today, for that matter),
“[e]xceptional” meant “uncommon,” “rare,” or “not ordinary.” Webster’s New International Dictionary 889 (2d ed. 1934). An “exceptional” case, then, is simply one that stands out from others with re-
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spect to the substantive strength of a party’s litigating position (considering both the governing law and the facts of the case) or the unreasonable manner in which the case was litigated. District courts
may determine whether a case is “exceptional” in the case-by-case
exercise of their discretion, considering the totality of the circumstances. Cf. Fogerty v. Fantasy, Inc., 510 U. S. 517. Pp. 7–8.
(b) The Brooks Furniture framework superimposes an inflexible
framework onto statutory text that is inherently flexible. Pp. 8–11.
(1) Brooks Furniture is too restrictive in defining the two categories of cases in which fee awards are allowed. The first category—
cases involving litigation or certain other misconduct—appears to extend largely to independently sanctionable conduct. But that is not
the appropriate benchmark. A district court may award fees in the
rare case in which a party’s unreasonable, though not independently
sanctionable, conduct is so “exceptional” as to justify an award. For
litigation to fall within the second category, a district court must determine that the litigation is both objectively baseless and brought in
subjective bad faith. But a case presenting either subjective bad
faith or exceptionally meritless claims may sufficiently set itself
apart from mine-run cases to be “exceptional.” The Federal Circuit
imported this second category from Professional Real Estate Investors, Inc. v. Columbia Pictures Industries, Inc., 508 U. S. 49, but that
case’s standard finds no roots in §285’s text and makes little sense in
the context of the exceptional-case determination. Pp. 8–10.
(2) Brooks Furniture is so demanding that it would appear to
render §285 largely superfluous. Because courts already possess the
inherent power to award fees in cases involving misconduct or bad
faith, see Alyeska Pipeline Service Co. v. Wilderness Society, 421 U. S.
240, 258–259, this Court has declined to construe fee-shifting provisions narrowly so as to avoid rendering them superfluous. See, e.g.,
Christiansburg Garment Co. v. EEOC, 434 U. S. 412, 419. Pp. 10–11.
(3) Brooks Furniture’s requirement that proof of entitlement to
fees be made by clear and convincing evidence is not justified by
§285, which imposes no specific evidentiary burden. Nor has this
Court interpreted comparable fee-shifting statutes to require such a
burden of proof. See, e.g., Fogerty, 510 U. S, at 519. P. 11.

496 Fed. Appx. 57, reversed and remanded.
SOTOMAYOR, J., delivered the opinion of the Court, in which ROBERTS,
C. J., and KENNEDY, THOMAS, GINSBURG, BREYER, ALITO, and KAGAN,
JJ., joined, and in which SCALIA, J., joined except as to footnotes 1–3.
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JUSTICE SOTOMAYOR delivered the opinion of the Court.*
Section 285 of the Patent Act authorizes a district court
to award attorney’s fees in patent litigation. It provides,
in its entirety, that “[t]he court in exceptional cases may
award reasonable attorney fees to the prevailing party.”
35 U. S. C. §285. In Brooks Furniture Mfg., Inc. v. Du
tailier Int’l, Inc., 393 F. 3d 1378 (2005), the United States
Court of Appeals for the Federal Circuit held that “[a] case
may be deemed exceptional” under §285 only in two limited circumstances: “when there has been some material
inappropriate conduct,” or when the litigation is both
“brought in subjective bad faith” and “objectively baseless.” Id., at 1381. The question before us is whether the
Brooks Furniture framework is consistent with the statutory text. We hold that it is not.
I
A
Prior to 1946, the Patent Act did not authorize the
awarding of attorney’s fees to the prevailing party in
——————
* JUSTICE SCALIA joins this opinion except as to footnotes 1–3.
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patent litigation. Rather, the “American Rule” governed:
“ ‘[E]ach litigant pa[id] his own attorney’s fees, win or
lose . . . .’ ” Marx v. General Revenue Corp., 568 U. S. ___,
___ (2013) (slip op., at 9). In 1946, Congress amended the
Patent Act to add a discretionary fee-shifting provision,
then codified in §70, which stated that a court “may in its
discretion award reasonable attorney’s fees to the prevailing party upon the entry of judgment in any patent case.”
35 U. S. C. §70 (1946 ed.).1
Courts did not award fees under §70 as a matter of
course. They viewed the award of fees not “as a penalty
for failure to win a patent infringement suit,” but as appropriate “only in extraordinary circumstances.” Park-InTheatres, Inc. v. Perkins, 190 F. 2d 137, 142 (CA9 1951).
The provision enabled them to address “unfairness or bad
faith in the conduct of the losing party, or some other
equitable consideration of similar force,” which made a
case so unusual as to warrant fee-shifting. Ibid.; see also
Pennsylvania Crusher Co. v. Bethlehem Steel Co., 193 F.
2d 445, 451 (CA3 1951) (listing as “adequate justification[s]” for fee awards “fraud practiced on the Patent
Office or vexatious or unjustified litigation”).
Six years later, Congress amended the fee-shifting
provision and recodified it as §285. Whereas §70 had
specified that a district court could “in its discretion award
reasonable attorney’s fees to the prevailing party,” the
revised language of §285 (which remains in force today)
provides that “[t]he court in exceptional cases may award
reasonable attorney fees to the prevailing party.” We have
observed, in interpreting the damages provision of the
Patent Act, that the addition of the phrase “exceptional
——————
1 This provision did “not contemplat[e] that the recovery of attorney’s
fees [would] become an ordinary thing in patent suits . . . .” S. Rep. No.
79–1503, p. 2 (1946).
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cases” to §285 was “for purposes of clarification only.”2
General Motors Corp. v. Devex Corp., 461 U. S. 648, 653,
n. 8 (1983); see also id., at 652, n. 6. And the parties agree
that the recodification did not substantively alter the
meaning of the statute.3
For three decades after the enactment of §285, courts
applied it—as they had applied §70—in a discretionary
manner, assessing various factors to determine whether a
given case was sufficiently “exceptional” to warrant a fee
award. See, e.g., True Temper Corp. v. CF&I Steel Corp.,
601 F. 2d 495, 508–509 (CA10 1979); Kearney & Trecker
Corp. v. Giddings & Lewis, Inc., 452 F. 2d 579, 597 (CA7
1971); Siebring v. Hansen, 346 F. 2d 474, 480–481 (CA8
1965).
In 1982, Congress created the Federal Circuit and vested
it with exclusive appellate jurisdiction in patent cases.
28 U. S. C. §1295. In the two decades that followed, the
Federal Circuit, like the regional circuits before it, instructed district courts to consider the totality of the circumstances when making fee determinations under §285.
See, e.g., Rohm & Haas Co. v. Crystal Chemical Co., 736
F. 2d 688, 691 (1984) (“Cases decided under §285 have
noted that ‘the substitution of the phrase “in exceptional
cases” has not done away with the discretionary feature’ ”);
——————
2 The Senate Report similarly explained that the new provision was
“substantially the same as” §70, and that the “ ‘exceptional cases’ ”
language was added simply to “expres[s] the intention of the [1946]
statute as shown by its legislative history and as interpreted by the
courts.” S. Rep. No. 82–1979, p. 30 (1952).
3 See Brief for Petitioner 35 (“[T]his amendment was not intended to
create a stricter standard for fee awards, but instead was intended to
clarify and endorse the already-existing statutory standard”); Brief for
Respondent 17 (“When it enacted §285, as the historical notes to this
provision make clear, Congress adopted the standards applied by courts
interpreting that statute’s predecessor, §70 of the 1946 statute. Congress explained that §285 ‘is substantially the same as the corresponding provision in’ §70”).
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Yamanouchi Pharmaceutical Co., Ltd. v. Danbury Phar
macal, Inc., 231 F. 3d 1339, 1347 (2000) (“In assessing
whether a case qualifies as exceptional, the district court
must look at the totality of the circumstances”).
In 2005, however, the Federal Circuit abandoned that
holistic, equitable approach in favor of a more rigid and
mechanical formulation. In Brooks Furniture Mfg., Inc. v.
Dutailier Int’l, Inc., 393 F. 3d 1378 (2005), the court held
that a case is “exceptional” under §285 only “when there
has been some material inappropriate conduct related to
the matter in litigation, such as willful infringement,
fraud or inequitable conduct in procuring the patent,
misconduct during litigation, vexatious or unjustified
litigation, conduct that violates Fed. R. Civ. P. 11, or like
infractions.” Id., at 1381. “Absent misconduct in conduct
of the litigation or in securing the patent,” the Federal
Circuit continued, fees “may be imposed against the patentee only if both (1) the litigation is brought in subjective bad faith, and (2) the litigation is objectively baseless.” Ibid. The Federal Circuit subsequently clarified
that litigation is objectively baseless only if it is “so unreasonable that no reasonable litigant could believe it would
succeed,” iLOR, LLC v. Google, Inc., 631 F. 3d 1372, 1378
(2011), and that litigation is brought in subjective bad
faith only if the plaintiff “actually know[s]” that it is objectively baseless, id., at 1377.4
——————
4 In

Kilopass Technology, Inc. v. Sidense Corp., 738 F. 3d 1302 (CA
Fed 2013)—decided after our grant of certiorari but before we heard
oral argument in this case—the Federal Circuit appeared to cut back on
the “subjective bad faith” inquiry, holding that the language in iLOR
was dictum and that “actual knowledge of baselessness is not required.”
738 F. 3d, at 1310. Rather, the court held, “a defendant need only
prove reckless conduct to satisfy the subjective component of the §285
analysis,” ibid., and courts may “dra[w] an inference of bad faith from
circumstantial evidence thereof when a patentee pursues claims that
are devoid of merit,” id., at 1311. Most importantly, the Federal Circuit
stated that “[o]bjective baselessness alone can create a sufficient
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Finally, Brooks Furniture held that because “[t]here is a
presumption that the assertion of infringement of a duly
granted patent is made in good faith[,] . . . the underlying
improper conduct and the characterization of the case as
exceptional must be established by clear and convincing
evidence.” 393 F. 3d, at 1382.
B
The parties to this litigation are manufacturers of exercise equipment. The respondent, ICON Health & Fitness,
Inc., owns U. S. Patent No. 6,019,710 (’710 patent), which
discloses an elliptical exercise machine that allows for
adjustments to fit the individual stride paths of users.
ICON is a major manufacturer of exercise equipment, but
it has never commercially sold the machine disclosed in
the ’710 patent. The petitioner, Octane Fitness, LLC, also
manufactures exercise equipment, including elliptical
machines known as the Q45 and Q47.
ICON sued Octane, alleging that the Q45 and Q47
infringed several claims of the ’710 patent. The District
Court granted Octane’s motion for summary judgment,
concluding that Octane’s machines did not infringe ICON’s
patent. 2011 WL 2457914 (D Minn., June 17, 2011).
Octane then moved for attorney’s fees under §285. Applying the Brooks Furniture standard, the District Court
denied Octane’s motion. 2011 WL 3900975 (D Minn.,
Sept. 6, 2011). It determined that Octane could show
neither that ICON’s claim was objectively baseless nor
that ICON had brought it in subjective bad faith. As to
objective baselessness, the District Court rejected Octane’s
——————
inference of bad faith to establish exceptionality under §285, unless the
circumstances as a whole show a lack of recklessness on the patentee’s
part.” Id., at 1314. Chief Judge Rader wrote a concurring opinion that
sharply criticized Brooks Furniture, 738 F. 3d, at 1318–1320; the court,
he said, “should have remained true to its original reading of” §285, id.,
at 1320.
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argument that the judgment of noninfringement “should
have been a foregone conclusion to anyone who visually
inspected” Octane’s machines. Id., *2. The court explained that although it had rejected ICON’s infringement
arguments, they were neither “frivolous” nor “objectively
baseless.” Id., *2–*3. The court also found no subjective
bad faith on ICON’s part, dismissing as insufficient both
“the fact that [ICON] is a bigger company which never
commercialized the ’710 patent” and an e-mail exchange
between two ICON sales executives, which Octane had
offered as evidence that ICON had brought the infringement action “as a matter of commercial strategy.”5 Id., *4.
ICON appealed the judgment of noninfringement, and
Octane cross-appealed the denial of attorney’s fees. The
Federal Circuit affirmed both orders. 496 Fed. Appx. 57
(2012). In upholding the denial of attorney’s fees, it rejected Octane’s argument that the District Court had
“applied an overly restrictive standard in refusing to find
the case exceptional under §285.” Id., at 65. The Federal
Circuit declined to “revisit the settled standard for exceptionality.” Ibid.
We granted certiorari, 570 U. S. __ (2013), and now
reverse.
——————
5 One e-mail, sent from ICON’s Vice President of Global Sales to two
employees, read: “ ‘We are suing Octane. Not only are we coming out
with a greater product to go after them, but throwing a lawsuit on top
of that.’ ” 2011 WL 3900975, *4. One of the recipients then forwarded
that e-mail to a third party, along with the accompanying message:
“ ‘Just clearing the way and making sure you guys have all your guns
loaded!’ ” Ibid. More than a year later, that same employee sent an
e-mail to the Vice President of Global Sales with the subject, “ ‘I heard we
are suing Octane!’ ” Ibid. The executive responded as follows: “ ‘Yes—
old patent we had for a long time that was sitting on the shelf. They
are just looking for royalties.’ ” Ibid. The District Court wrote that “in
the light most favorable to Octane, these remarks are stray comments
by employees with no demonstrated connection to the lawsuit.” Ibid.
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II
The framework established by the Federal Circuit in
Brooks Furniture is unduly rigid, and it impermissibly
encumbers the statutory grant of discretion to district
courts.
A
Our analysis begins and ends with the text of §285: “The
court in exceptional cases may award reasonable attorney
fees to the prevailing party.” This text is patently clear.
It imposes one and only one constraint on district courts’
discretion to award attorney’s fees in patent litigation: The
power is reserved for “exceptional” cases.
The Patent Act does not define “exceptional,” so we
construe it “ ‘in accordance with [its] ordinary meaning.’ ”
Sebelius v. Cloer, 569 U. S. ___, ___ (2013) (slip op., at 6);
see also Bilski v. Kappos, 561 U. S. 593, ___ (2010) (slip
op., at 6) (“In patent law, as in all statutory construction,
‘[u]nless otherwise defined, “words will be interpreted as
taking their ordinary, contemporary, common meaning” ’ ”). In 1952, when Congress used the word in §285
(and today, for that matter), “[e]xceptional” meant “uncommon,” “rare,” or “not ordinary.” Webster’s New International Dictionary 889 (2d ed. 1934); see also 3 Oxford
English Dictionary 374 (1933) (defining “exceptional” as
“out of the ordinary course,” “unusual,” or “special”);
Merriam-Webster’s Collegiate Dictionary 435 (11th ed.
2008) (defining “exceptional” as “rare”); Noxell Corp. v.
Firehouse No. 1 Bar-B-Que Restaurant, 771 F. 2d 521, 526
(CADC 1985) (R. B. Ginsburg, J., joined by Scalia, J.)
(interpreting the term “exceptional” in the Lanham Act’s
identical fee-shifting provision, 15 U. S. C. §1117(a), to
mean “uncommon” or “not run-of-the-mill”).
We hold, then, that an “exceptional” case is simply one
that stands out from others with respect to the substantive strength of a party’s litigating position (considering
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both the governing law and the facts of the case) or the
unreasonable manner in which the case was litigated.
District courts may determine whether a case is “exceptional” in the case-by-case exercise of their discretion,
considering the totality of the circumstances.6 As in the
comparable context of the Copyright Act, “ ‘[t]here is no
precise rule or formula for making these determinations,’
but instead equitable discretion should be exercised ‘in
light of the considerations we have identified.’ ” Fogerty v.
Fantasy, Inc., 510 U. S. 517, 534 (1994).
B
1
The Federal Circuit’s formulation is overly rigid. Under
the standard crafted in Brooks Furniture, a case is “exceptional” only if a district court either finds litigation-related
misconduct of an independently sanctionable magnitude
or determines that the litigation was both “brought in
subjective bad faith” and “objectively baseless.” 393 F. 3d,
at 1381. This formulation superimposes an inflexible
framework onto statutory text that is inherently flexible.
For one thing, the first category of cases in which the
Federal Circuit allows fee awards—those involving litigation misconduct or certain other misconduct—appears to
extend largely to independently sanctionable conduct. See
ibid. (defining litigation-related misconduct to include
“willful infringement, fraud or inequitable conduct in
procuring the patent, misconduct during litigation, vexa——————
6 In

Fogerty v. Fantasy, Inc., 510 U. S. 517 (1994), for example, we
explained that in determining whether to award fees under a similar
provision in the Copyright Act, district courts could consider a “nonexclusive” list of “factors,” including “frivolousness, motivation, objective
unreasonableness (both in the factual and legal components of the case)
and the need in particular circumstances to advance considerations of
compensation and deterrence.” Id., at 534, n. 19 (internal quotation
marks omitted).
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tious or unjustified litigation, conduct that violates Fed. R.
Civ. P. 11, or like infractions”). But sanctionable conduct
is not the appropriate benchmark. Under the standard
announced today, a district court may award fees in the
rare case in which a party’s unreasonable conduct—while
not necessarily independently sanctionable—is nonetheless so “exceptional” as to justify an award of fees.
The second category of cases in which the Federal Circuit allows fee awards is also too restrictive. In order for a
case to fall within this second category, a district court
must determine both that the litigation is objectively
baseless and that the plaintiff brought it in subjective bad
faith. But a case presenting either subjective bad faith or
exceptionally meritless claims may sufficiently set itself
apart from mine-run cases to warrant a fee award. Cf.
Noxell, 771 F. 2d, at 526 (“[W]e think it fair to assume
that Congress did not intend rigidly to limit recovery of
fees by a [Lanham Act] defendant to the rare case in
which a court finds that the plaintiff ‘acted in bad faith,
vexatiously, wantonly, or for oppressive reasons’ . . . .
Something less than ‘bad faith,’ we believe, suffices to
mark a case as ‘exceptional’ ”).
ICON argues that the dual requirement of “subjective
bad faith” and “objective baselessness” follows from this
Court’s decision in Professional Real Estate Investors, Inc.
v. Columbia Pictures Industries, Inc., 508 U. S. 49 (1993)
(PRE), which involved an exception to the NoerrPennington doctrine of antitrust law. It does not. Under
the Noerr-Pennington doctrine—established by Eastern
Railroad Presidents Conference v. Noerr Motor Freight,
Inc., 365 U. S. 127 (1961), and Mine Workers v. Penning
ton, 381 U. S. 657 (1965)—defendants are immune from
antitrust liability for engaging in conduct (including litigation) aimed at influencing decisionmaking by the government. PRE, 508 U. S., at 56. But under a “sham exception” to this doctrine, “activity ‘ostensibly directed toward
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influencing governmental action’ does not qualify for
Noerr immunity if it ‘is a mere sham to cover . . . an attempt to interfere directly with the business relationships
of a competitor.’ ” Id., at 51. In PRE, we held that to
qualify as a “sham,” a “lawsuit must be objectively baseless” and must “concea[l] ‘an attempt to interfere directly
with the business relationships of a competitor . . . .’ ” Id.,
at 60–61 (emphasis deleted). In other words, the plaintiff
must have brought baseless claims in an attempt to
thwart competition (i.e., in bad faith).
In Brooks Furniture, the Federal Circuit imported the
PRE standard into §285. See 393 F. 3d, at 1381. But the
PRE standard finds no roots in the text of §285, and it
makes little sense in the context of determining whether a
case is so “exceptional” as to justify an award of attorney’s
fees in patent litigation. We crafted the Noerr-Pennington
doctrine—and carved out only a narrow exception for
“sham” litigation—to avoid chilling the exercise of the
First Amendment right to petition the government for the
redress of grievances. See PRE, 508 U. S., at 56 (“Those
who petition government for redress are generally immune from antitrust liability”). But to the extent that
patent suits are similarly protected as acts of petitioning,
it is not clear why the shifting of fees in an “exceptional”
case would diminish that right. The threat of antitrust
liability (and the attendant treble damages, 15 U. S. C.
§15) far more significantly chills the exercise of the right
to petition than does the mere shifting of attorney’s fees.
In the Noerr-Pennington context, defendants seek immunity from a judicial declaration that their filing of a lawsuit
was actually unlawful; here, they seek immunity from a
far less onerous declaration that they should bear the
costs of that lawsuit in exceptional cases.
2
We reject Brooks Furniture for another reason: It is so
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demanding that it would appear to render §285 largely
superfluous. We have long recognized a common-law
exception to the general “American rule” against feeshifting—an exception, “inherent” in the “power [of] the
courts” that applies for “ ‘willful disobedience of a court
order’ ” or “when the losing party has ‘acted in bad faith,
vexatiously, wantonly, or for oppressive reasons . . . .’ ”
Alyeska Pipeline Service Co. v. Wilderness Society, 421
U. S. 240, 258–259 (1975). We have twice declined to
construe fee-shifting provisions narrowly on the basis that
doing so would render them superfluous, given the background exception to the American rule, see Christiansburg
Garment Co. v. EEOC, 434 U. S. 412, 419 (1978); Newman
v. Piggie Park Enterprises, Inc., 390 U. S. 400, 402, n. 4
(1968) (per curiam), and we again decline to do so here.
3
Finally, we reject the Federal Circuit’s requirement that
patent litigants establish their entitlement to fees under
§285 by “clear and convincing evidence,” Brooks Furniture,
393 F. 3d, at 1382. We have not interpreted comparable
fee-shifting statutes to require proof of entitlement to fees
by clear and convincing evidence. See, e.g., Fogerty, 510
U. S., at 519; Cooter & Gell v. Hartmarx Corp., 496 U. S.
384 (1990); Pierce v. Underwood, 487 U. S. 552, 558
(1988). And nothing in §285 justifies such a high standard
of proof. Section 285 demands a simple discretionary
inquiry; it imposes no specific evidentiary burden, much
less such a high one. Indeed, patent-infringement litigation has always been governed by a preponderance of the
evidence standard, see, e.g., Béné v. Jeantet, 129 U. S. 683,
688 (1889), and that is the “standard generally applicable
in civil actions,” because it “allows both parties to ‘share
the risk of error in roughly equal fashion,’ ” Herman &
MacLean v. Huddleston, 459 U. S. 375, 390 (1983).
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*
*
*
For the foregoing reasons, the judgment of the United
States Court of Appeals for the Federal Circuit is reversed,
and the case is remanded for further proceedings consistent with this opinion.
It is so ordered.

