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Tab 1 – Biographies or CVs

A. Antony Pfeffer
Partner

One Broadway
New York, NY 10004-1007
apfeffer@kenyon.com
1.212.908.6375
Education
B.S., Nuclear Engineering,
University of Virginia, with
distinction, 1992

A. Antony Pfeffer has extensive experience representing plaintiffs and defendants in
intellectual property litigation matters involving patent infringement and trade secret
misappropriation, in state and federal courts as well as before the U.S. International
Trade Commission (ITC). He is also experienced in conducting patent office
proceedings including inter partes reviews (IPR), reexaminations, and interferences. Mr.
Pfeffer’s clients have included Toyota, GE Healthcare, Barnes & Noble, Teva, and
Imclone Systems, among others.

J.D., University of Virginia, 1997

An engineer by training, Mr. Pfeffer is adept at applying his scientific knowledge to
develop litigation strategies for clients in a range of industries. He has litigated cases
involving diverse technologies including medical imaging, diagnostics (both clinical and
consumer use), expression of recombinant proteins, small-molecule pharmaceuticals,
nutritional supplements, automotive, electronic devices, and computer software.
In addition to helping clients resolve disputes, Mr. Pfeffer handles transactional and
licensing work that helps to facilitate his clients’ strategic growth. This includes drafting,
negotiating, and counseling clients on commercial collaborations, joint research
arrangements, and a diverse range of other transactions. In addition, he participates in
patent prosecution, review, opinion, and clearance work in various technology areas.
He is also a contributor to Kenyon’s IPR Blog, www.interpartesreviewblog.com, a blog
dedicated to the latest developments in IPR proceedings and informs readers about key
happenings related to the America Invents Act (AIA).
Mr. Pfeffer is a member of the firm’s diversity committee.
Representative Experience
• Teva Pharmaceuticals in district court and on appeal in a matter related to Actonel,
an osteoporosis drug. Federal Circuit affirmed the lower court’s decision in favor of
Teva ruling that plaintiffs’ patents were invalid as obvious.

• Barnes & Noble in defending its NOOK eReader products from claims of patent
infringement made by Microsoft in the ITC concerning various hardware and
software patents.

• Barnes & Noble in defending its NOOK eReader products from claims of patent
infringement made by Deep9 in the U.S. District Court for the Western District of
Washington. The district court granted summary judgment of non-infringement,
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which was affirmed on appeal.

• Infosint SA against H. Lundbeck A/S and Forest Laboratories in a patent
infringement lawsuit involving Infosint’s patent on a process for making racemic
citalopram and escitalopram, the active ingredients in Forest’s and Lundbeck’s
antidepressants Celexa® and Lexapro®. The jury found Infosint’s patent valid and
infringed by Lundbeck and Forest, and awarded Infosint a $15 million reasonable
royalty.

• GE Healthcare in various district court litigations and patent office proceedings
related to ultrasound contrast agents.

• Enzo Diagnostics against Digene Corporation in a patent infringement lawsuit
involving Digene’s diagnostic test for Human Papilloma Virus resulting in a
favorable settlement for our client.

• Teva Pharmaceuticals and Savient Pharmaceuticals at the district court and
appellate level against Novo Nordisk. The U.S. Court of Appeals for the Federal
Circuit affirmed a judgment by the U.S. District Court for the District of Delaware
that the patent, which was related to recombinant human growth hormone, was
unenforceable, and holding the sole asserted claim invalid.
Select Publications
• “Biologics Set to Take a Place in Generic Healthcare Treatment,” New York Law
Journal, May 2011.

• “Changes to Stem Cell Patents in Europe and the United States,” IP Strategist,
December 2007.
Bar and Court Admissions
•
•
•
•
•

New York
U.S. District Court for the Eastern District of Michigan
U.S. District Court for the Southern District of New York
U.S. Court of Appeals for the Federal Circuit
Registered Patent Attorney: U.S. Patent and Trademark Office

Professional Organizations
• Hispanic National Bar Association
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Dalila Argaez Wendlandt
Partner
BOSTON
T +1 617 951 7884
F +1 617 235 0551
Dalila.Wendlandt@ropesgray.com

Education

Practice
Dalila Argaez Wendlandt offers clients nearly 20 years of trial and litigation
experience in patent, trade secret, and trademark matters. An MIT graduate
and a former law clerk for the U.S. Court of Appeals for the Second Circuit,
Dalila is a seasoned trial lawyer who merges her advocacy skills and vast
knowledge of the intricacies of high technology to help clients shape successful
litigation strategies. Her practice focuses on patents and trade secrets in
technologies ranging in application from semiconductor fabrication to medical
devices and pharmaceuticals, with particular emphasis on electro-mechanical
devices and controls algorithms. She has successfully argued at the trial and
appellate level, including appearing before the U.S. Supreme Court.

• JD, Highest Honors,
Stanford Law School,
1996; Article Editor and
Article Development
Editor, Stanford Law
Review

Experience

• BS (Mechanical
Engineering), Highest
Honors, University of
Illinois at UrbanaChampaign, 1991

• PerkinElmer Inc. et al. v. Intema Ltd.: Dalila successfully challenged the
patentability and validity of a patent concerning a method of administrating
pre-natal Down’s syndrome screening. Dalila was co-lead counsel at both
the trial and federal appellate level, defining and then executing the
successful legal strategy for the client.
• Avery Dennison Corp. v. TransAct Technologies, Incorporated: As lead
trial counsel in a trade secret misappropriation matter, Dalila successfully
defeated plaintiff’s motion for a preliminary injunction, and secured a
victory in the ensuing appeal filed by the plaintiff. The technology at issue
concerned food safety labeling devices.
• Mykrolis Corp. v. Pall Corp.: Dalila obtained a preliminary injunction on
behalf of the patentee against its chief competitor and obtained contempt
finding when the competitor subsequently violated the injunction. The
technology at issue concerned a mechanism for the quick connection of
filters employed in clean room fabrication plants used to manufacture
semiconductors.

• MS (Mechanical
Engineering),
Massachusetts Institute
of Technology, 1993

Bar Admissions
• U.S. Patent and
Trademark Office, 2002
• New York, 2001
• Massachusetts, 1998
• Illinois, 1996

• Eastern Enterprises v. Apfel: Dalila successfully challenged the
constitutionality of a federal statute related to the coal industry in the
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Dalila Argaez Wendlandt

Partner

Supreme Court of the United States, resulting in the striking down of the
statute on due process and takings grounds.
• Braun Corp. v. Rayovac Corp.: On behalf of the owner of a patent
covering shaver system technology, Dalila conducted a Markman hearing
and received a favorable claim construction, which resulted in a favorable
settlement for our client.
• Beacon Mutual Ins. Co. v. OneBeacon Group: In a trademark
infringement, Dalila was lead trial counsel on behalf of a major insurance
provider.
• The Learning Co. v. Zynga, Inc.: As lead counsel in a trademark
misappropriation matter, Dalila helped shape a successful strategy to avoid
delays in the development of a new gaming environment.
• Card Activation Technologies, Inc. v. The TJX Companies, Inc.: Dalila
successfully concluded litigation as lead trial counsel in a patent
infringement suit concerning a patent related to a method of using and
activating debit card transactions, including gift and phone cards.
• FutureLogic, Inc. v. TransAct Technologies, Inc.: Dalila successfully
concluded litigation on behalf of a patentee in an action concerning printers
used in the gaming industry.
• Ariel (UK) Limited v. Silver Lake Partners II, L.P.: The Second Circuit
ruled on behalf of Silver Lake on the merits of a brief authored by Dalila in
a suit alleging copyright infringement related to electronic trading systems.
• Mopex Corp. v. State Street Bank: Dalila represented defendant State
Street Bank in multi-defendant patent infringement action concerning
patent purportedly covering a business method related to exchange traded
funds.

Awards
• Boston Business Journal’s Mass High Tech 20 Women to Watch (2014)
• Massachusetts Super Lawyers - Rising Stars (2005, 2006)
• Empire State Counsel - New York State Bar Association (2012)

Insights
Publications
• Quoted, “High Court Calls For Judges To Get Tough On Patent Trolls,”
Law360 (May 27, 2015)
• Co-author, “Dolly The Sheep Loses Patent Protection, But Could Other
Clones Get It?" Forbes (June 4, 2014)
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• Co-author, “Patent protection for human genes ends in the US,” Intellectual
Asset Management (September/October 2013)
• Co-author, “A Roundup® of Two Recent Covenant Not to Sue Decisions,”
Bloomberg BNA Patent, Trademark & Copyright Journal (September 13,
2013)
• Co-author, “Feeling Funk-y: Human Gene Patents in AMP v. Myriad,”
Biotechnology Law Report (September 4, 2013)
• Quoted, “Supreme Court Rejects Human-Gene Patents -- Sort Of,” Forbes
(June 13, 2013)
• Quoted, “High Court’s Myriad Ruling Will Spur Novel Patent Claims,”
Law360 (June 13, 2013)
• Quoted, “Intema Seeks High Court Review Of Nixed Fetal Test Patent,”
Law360 (May 30, 2013)
• Co-author, “The Supreme Court Takes on the Patent Eligibility of Human
Genes: AMP v. Myriad,” Biotechnology Law Report (May 22, 2013)
• Co-author, “Already v. Nike Decision Takes Middle Ground by Tightening
Standards for Covenants Not to Sue But Refusing to Expand Standing to
Challenge Validity,” Bloomberg BNA’s Patent, Trademark & Copyright
Journal (April 19, 2013)
• Quoted, “Big Question For Supreme Court: Can You Patent A Gene?,”
Forbes (April 12, 2013)
• Quoted, “High Court Set to Hear Arguments April 15 on Myriad Gene
Patenting Case,” Bloomberg BNA’s Patent, Trademark & Copyright Journal
(April 12, 2013)
• Quoted, “High Court Case Could Strike Down Human Gene Patents,”
Law360 (April 8, 2013)
• Dalila Argaez Wendlandt and Christine Singer, "The Ripple Effects of the
Supreme Court's Prometheus Decision on Patents in the Life Sciences and
Financial Services Industries," BNA Patent, Trademark & Copyright
Journal (April 13, 2012)
• Dalila Argaez Wendlandt and Christine Singer, "Supreme Court Strikes
Down A Diagnostic Method in Prometheus," IP Frontline (March 27, 2012)
• Quoted, “Fate of gene tests in the hands of the Supreme Court,” Boston
Business Journal (April 12, 2013)

Presentations
• Presenter, “Patentable Subject Matter & Medical Diagnostics Methods:
How Prometheus May Impact Personalized Medicine,” Boston Bar
Association (May 29, 2013)
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• Presenter, “Therasense Revisited: Where Are We Now With Inequitable
Conduct?,” Boston IP American Inn of Court (April 2, 2013)
• Presenter, “Developments in Patentable Subject Matter: Prometheus
Lends Uncertainty to Patentability of Computer-Implemented Process
Claims,” Boston Bar Association – Computer and Internet Law Committee,
Intellectual Property Law Committee (March 18, 2013)
• Presenter, “Patentability and Safe Harbor,” Johns Hopkins Technology
Transfer Office (March 7, 2013)
• Guest Lecturer, Patent Trial Advocacy Class, Pierce Law School,
University of New Hampshire (March 4, 2013)
• Presenter, “Important New Federal Circuit Opinions,” Ropes & Gray
Financial Services Roundtable (April 11, 2012)
• Presenter, "Mayo v. Prometheus," Ropes & Gray IP Master Class webinar
(April 5, 2012)
• Presenter, “Intellectual Property At The Supreme Court,” Ropes & Gray
Current Issues In Technology Transfer Roundtable (September 27, 2012)
• Presenter, “The Akamai/McKesson Decision – What It Means For Your
Business,” Ropes & Gray IP Master Class webinar (October 17, 2012)
• Presenter,"Microsoft v. i4i," Ropes & Gray IP Master Class webinar
(November 9, 2011)
• "Patent Invalidity in Light of Microsoft Corp. v. i4i Ltd. Partnership: The Use
of Jury Instructions and Special Jury Verdict Forms (TSTV02)," ALI-ABA
program (August 4, 2011)
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Isabella Fu
Isabella Fu is Associate General Counsel at Microsoft Corporation, where she is responsible for
copyright, trademark, and patent litigation, including matters both inside and outside of the United
States. Prior to joining Microsoft, in 2003, Isabella was Director of Litigation at Intel Corporation, where
she managed the worldwide litigation function and handled major antitrust and intellectual property
matters before courts and regulatory agencies. Before going in-house, Isabella practiced at Wilson
Sonsini Goodrich & Rosati and Orrick Herrington & Sutcliffe. She holds a JD from Columbia University
and an A.B. in Physics from Harvard-Radcliffe College. Isabella is on the executive committee of the
Seattle Intellectual Property American Inn of Court, and on the Pacific Northwest planning committee
for ChIPS, an organization dedicated to advancing women in intellectual property fields.

Jennifer A. Trusso
Partner
650 Town Center Drive
Fourth Floor
Costa Mesa, CA 92626

Practices
Healthcare
Intellectual Property
False Advertising,
Lanham Act and Unfair
Competition
IP Licensing,
Technology and
Commercial
Transactions
Patent Litigation
Trade Secrets
Trademarks and Trade
Dress
Litigation

Industries
Digital Business
Healthcare

T: 714.424.8294
F: 714.428.5926
jtrusso@sheppardmullin.com

Jennifer Trusso is a partner in the Intellectual Property practice
group in the firm's Orange County office and a member of its Latin
American team.
Areas of Practice
Ms. Trusso is a litigator who focuses her practice on patent litigation
as well as strategic counseling on patent, trademark, trade secret
and copyright matters. Ms. Trusso has lead counsel and trial
experience for a number of large patent infringement matters and is
particularly skilled in managing large client teams. She has
extensive experience in patent infringement litigation involving
medical devices, pharmaceuticals, nutraceuticals, computer
hardware and software, electrical and mechanical technologies, and
semiconductor manufacturing equipment. Ms. Trusso has a track
record of successfully resolving cases on summary judgment. She
has appeared in federal courts around the country, including the
Eastern District of Texas, Delaware District Court, and all District
Courts in California. In addition, Ms. Trusso has litigated patent
licensing disputes before the ICC. Ms. Trusso has argued before the
Federal Circuit, 9th Circuit and California Court of Appeals.

Life Sciences and FDA

Admissions

Education
J.D., Loyola Law School,
Los Angeles, CA, 1998,
cum laude, Order of the
Coif

California
District of Columbia
Honors

B.A., San Diego State
University, San Diego, CA,
1995

Recipient of Sheppard Mullin's 2010 ProBono Attorney of the Year
Award

Languages

Faculty Academic Honors Scholarship

Spanish

AmJur Bancroft Whitney Award

Experience
Representative Matters
Represented medical device company in a patent infringement action involving spinal implants. The
case settled favorably.
Currently representing biotech company in patent licensing dispute in the Central District of
California and the ICC (Zurich, Switzerland) involving DNA probes.
Currently representing large computer technology company in patent licensing dispute in the
District of Delaware.
Currently representing large computer technology company in patent licensing dispute in the
Eastern District of Texas.
Represented defendant high end digital printing manufacturing company in patent infringement
action in the Middle District of Florida concerning variable data printing technology. Case settled on
favorable terms to the client.
Represented large computer technology company in multi-district DRAM and flash memory patent
infringement and anti-trust cases.
Represented plaintiff software company in patent infringement case in Central District of California
and Southern District of New York concerning its debt collection software. Case settled on favorable
terms to client.
Represented defendant health care information technology company in patent infringement case in
Eastern District of Texas concerning Picture Archive Communication Systems (PACS) brought by
well known patent troll. Case settled on favorable terms to the client.
Represented defendant software company in copyright infringement case in Central District of
California concerning website design software. Plaintiff dismissed case after mediation.
Prevailed on behalf of generic pharmaceutical company in a Hatch-Waxman Paragraph IV patent
infringement case involving a low molecular weight heparin. Won at trial and on appeal based on a
finding that the patent was unenforceable due to inequitable conduct.
Represented plaintiff nutraceutical company in a patent infringement action against a competitor
involving nutritional supplements for joint pain. The case settled favorably.
Represented medical device manufacturer in a patent infringement action involving surgical robots.
The case settled favorably after obtaining summary judgment in favor of client.
Represented wireless technology company in misappropriation of trade secrets dispute involving
wireless location technology. The competitor had illegally filed a patent application on technology
developed by the client. The case settled favorably, which included competitor assigning the patent
application and additional technology to the client.
Represented large semiconductor company in business, licensing and general intellectual property
disputes.

Represented patent owner in computer-aided manufacturing patent infringement litigation. Case
settled favorably after Court construed claims in accordance with patent owner's proposed
constructions.
Represented client in patent cross-actions involving remote computer access technology. The case
settled favorably.
Represented public wireless telecommunications infrastructure company in business and general
intellectual property disputes. Full victory after contested arbitration.
Prevailed on behalf of a maker of semiconductor manufacturing equipment in a patent infringement
case involving pattern recognition and alignment systems. Won summary judgment holding the
patent invalid based on anticipation and obviousness. Affirmed by the Federal Circuit.
Represented sunglass company in patent infringement action involving lens shape and
manufacturing technology. The case settled after several favorable rulings for our client.
Represented sunglass company in a patent infringement action involving polarized polyurethanebased lenses. The case settled favorably.
Represented sunglass company in patent infringement litigation involving Bluetooth technology in
sunglass frames. The case is currently on appeal.
Represented defendant sunglass company in patent infringement action in Southern District of
Florida concerning magnetic clip-on eyewear. The Court granted summary judgment in favor of
client.
Represented large manufacturing company in patent infringement litigation involving automotive
fluid replacement devices.
Represented defendant in a trademark infringement case involving ink jet refill cartridges. The
court granted summary judgment of noninfringement.
Articles
"Federal Circuit Holds that "Isolated DNA Molecules" Are Patentable Subject Matter and Method
Claims Merely "Comparing" or "Analyzing" Are Not," Sheppard Mullin Intellectual Property Law
Blog, August 4, 2011
"District Court Holds Gene Sequences Not Patentable Subject Matter," Sheppard Mullin Life
Sciences Law Blog and Sheppard Mullin Intellectual Property Law Blog, May 25, 2010
Sheppard Mullin Hires Local Patent Lawyers, Orange County Business Journal, July 14, 2008
Media Mentions
Desde la Perspectiva... Jennifer Trusso
Hispanic Executive, October 2014

Speaking Engagements
Speaker, "Which Inventions Are Still Protected? Intellectual Property Protection Following the
Supreme Court's Most Recent Decisions," Hispanic National Bar Association, March 19, 2015
Panelist, "Impact of the America Invents Act ("AIA") Patent Reform Measure," Hispanic National
Bar Association, August 22-26, 2012
Panelist, "Defending Against Patent Assertions from a NPE (Non-Practicing Entity)," Annual HNBA
(Hispanic National Bar Association) Convention, September 9, 2010
Panelist, Ernst & Young Holiday Professional Women's Network Event, December 11, 2008
Memberships
Markey Intellectual Property Inn of Court (Member)
Latina Lawyers Bar Association (Member)
State Bar of California (Member)
Orange County Bar Association (Member)
Hispanic National Bar Association (Executive Committee and Member)
Federal Bar Association, Orange County Division (Board of Directors)
Order of the Coif
National Latina Business Women Association of Orange County (Member)
Diversity and Inclusion Committee of Sheppard Mullin (Member)
Diversity and Inclusion Attorney Network (DIAN) of Sheppard Mullin (Member and Mentor)
Women's Lawyers Group of Sheppard Mullin (OC Leader)
Women Attorneys Leadership Council (Member)
Charter 100 (Member)

Tab 2 – Course Materials (articles, publications, other materials)

Spansion, Inc. v. International Trade Com'n, 629 F.3d 1331 (2010)
97 U.S.P.Q.2d 1417

629 F.3d 1331
United States Court of Appeals,
Federal Circuit.
SPANSION, INC. and Spansion, LLC, Appellants,
and
Freescale Semiconductor, Inc., Appellant,
and
ATI Technologies, ULC, Appellant,
and
STMicroelectronics N.V., Appellant,
and
Qualcomm Incorporated, Appellant,
v.
INTERNATIONAL TRADE
COMMISSION, Appellee,
and
Tessera, Inc., Intervenor.

[4] substantial evidence supported decision that importers'
standalone packages indirectly infringed patent;
[5] conception date for patents was when, according to
testimony of one of the inventors, he and another inventor
formed initial concept of face-up chip assembly having
claimed elements; and
[6] ITC is not required to apply traditional four-factor test
for injunctive relief when deciding whether to issue equitable
remedy of permanent injunction.

Affirmed.

West Headnotes (37)

[1]

Nos. 2009–1460, 2009–1461, 2009–1462,
2009–1465. | Dec. 21, 2010. | Rehearing
and Rehearing En Banc Denied March 29, 2011.

Customs Duties
Questions of fact, findings, and decision
The Court of Appeals reviews legal
determinations of the International Trade
Commission (ITC) de novo and the ITC's factual
findings for substantial evidence.

Synopsis
Background: Importers appealed final determination of
International Trade Commission (ITC), 2009 WL 1520119,
finding that importers directly infringed asserted claims
of one patent for semiconductor chip packages and
contributorily infringed asserted claims of another.

1 Cases that cite this headnote
[2]

Holdings: The Court of Appeals, Linn, Circuit Judge, held
that:

[3] expert's modeling test provided substantial evidence that
accused products directly infringed patent;

Customs Duties
Scope of inquiry or review
Under the substantial evidence standard for
reviewing factual findings of the International
Trade Commission (ITC), a reviewing court
must consider the record as a whole, including
that which fairly detracts from its weight, to
determine whether there exists such relevant
evidence as a reasonable mind might accept as
adequate to support a conclusion.

[1] limitation reciting that terminals on bottom of backing
element were moveable with respect to semiconductor chip
was not indefinite;
[2] “bonding wires extending downwardly alongside said
edges of said chip,” as used in limitation meant “along the
side of the semiconductor chip, with the caveat that one of
ordinary skill in the art would understand that through the
wire bonding process, the bonding wires may extend up,
outward and then downward toward the backing element”;

Customs Duties
Mode of review

1 Cases that cite this headnote
[3]

Customs Duties
Questions of fact, findings, and decision
The Court of Appeals must affirm a
determination of the International Trade

© 2015 Thomson Reuters. No claim to original U.S. Government Works.
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Commission (ITC) if it is reasonable and
supported by the record as a whole, even if some
evidence detracts from the ITC's conclusion.

operation of assembly, terminals were capable of
being displaced relative to chip by external loads
applied to terminals, to extent that displacement
appreciably relieved mechanical stresses, such as
those caused by differential thermal expansion
which would be present in electrical connections
absent such displacement, was not indefinite, in
that claims provided way to determine how much
movement constituted infringement, and patents
provided method for distinguishing claimed
movement from unclaimed movement.

1 Cases that cite this headnote
[4]

Patents
Ambiguity, Uncertainty, or Indefiniteness
Indefiniteness under patent law requires a
determination whether those skilled in the art
would understand what is claimed.

Cases that cite this headnote

3 Cases that cite this headnote
[5]

Patents
Ambiguity, Uncertainty, or Indefiniteness

[9]

Whether a patent clearly differentiates itself from
specific prior art is an important consideration in
the definiteness inquiry.

To make a determination as to indefiniteness
in patent law, general principles of claim
construction apply.

Cases that cite this headnote

2 Cases that cite this headnote
[6]

Patents
Expert and inventor testimony

Patents
Ambiguity, Uncertainty, or Indefiniteness

[10]

Patents
Ambiguity, Uncertainty, or Indefiniteness
The difficulty or complexity of the patent
infringement analysis does not necessarily speak
to whether a claim is definite or not.

While patent claim construction primarily relies
on intrinsic evidence, extrinsic evidence, such as
expert testimony, may also be used when given
the appropriate weight by the trial court.

3 Cases that cite this headnote

8 Cases that cite this headnote
[11]
[7]

Patents
Degree of proof

“Bonding wires extending downwardly
alongside said edges of said chip,” as used
in limitation found in patent claim for
semiconductor chip packages, meant along
the side of the semiconductor chip, with the
caveat that one of ordinary skill in the art
would understand that through the wire bonding
process, the bonding wires may extend up,
outward and then downward toward the backing
element.

Because a patent is presumed to be valid, the
evidentiary burden to show facts supporting a
conclusion of invalidity is one of clear and
convincing evidence.
2 Cases that cite this headnote
[8]

Patents
Particular products or processes
Limitation found in patent claims for
semiconductor chip packages, reciting that
terminals on bottom of backing element were
moveable with respect to semiconductor chip,
which was interpreted by ALJ as requiring that in

Patents
Containers and packaging

Cases that cite this headnote
[12]

Customs Duties
Questions of fact, findings, and decision

© 2015 Thomson Reuters. No claim to original U.S. Government Works.
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[13]

When the International Trade Commission (ITC)
reverses an ALJ's decision, the Court of Appeals
does not review the correctness of the ALJ's
initial decision or the correctness of the reversal;
instead, the Court of Appeals is directed by
statute to review the final determination of
the ITC in accordance with the Administrative
Procedure Act APA. 5 U.S.C.A. § 551 et seq.;
Tariff Act of 1930, § 337(c), 19 U.S.C.A. §
1337(c).

Modeling test in which patent holder's expert
compared off-board and onboard behavior of
representative accused packages during thermal
cycling provided substantial evidence that
accused products directly infringed patents for
semiconductor chip packages; expert provided
detailed evidence describing his process for
selecting 52 models, test was not technically
flawed, and expert's Moire testing properly
validated results of test.

Cases that cite this headnote

2 Cases that cite this headnote

Customs Duties
Questions of fact, findings, and decision
While the ALJ's opinion may be probative,
the Court of Appeals, in reviewing a reversal
of the ALJ's opinion by the International
Trade Commission (ITC), may not substitute its
judgment for the ITC's final determination on the
ground that the court believes the ALJ's view is
more reasonable. Tariff Act of 1930, § 337(c), 19
U.S.C.A. § 1337(c).

[17]

The burden to show direct patent infringement by
a preponderance of the evidence does not require
physical validation of all indirect evidence.
4 Cases that cite this headnote
[18]

Customs Duties
Questions of fact, findings, and decision
Under the Administrative Procedure Act (APA),
the Court of Appeals reviews factual findings
of the International Trade Commission (ITC),
such as its finding of patent infringement, for
substantial evidence. 5 U.S.C.A. § 706(2)(E).
Cases that cite this headnote

[15]

Patents
Degree of proof
To prove direct infringement, a plaintiff must
establish by a preponderance of the evidence that
one or more claims of the patent read on the
accused device literally or under the doctrine of
equivalents.
5 Cases that cite this headnote

[16]

Patents
Particular fields of invention

Customs Duties
Prohibition of importation
Substantial evidence supported decision of
International Trade Commission (ITC) that
importers' standalone packages, not mounted
on printed circuit boards, indirectly infringed
patent for semiconductor chip packages, under
statute governing unfair practices in import
trade; importer's evidence that its customers
had used underfill in mounting accused chip
packages was not enough to overcome patent
holder's showing that accused device had no
substantial non-infringing use in and of itself.
Tariff Act of 1930, § 337(a)(1)(B), 19 U.S.C.A.
§ 1337(a)(1)(B).

1 Cases that cite this headnote
[14]

Patents
Degree of proof

Cases that cite this headnote
[19]

Patents
Manufacture and sale of articles to be used
in manufacture of patented article
A party who sells a component with knowledge
that the component is especially designed for
use in a patented invention, and is not a staple
article of commerce suitable for substantial
noninfringing use, is liable as a contributory
infringer. 35 U.S.C.A. § 271(c).

© 2015 Thomson Reuters. No claim to original U.S. Government Works.
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4 Cases that cite this headnote
[20]

Customs Duties
Prohibition of importation
To prevail on contributory infringement under
the statute governing unfair practices in the
import trade, the complainant must show: (1)
there is an act of direct infringement in violation
of such statute; (2) the accused device has
no substantial non-infringing uses; and (3) the
accused infringer imported, sold for importation,
or sold after importation within the United
States, the accused components that contributed
to another's direct infringement. Tariff Act of
1930, § 337(a)(1)(B), 19 U.S.C.A. § 1337(a)(1)
(B).

1 Cases that cite this headnote
[23]

A reference patent anticipates an invention only
if the reference patent's effective filing date is
before the date of the invention. 35 U.S.C.A. §
102(e).
2 Cases that cite this headnote
[24]

Customs Duties
Prohibition of importation
The nature of the accused device at issue
may be important to the analysis of whether
a substantial non-infringing use exists, for
purposes of determining whether contributory
infringement has occurred under the statute
governing unfair practices in the import trade.
Tariff Act of 1930, § 337(a)(1)(B), 19 U.S.C.A.
§ 1337(a)(1)(B).

Cases that cite this headnote
[25]

4 Cases that cite this headnote

Patents
Enablement
Patents
Single reference disclosing every element
or limitation of claim
Patents
Inherent anticipation
A patent claim is anticipated and thus invalid
when the four corners of a single, prior art
document describe every element of the claimed
invention, either expressly or inherently, such
that a person of ordinary skill in the art
could practice the invention without undue
experimentation. 35 U.S.C.A. § 102(e).

Patents
Conception of invention
“Conception,” for purposes of determining
whether a patent is invalid as anticipated, is
the formation in the mind of the inventor of
a definite and permanent idea of the complete
and operative invention, as it is therefore to be
applied in practice. 35 U.S.C.A. § 102(e).

Cases that cite this headnote
[22]

Patents
Conception of invention
Conception date for patents for semiconductor
chip packages, for purposes of determining
whether they were invalid as anticipated, was
when, according to testimony of one of the
inventors, he and another inventor formed initial
concept of face-up chip assembly having claimed
elements. 35 U.S.C.A. § 102(e).

2 Cases that cite this headnote
[21]

Patents
Timing issues

[26]

Patents
Conception of invention
An idea is sufficiently definite for conception,
for purposes of determining whether a patent
is invalid as anticipated, when the inventor has
a specific, settled idea, a particular solution to
the problem at hand, not just a general goal or
research plan he hopes to pursue. 35 U.S.C.A. §
102(e).
2 Cases that cite this headnote
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[27]

anticipated, is a question of law based on
underlying factual findings, and, accordingly,
the Court of Appeals reviews de novo the
legal conclusions of the International Trade
Commission (ITC) with respect to conception,
and reviews the underlying factual findings by
the ITC for substantial evidence. 35 U.S.C.A. §
102(e).

Patents
Conception of invention
A finding of conception, for purposes of
determining whether a patent is invalid
as anticipated, does not require perfection;
conception is complete when the idea is so
clearly defined in the inventor's mind that only
ordinary skill would be necessary to reduce the
invention to practice, without extensive research
or experimentation. 35 U.S.C.A. § 102(e).
7 Cases that cite this headnote

[28]

1 Cases that cite this headnote
[31]

International Trade Commission (ITC) provided
sufficient basis for issuance of limited exclusion
order upon finding that importation of certain
products infringed patents for semiconductor
chip packages, and its actions were not arbitrary,
capricious, an abuse of discretion, or otherwise
not in accordance with law, where ITC found that
there were no public health and safety concerns
since patent holder had chosen not to seek
exclusion of two-way radios imported for use
by first responders, and ITC discussed statutorily
mandated public interest factors. Tariff Act of
1930, § 337(d)(1), 19 U.S.C.A. § 1337(d)(1).

Patents
In general; corroboration
Because it is a mental act, an inventor's oral
testimony regarding conception, for purposes
of determining whether a patent is invalid as
anticipated, must be corroborated by evidence
showing that the inventor disclosed to others his
completed thought expressed in such clear terms
as to enable those skilled in the art to make the
invention. 35 U.S.C.A. § 102(e).
5 Cases that cite this headnote

[29]

Cases that cite this headnote

Patents
In general; corroboration
Conception, for purposes of determining
whether a patent is invalid as anticipated, may
be corroborated even if no single piece of
evidence shows complete conception; instead,
all of the evidence of record must be collectively
evaluated in determining when the invention was
conceived. 35 U.S.C.A. § 102(e).

[32]

Customs Duties
Mode of review
Customs Duties
Questions of fact, findings, and decision
Patents
Persons entitled to patents; inventorship
and priority
The issue of conception, for purposes of
determining whether a patent is invalid as

Customs Duties
Mode of review
Court of Appeals reviews an award of injunctive
relief by the International Trade Commission
(ITC) as to whether it is arbitrary, capricious,
an abuse of discretion, or otherwise not in
accordance with law.

3 Cases that cite this headnote
[30]

Customs Duties
Prohibition of importation

Cases that cite this headnote
[33]

Customs Duties
Prohibition of importation
International Trade Commission (ITC) is not
required to apply the traditional four-factor
test for injunctive relief used by district courts
when deciding whether to issue the equitable
remedy of a permanent injunction upon finding a
violation of the statute governing unfair practices
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in import trade. Tariff Act of 1930, § 337(d)(1),
19 U.S.C.A. § 1337(d)(1).
Cases that cite this headnote
[34]

Patents
In general; utility

Kenneth R. Adamo, Jones Day, of Cleveland, OH, for
appellant Freescale Semiconductor, Inc. With him on the brief
were Susan M. Gerber; and Blaney Harper and Lawrence D.
Rosenberg of Washington, DC. Also on the brief for appellant
ATI Technologies, ULC, were Michael J. Bettinger, Stephen
M. Everett and Elaine Y. Chow, K & L Gates LLP, of San
Francisco, CA.

US Patent 5,216,278. Cited as Prior Art.
2 Cases that cite this headnote
[35]

Patents
In general; utility
US Patent 5,241,133, US Patent 5,347,159.
Cited.
Cases that cite this headnote

[36]

Patents
In general; utility
US Patent 5,852,326. Construed and Ruled
Infringed.
Cases that cite this headnote

[37]

Patents
In general; utility
US Patent 6,433,419. Valid and Infringed.
Cases that cite this headnote

Stephen B. Kinnaird, Paul, Hastings, Janofsky & Walker LLP
of Washington, DC, for Qualcomm Incorporated. With him
on the brief were Igor V. Timofeyev; Amy E. Simpson of
San Diego, CA; Terrence P. McMahon, David H. Dolkas,
and David L. Larson of Menlo Park, CA. Of counsel on the
brief were Daniel R. Foster, McDermott Will & Emery LLP
of Irvine, CA; Matthew J. Gryzlo of Chicago, IL; Margaret
D. MacDonald, and Juliana M. Cofrancesco, Howrey LLP, of
Washington, DC.
Megan M. Valentine, Attorney, Office of the General
Counsel, United States International Trade Commission of
Washington, DC, argued for appellee. With her on the brief
were James M. Lyons, General Counsel, and Andrea C.
Casson, Assistant General Counsel for Litigation.
Benjamin W. Hattenbach, Irell & Manella LLP of Los
Angeles, CA, argued for Intervenor. With him on the
brief were Morgan Chu, Jonathan H. Steinberg, Kenneth J.
Weatherwax and Mark A. Kressel. Of counsel on the brief
were Miguel A. Estrada and Wayne Barsky, Gibson, Dunn
& Crutcher LLP of Washington, DC and Los Angeles, CA,
respectively; and Amanda Tessar of Denver, CO.
Before LOURIE, FRIEDMAN, and LINN, Circuit Judges.
Opinion

Attorneys and Law Firms
*1336 Carter G. Phillips, Sidley Austin LLP of Washington,
DC, argued for all appellants. With him on the brief for
STMicroelectronics N.V. were Eric A. Shumsky, Eric M.
Solovy of Washington, DC; and Edward V. Anderson and
Russell L. Johnson of San Francisco, CA. Of counsel was
Ruthanne M. Deutsch of Washington, DC.
On the brief for Spansion, Inc., et al. were Paul D. Clement,
Gilbert Kaplan, Daryl Joseffer and Dawn–Marie Bey King &
Spalding Austin LLP of Washington, DC; and Ethan Horwitz
of New York, NY. Of counsel was Charles Adams Pannell,
III of Atlanta, GA.

LINN, Circuit Judge.
Tessera, Inc. (“Tessera”) filed a complaint with the
United States International *1337 Trade Commission (“the
Commission” or “ITC”) on April 17, 2007 under section
337 of the Tariff Act of 1930, 19 U.S.C. § 1337(a)(1)
(B), alleging that seven respondents infringed U.S. Patents
No. 5,852,326 (the “#326 patent”) and No. 6,433,419 (the
“#419 patent”) through the importation or sale of certain
semiconductor chips or products containing such chips. See
In re Certain Semiconductor Chips with Minimized Chip
Package Size and Products Containing Same, 72 Fed.Reg.
28521 (Int'l Trade Comm'n May 21, 2007). Tessera named as
respondents Spansion, Inc. and Spansion, LLC (collectively,
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“Spansion”); Freescale Semiconductor, Inc. (“Freescale”);
ATI Technologies, ULC (“ATI”); STMicroelectronics N.V.
(“STMicro”); QUALCOMM, Inc. (“Qualcomm”); and
Motorola, Inc. (“Motorola”) (collectively, “Respondents”).
Motorola subsequently settled its dispute with Tessera
and was dismissed from the case. All other Respondents
(collectively “Appellants”) now appeal the Commission's
final determination, ruling that Appellants directly infringe
the asserted claims of the ′326 patent and contributorily
infringe the asserted claims of the ′419 patent. In re Certain
Semiconductor Chips With Minimized Chip Package Size
and Products Containing Same, No. 337–TA–605, slip op.
at 79, 2009 WL 1520119 (Int'l Trade Comm'n May 20,
2009) (Public Version) (“Final Determination ”). Because the
Commission's decision is supported by substantial evidence
and is not contrary to law, this court affirms.

I. BACKGROUND
A. Technology
The ′326 and ′419 patents, share a common specification and
describe semiconductor chip packages. A semiconductor chip
is a widely used miniaturized electronic circuit that has been

As shown in Figure 2, chip 28 with electrical contacts 40
is mounted on a substrate (PCB) 20 with an interposer/
package substrate 42 between the chip and the PCB. ′326
patent col. 10 ll.23–67. The solder balls 52 bond each
terminal 48 to the associated contact pad 24. Id. Each terminal
48 is also connected to one of the contacts 40 on chip
28 by a flexible lead 50. Id. Electrical devices generate

manufactured in the surface of semiconductor material. A
semiconductor chip package includes both the casing, which
protects the chip, and the electrical connections (sometimes
called “terminals” or “contact pads”), which allow the chip
to be attached to a printed circuit board (“PCB”). The printed
circuit board, in turn, can be connected to other components
of an electrical device.
The present investigation relates to semiconductor packages
containing face-up semiconductor chips in ball grid array
assemblies. These are packages designed such that the side
of the chip containing the electrical contacts (the “face” of
the chip) faces away from a backing element (also referred to
as a substrate, package substrate, or interposer) on which the
chip is mounted via “die attach,” which is the material used
to mount the chip on the backing element. 1 The electrical
contacts on the top of the chip are connected to the top side
of the backing element by fine *1338 wires called “leads.”
The bottom side of the backing element has terminals that
are laid out in a grid pattern. These terminals are intended
to be electrically attached to the contact pads on the printed
circuit board using solder balls. An encapsulant encases the
package to provide insulation and protection of the package
components. Figure 2 depicts a sectional view of a face-up
ball grid array chip package electrically attached to a PCB.

heat during operation and subsequently cool when operation
ceases. The electrical interconnections within the package
(between the semiconductor chip and the backing element)
and between the package and the printed circuit board are
subjected to substantial strain resulting from expansion and
contraction caused by these changes in temperature. Since
the components are ordinarily formed by different materials
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having different coefficients of thermal expansion, the chip,
the backing element, and the printed circuit board expand and
contract by different amounts with each power cycle. This
difference, called the differential thermal expansion, causes
the electrical contacts on one component to move relative
to the contacts of another component to which it is attached
as the temperatures of the different components change. For
instance, a semiconductor chip has a much lower coefficient
of thermal expansion than either the backing element or the
printed circuit board. During heating, the backing element
beneath the chip tends to be constrained by the chip and
expands much less than the board on which it is mounted,
causing relative movement there between. This relative
movement causes mechanical stress on the solder balls
because the bottoms of the solder balls get pulled outward
relative to the tops causing distortion. Repeated cycles
of heating and cooling can ultimately lead to permanent
damage to the solder balls and breakage of the electrical
interconnections.
The patents at issue describe a semiconductor package
with the ability to accommodate this relative movement
between components by inserting a layer of compliant
*1339 material that is “flexible, compressible, and/or
elastic” between the chip and its backing element. ′326
patent col. 3 ll.61–64 (“Most preferably, a compliant layer
is disposed between said terminals and said chip so that
said compliant layer will be compressed upon movement of
said terminals toward said chip.”); see also In the Matter
of Semiconductor Chips With Minimized Chip Package Size
and Products Containing Same, Inv. No. 337–TA–605, slip
op. at 42, 2008 WL 5098356 (Int'l Trade Comm'n Dec.
1, 2008) (Public Version) (“Initial Determination ”). This
compliant layer permits the terminals on the backing element
to move relative to the chip inside the package offsetting some
of the stress on the solder balls due to differential thermal
expansion. The reduction of stress on the solder balls in turn
decreases the occurrence of package failure and improves the
reliability of the electrical devices containing such packages.
Tessera asserted claims 1, 2, 6, 12, 16–19, 21, 24–26, and 29
of the ′ 326 patent and claims 1–11, 14, 15, 19, and 22–24
of the ′419 patent against Respondents. Claim 1 of the ′326
patent and claim 1 of the ′419 patent are representative of the
asserted claims and are set forth below with emphasis added
to show limitations disputed in this appeal:
′326 patent:
1. A semiconductor assembly comprising:

a semiconductor chip having oppositely facing front and
rear surfaces and edges extending between said front
and rear surfaces, said chip further having contacts on a
peripheral region of said front surface;
a backing element having electrically conductive
terminals and lead portions thereon, wherein said
lead portions are connected to said terminals, said
backing element overlying said rear surface of said
semiconductor chip such that at least some of said
terminals overlie said rear surface of said chip:
bonding wires connected to said contacts on said front
surface of said chip, said bonding wires extending
downwardly alongside said edges of said chip and being
connected to the lead portions on the backing element;
wherein said terminals are movable with respect to said
chip.
′326 patent col. 34 ll.18–36 (emphases added).
′419 patent:
1. A semiconductor assembly comprising:
a) a semiconductor chip having a front surface, a
rear surface and contacts on said front surface, said
semiconductor chip having a coefficient of thermal
expansion;
b) a substrate [PCB] adapted to physically support the
chip and electrically interconnect the chip with other
elements of a circuit, said substrate having a set of
contact pads thereon, said substrate having a coefficient
of thermal expansion, said semiconductor chip overlying
said substrate so that said chip overlies at least some of
said contact pads of said set and so that said rear surface
of said chip faces toward said substrate and said contact
pads:
c) a backing element having electrically conductive
terminals and electrically conductive lead portions
electrically connected to said terminals and *1340 to
said contacts on said chip, said backing element having
a central region aligned with said chip and disposed
between said rear surface of said chip and said substrate,
said terminals of said backing element being bonded
to said contact pads on said substrate, at least some of
said terminals of said backing element being disposed
in said central region of said backing element and being
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movable with respect to the chip to compensate for
differential thermal expansion of the chip and substrate.
′419 patent col. 34 ll.18–43 (emphasis added).
Prior to the invention described in the ′326 and ′419
patents, the differential thermal expansion problem was
known. Several design strategies to address the problem
also were known. One strategy, called “CTE matching,”
selects materials for package components that have similar
coefficients of thermal expansion. Another strategy uses
solder balls made of deformable material to absorb some
of the strain. Both of these strategies were disclosed in
prior art U.S. Patent No. 5,216,278 (the “Lin patent”).
During prosecution of the ′419 patent, the patent examiner
rejected the pending claims as anticipated by the Lin patent.
To overcome this rejection, Tessera distinguished solder
ball deformation and CTE matching from the “claimed
movement.” Id. at 48. Much of the ITC investigation and
the arguments in this appeal revolve around the definition of
“claimed movement” and how to determine whether it exists
in the accused devices.
The claims of the ′326 and ′419 patents recite that the
terminals on the bottom of the backing element are moveable
with respect to the semiconductor chip. ′326 patent col.
34 ll.35–36 (“terminals are movable with respect to said
chip”); ′419 patent col. 34 ll.41–44 (“terminals ... movable
with respect to the chip to compensate for differential
thermal expansion of the chip and substrate”); id. col. 35
ll.32–35 (“movement of said terminals ... with respect to
the chip to compensate for differential thermal expansion
of the chip and substrate”). Consistent with Tessera's
statements during prosecution, the Commission construed
all of these limitations to “require that ‘in the operation of
the assembly, the terminals are capable of being displaced
relative to the chip by external loads applied to the
terminals, to the extent that the displacement appreciably
relieves mechanical stresses, such as those caused by
[differential thermal expansion] which would be present in
the electrical connections absent such displacement.’ ” Final
Determination at 14 (quoting Initial Determination at 57–58).
By using the term “external loads,” the ALJ differentiated
between the movement of a package's components caused by
internal loads versus those caused by external loads. Internal
loads result from the inherent expansion and contraction of
components inside the package as temperature changes, and
are generated whether the package is connected to a printed
circuit board (“on-board”) or not (“off-board”). Movement
resulting from internal loads (i.e. “CTE matching”) was

disclaimed by Tessera as present in the prior art. External
loads are forces that a printed circuit board exerts on
a package because of differential thermal expansion and,
because they involve a printed circuit board, can only occur
when the package is on-board. The claimed movement is only
that movement resulting from external loads (i.e. the use of
a compliant layer between the chip and backing element)
that allows the backing *1341 element to move with the
printed circuit board. Thus, under the ALJ's construction, to
prove that an accused package infringes the asserted claims,
Tessera must show that: “(1) the terminals are capable of
being displaced with respect to the chip by external loads and
(2) the displacement caused by the external loads appreciably
relieves mechanical stresses.” Initial Determination at 58.
Tessera does not dispute this construction.
To show that the accused products practiced the
claimed movement and that movement appreciably relieved
mechanical stress, Tessera's expert, Dr. Qu, analyzed a subset
of the accused products from each Respondent. Much of
this appeal concerns Respondents' contention that Dr. Qu's
test results do not support the ITC's finding of infringement.
Specifically, Dr. Qu selected seven packages from ATI, eight
from Freescale, nine from Qualcomm, nine from Spansion,
and nineteen from STMicro, for a total of 52 representative
products. Id. at 56. Dr. Qu performed several tests on each
of the representative products to determine whether they
practiced the claimed movement. The first two tests consisted
of a type of computer simulation known as finite element
analysis modeling. To perform such an analysis on a chip
package, a computer representation is created by inputting
numeric values representing the chip package's materials,
including geometric dimensions and physical properties,
into modeling software. This computer representation of a
package is then subjected to simulated physical conditions,
such as thermal cycling, to generate an approximation
of how the package will operate in the physical world.
This modeling is well accepted and used throughout the
electronic industry for predicting and confirming reliability
of semiconductor packages, but it is not generally concerned
with which specific components may be responsible for the
improvement. Id. at 58 n. 16.
For both of his modeling tests, Dr. Qu created computer
representations of the 52 representative accused products.
In addition, for each of the 52 representative products, Dr.
Qu created a corresponding hypothetical “baseline” package.
The baseline packages were to be identical in every way
to the actual packages except that they were designed not
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to have any movement due to external loads. To this end,
the compliant layer was virtually removed in the baseline
packages. This was accomplished by replacing the numeric
values representing the compliant layers between the chip and
the backing element with stiffer materials.
Dr. Qu's first modeling test (“Test 1”), also called the
“thermal cycling test,” simulated thermal cycling of each
of the accused packages and each of the baselines with the
packages on-board. Dr. Qu then compared the movement of
the actual package with the movement of the corresponding
baseline package. According to Dr. Qu, since the baseline
package would show only movement due to internal forces,
any movement in the actual package above the movement
in the baseline would be due solely to external forces. Dr.
Qu also calculated the resulting “plastic work,” a measure
of stress on the solder balls, for each of the accused and
corresponding baseline packages.
Dr. Qu's second modeling test (“Test 2”), also called
the “direct loading” test, compared the off-board and
onboard behavior of the representative accused packages
during thermal cycling. According to Dr. Qu, modeling
the representative accused packages off-board isolated
movement due to solely internal loads because external
*1342 loads, by definition, only occur when the packages
are onboard. On the other hand, modeling representative
accused packages on-board resulted in movement due to
both internal and external loads. Accordingly, to find the
movement due only to external loads, Dr. Qu subtracted the
displacement shown by the off-board configuration from that
shown by the on-board configuration. Dr. Qu acknowledged
that one problem with Test 2 was the requirement of a
“linearity assumption.” In reality, movement in the system is
non-linear—movement in the on-board configuration (when
both internal and external loads are applied) is not exactly
the sum of the movements due to internal and external loads
alone when they are separately applied. Instead, there is
some interaction between the internal loads and external
loads. When a package is on-board, the movement caused by
external loads may cause more or less movement to occur due
to internal loads. However, since Dr. Qu could not quantify
the nonlinearity in the system, he had to make the “linearity
assumption,” that movement due to internal and external
loads on-board is the sum of movement due to internal and
external loads applied separately. After approximating the
amount of displacement due to external loads by subtracting
the off-board displacement from the on-board displacement,
Dr. Qu then applied this external load to the bottom of

the solder balls on off-board models of both the actual and
baseline packages. Applying this calculated external load to
a package approximated the stress caused by external loads
during thermal cycling. Dr. Qu then assessed the effect of this
stress by measuring the amount of damage to the solder balls
in both packages. He found that there was improved reliability
in the modeled actual packages as compared to the baseline
packages.
Dr. Qu performed one last test, the “Moirè test,” designed to
validate the modeling tests. Moirè testing is an experimental
technique (not a computer simulation) in which a physical
chip package is cut in half and then a grating with very fine
lines is epoxied to the cross-section. Lasers are used to make
optical measurements of that sample at different temperatures
in order to determine the displacements at various points on
the package. Dr. Qu performed Moirè testing on only four of
the 52 representative models and used a narrower temperature
range, between +25°C and +75°C, than used for the thermal
cycling modeling analysis, which ranged between –25°C and
+125°C.

B. Procedural History
The ITC instituted this investigation on May 21, 2007. On
December 1, 2008, the presiding administrative law judge
(“ALJ”) issued the Initial Determination, finding that Tessera
had not met its burden to show that the accused products
infringed the asserted claims of either the ′326 patent or the
′419 patent. Initial Determination at 121. The ALJ also found
that the asserted claims of both patents were not invalid (1)
under 35 U.S.C. § 112 ¶ 1 for failing to satisfy the enablement
or written description requirements; (2) under 35 U.S.C. §
112 ¶ 2 for indefiniteness; (3) under 35 U.S.C. § 102 for
anticipation; or (4) under 35 U.S.C. § 103 for obviousness.
Id. at 119.
On February 22, 2008, based on an ex parte reexamination
requested by a non-party and granted by the United States
Patent and Trademark Office (“PTO”) before Tessera filed
its complaint in the ITC, Respondents filed a joint motion
to stay the ITC proceedings pending the reexamination. The
ALJ granted the motion. *1343 The Commission reversed
the ALJ's order and denied Respondents' stay motion. In the
Matter of Certain Semiconductor Chips with Minimized Chip
Package Size and Products Containing Same, Inv. No. 337–
TA–605, 2008 WL 2223426 (Int'l Trade Comm'n May 27,
2008). Respondents then sought a writ of mandamus from this

© 2015 Thomson Reuters. No claim to original U.S. Government Works.

10

Spansion, Inc. v. International Trade Com'n, 629 F.3d 1331 (2010)
97 U.S.P.Q.2d 1417

court to vacate the Commission's denial. This court denied
the petition because petitioners had not shown that their
right to the writ was clear and indisputable and because the
Commission's explanation, “that reexamination proceedings
were at an early stage, that the reexamination proceedings
might not reach completion before patents' expiration, and
that the Commission investigation was at an advanced stage,”
was a sufficient basis for denial of a stay. In re Freescale
Semiconductor, Inc., 290 Fed.Appx. 326, 326 (Fed.Cir.2008).

the Commission's award of prospective injunctive relief was
erroneous because it did not properly take into consideration
the public interest. This court has jurisdiction under 28 U.S.C.
§ 1295(a)(6).

II. DISCUSSION
A. Standard of Review

On January 30, 2009, the Commission stated that it would
review portions of the Initial Determination. Specifically, the
Commission noted that it would review the ALJ's findings
that (1) the accused devices did not infringe; (2) Tessera
waived indirect infringement of the ′419 patent; and (3)
Motorola's invention of the 1989 68HC11 OMPAC chip
did not anticipate the asserted patents. In the Matter of
Certain Semiconductor Chips With Minimized Chip Package
Size and Products Containing Same; Notice of Commission
Decision To Review in Part a Final Determination Finding
No Violation of Section 337, 74 Fed.Reg. 6175–76 (Feb. 5,
2009). After briefing by the parties, the Commission, on May
20, 2009, issued the Final Determination overturning, in part,
the ALJ's holdings. The Commission found both direct and
contributory infringement and issued both limited exclusion
and cease-and-desist orders.
Spansion and Freescale sought from this court a stay, pending
appeal, of the Commission's orders. This court denied that
motion, concluding that Spansion and Freescale had neither
met their burden of showing a strong likelihood of success
on the merits nor shown that the harm factors militated
in movants' favor. Spansion, Inc. v. Int'l Trade Comm'n,
Nos.2009–1460, –1461, –1462,–1465, 2009 WL 2876448
(Fed.Cir. Sept.8, 2009).
On appeal, Appellants challenge two aspects of the
Commission's determination of the meaning of the claims.
First, Appellants assert that all the asserted claims are
indefinite because the moveable limitation is insolubly
ambiguous. Second, Appellants object to the Commission's
construction of the claim limitation “downwardly alongside.”
Appellants also appeal the Commission's finding of both
direct and contributory infringement, asserting that Tessera
failed to meet its burden to show that the accused products
practice the claimed movement. Finally, Appellants contend
that the asserted claims of both the ′326 and ′419 patents
are invalid and appeal the Commission's finding that they
are not anticipated. Spansion, on its own, also argues that

[1]
[2]
[3] This court reviews the Commission's legal
determinations de novo and the Commission's factual
findings for substantial evidence. Alloc, Inc. v. Int'l Trade
Comm'n, 342 F.3d 1361, 1368 (Fed.Cir.2003). Under the
substantial evidence standard, “[a] reviewing court must
consider *1344 the record as a whole, including that
which fairly detracts from its weight, to determine whether
there exists such relevant evidence as a reasonable mind
might accept as adequate to support a conclusion.” Nippon
Steel Corp. v. U.S., 458 F.3d 1345, 1351 (Fed.Cir.2006)
(internal quotation marks omitted). This court “must affirm a
Commission determination if it is reasonable and supported
by the record as a whole, even if some evidence detracts from
the Commission's conclusion.” Id. at 1352 (internal quotation
marks omitted).

B. Claim Construction
1. Indefiniteness
[4]
[5]
[6]
[7] The ALJ found that the claims were
not invalid for indefiniteness. Initial Determination at 105–
06. The Commission adopted the conclusions of the ALJ
on this issue. Final Determination at 76. “Indefiniteness
requires a determination whether those skilled in the art
would understand what is claimed.” Enzo Biochem, Inc. v.
Applera Corp., 599 F.3d 1325, 1332 (Fed.Cir.2010) (internal
quotation marks omitted). To make that determination,
general principles of claim construction apply. Id. at 1331
(internal quotation marks omitted). While claim construction
primarily relies on intrinsic evidence, extrinsic evidence,
such as expert testimony, may also be used when given
the appropriate weight by the trial court. Datamize, LLC v.
Plumtree Software, Inc., 417 F.3d 1342, 1348 (Fed.Cir.2005).
“Because a patent is presumed to be valid, the evidentiary
burden to show facts supporting a conclusion of invalidity is
one of clear and convincing evidence.” Id. at 1345. This court
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reviews the Commission's determination on indefiniteness de
novo. Exxon Research & Eng'g Co. v. United States, 265 F.3d
1371, 1376 (Fed.Cir.2001).
[8] On appeal, Appellants argue that the ALJ incorrectly
determined that the “moveable” limitation found in each of
the asserted claims is not indefinite. As described above,
the ALJ interpreted the movable limitation to require that
“in the operation of the assembly, the terminals are capable
of being displaced relative to the chip by external loads
applied to the terminals, to the extent that the displacement
appreciably relieves mechanical stresses, such as those caused
by differential thermal expansion which would be present in
the electrical connections absent such displacement.” Initial
Determination at 57–58. Appellants contend that a person of
ordinary skill would not understand whether movement of
the terminals “appreciably relieve[d] mechanical stresses” as
required by the Commission's construction and thus would
not be able to determine how much movement constitutes
infringement. Appellants argue that because the patents do
not define any standard for measuring stress relief, there is
no anchor for determining when stress relief is “appreciable.”
Moreover, Appellants contend that the asserted patents fail
to distinguish between the claimed movement and other
unclaimed movement that is present in chip packages. Tessera
responds that the Commission correctly determined that
the “moveable” language is definite, arguing that both the
specification and expert testimony support the Commission's
conclusion that a person of ordinary skill would understand
the boundaries of the claims. This court agrees with the
Commission that the claims are not indefinite.
First, this court is not persuaded by Appellants' argument
that the claims do not provide a way to determine how
much movement constitutes infringement. The ALJ found
that “the evidence shows that *1345 one skilled in the art
would readily be able to understand the scope of the asserted
claims of the ′326 and ′419 patents when read in light of the
specifications.” Id. at 105. Both the intrinsic and extrinsic
evidence support this finding.
The intrinsic evidence provides guidance both on the
mechanical stresses that cause the problem and the kind of
movement that will relieve those stresses. The specification
indentifies the cause of the mechanical stress resulting
from thermal cycling as the “relative movement [which]
deforms the electrical interconnections between the chip and
substrate.” ′326 patent col. 2 ll.17–19. It then goes on to
identify a solution to the problem in providing “a compliant

layer [ ] disposed between said terminals and said chip so
that said complaint layer will be compressed upon movement
of said terminals toward said chip.” Id. col. 3 ll.61–64.
This disclosed and described movement is what “provides
compensation for differential thermal expansion of the chip
and substrate,” Id. col. 4 ll.9–11, and enables “the assembly
[to be] substantially resistant to thermal cycling.” Id. col. 20
l.40.
The extrinsic evidence also supports the ALJ's finding.
Experts for both Tessera and Appellants testified that one of
ordinary skill in the art would have been able to determine
the boundaries of the claims. For example, Appellants'
expert, Dr. Sitaraman stated that he was “able to conduct a
noninfringement analysis based on the Tessera description”
and that he was “able to find out the movement due to external
forces alone.” Trial Ex. RX–3179C (witness statement of Dr.
Sitaraman, Feb. 14, 2008) at ¶ 85, J.A. 78130; Hr'g Tr. 971:6–
11 (July 17, 2008), J.A. 12003; see Initial Determination at
105 (“[T]he evidence shows that two of [Appellants'] own
experts were able to discern the metes and boundaries of
the asserted claims. In particular, Dr. Sitaraman was able to
discern a dividing line between what an appreciable relief of
stress is and what is not. Additionally, Dr. Madenci testified
in this Investigation that he was able to determine what would
literally be within the scope of the asserted claims.” (internal
citations omitted)). In addition, Tessera's expert, Dr. Ivey,
stated that “a person of ordinary skill in the art would have
understood that the claimed movement required terminals
that could move relative to the chip to provide substantial
compensation for differential thermal expansion and thus
significantly improve reliability at the connections.” Trial Ex.
CX–3205C ¶ 377, J.A. 51424 (witness statement of Dr. Ivey,
Feb. 16, 2008). The ALJ had the right to credit that testimony.
See Datamize, 417 F.3d at 1348; Orthokinetics, Inc. v. Safety
Travel Chairs, Inc., 806 F.2d 1565, 1576 (Fed.Cir.1986). This
court does not find persuasive Appellants' arguments that the
ALJ misinterpreted the expert testimony.
Moreover, the claims were intended to cover the use of the
invention with semiconductor packages made of a number
of materials, each having different coefficients of thermal
expansion and differing thermal expansion rates. Interpreting
the claimed term “movable” in terms of appreciable relief of
mechanical stress is as precise as need be and “reasonably
apprise[s] those skilled in the art both of the utilization and
scope of the invention.” Shatterproof Glass Corp. v. Libbey–
Owens Ford Co., 758 F.2d 613, 624 (Fed.Cir.1985) (internal
quotations omitted).
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[9] Second, this court disagrees with Appellants' argument
that the asserted claims are indefinite because the patents
provide no method for distinguishing *1346 claimed
movement from unclaimed movement. Whether a patent
clearly differentiates itself from specific prior art “is
an important consideration in the definiteness inquiry.”
Halliburton Energy Servs., Inc. v. M–I LLC, 514 F.3d
1244, 1252 (Fed.Cir.2008). Here, the prosecution history
clearly differentiates claimed from unclaimed movement.
During prosecution of the ′419 patent, the patent examiner
rejected the pending claims as anticipated by the Lin
patent. In response, Tessera distinguished the Lin patent by
differentiating solder ball deformation and “CTE matching”
from the claimed movement. Initial Determination at 48
(“Indeed, Lin's teaching that one should rely upon deformable
solder balls and CTE matching of the ‘carrier substrate 12’
and the printed circuit board as a full and adequate solution
to the problem of solder joint fatigue leads away from any
suggestion that one should provide terminals movable relative
to the chip to deal with this problem.”) (quoting Trial Ex. JX–
0003 prosecution history of the ′419 patent, amendment dated
Aug. 20, 2001 at 4–5). Thus, the prosecution history makes
clear that claimed movement is limited to movement caused
by external loads as opposed to movement caused by internal
loads.
[10] Although determining whether claimed movement was
present in the accused packages required an expert using
detailed computer simulations, this alone does not indicate
that the claims are indefinite. The difficulty or complexity
of the infringement analysis does not necessarily speak to
whether a claim is definite or not. See Datamize, 417 F.3d
at 1354 (stating that “indefiniteness does not depend on the
difficulty experienced by a particular person in comparing
the claims with the prior art or the claims with allegedly
infringing products or acts”); SmithKline Beecham Corp.
v. Apotex Corp., 403 F.3d 1331, 1340–41 (Fed.Cir.2005)
(“The test for indefiniteness does not depend on a potential
infringer's ability to ascertain the nature of its own accused
product to determine infringement, but instead on whether
the claim delineates to a skilled artisan the bounds of
the invention.”). Appellants did not carry their burden of
persuading the Commission, nor have they persuaded this
court, that the asserted claims of the ′326 and ′419 patents are
invalid for indefiniteness.

2. “Downwardly Alongside”
[11] Appellants appeal the Commission's construction of
the claim limitation “bonding wires extending downwardly
alongside said edges of said chip” included in claim 1 of
the ′326 patent. The Commission construed the limitation to
mean “along the side of the semiconductor chip, with the
caveat that one of ordinary skill in the art would understand
that through the wire bonding process, the bonding wires may
extend up, outward and then downward toward the backing
element.” Initial Determination at 39–40. The Commission
based this finding on the specification's description of the
bonding wires as conventional and the understanding of one
of skill in the art that the conventional wire bonding process
may cause bonding wires to extend up, out, and then down.
Id. at 38–39.
Appellants argue that this construction impermissibly
broadens the claim limitation and renders the term
“alongside” superfluous because it does not specify how
far from the semiconductor chip edge the bonding wires
are allowed to fan out. Appellants' position is that the
specification and prosecution history require that the *1347
limitation define “alongside” as being “in close proximity” to
the edges of the semiconductor chip. Specifically, Appellants
cite Figure 26 in the ′326 patent and its description stating
“alongside the chip, in close proximity to the edges of the
chip” as defining “alongside” to include the limitation “in
close proximity.” ′326 patent col. 31 ll.14–15. In addition,
Appellants assert that the specification does not support
the Commission's finding that the invention discloses using
conventional wire bonding because Figure 29 distinguishes
between a subassembly embodying the claimed invention and
another chip that uses conventional bonding wires. Finally,
Appellants contend that the prosecution history confirms
that “alongside” means “in close proximity” because during
the prosecution of U.S. Patent No. 5,347,159 (the “#159
patent”), the parent of the ′326 patent, the inventors expressly
distinguished their invention from the prior art Kishida patent
for not disclosing conductive leads “alongside” the edges of a
chip. Instead, the inventors stated that the prior art conductive
leads “extend outwardly from the various chips rather than
upwardly alongside of the chips.” This court is not persuaded
by any of these arguments.
This court agrees with the ALJ that the proper construction
of “downwardly alongside” includes conventional bonding
wires. The specification discloses only conventional wires
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that are connected between elements using a conventional
wire bonding process. ′326 patent col. 29 ll.26–46. Figure
14 demonstrates conventional bonding wires extending up,
out, and then down. Id. col.18 ll.58–60. Appellants do not
disagree that conventional wire bonds attaching elements on
one side of the chip to elements on the other extend up,
out, and then down. In fact, Appellants concede that all the
accused products use conventional wire bonding, with wires
that extend “up from the chip contacts, and out and away from
the chip” before extending down to attach to contacts on the
rear side of the chip. Freescale's Principal Br. at 59–60. And
Appellants do not point to any language in the specification
that discloses wires bonded in a different manner.
Figure 26 discloses the use of trace leads, labeled 948, in
addition to bonding wires, labeled 928. Appellants' reliance
on this figure and its description including the phrase “in close
proximity” is misplaced because that description refers only
to the leads, and not to the bonding wires. ′326 patent col.
29 ll.19–20. The only bonding wires illustrated in Figure 26

First, the ′159 patent claims disclose leads and flaps rather
than bonding wires for electrically connecting one side
of the semiconductor chip to the other. Therefore, any
disclaimers specifically relating to the type of connection
do not apply to the ′326 patent. See Saunders Group, Inc.
v. Comfortrac, Inc., 492 F.3d 1326, 1333 (Fed.Cir.2007)
(“When the purported disclaimers are directed to specific
claim terms that have been omitted or materially altered in
subsequent applications (rather than to the invention itself),
those disclaimers do not apply.”); see also Ventana Med.
Sys. v. Biogenex Labs., 473 F.3d 1173, 1182 (Fed.Cir.2006)
(“[T]he doctrine of prosecution disclaimer generally does not
apply when the claim term in the descendant patent uses
different language.”); Invitrogen Corp. v. Clontech Labs.,

do in fact extend upward, outward and then downward from
contacts but then terminate at the point where they connect to
trace leads above the face of the chip. Appellants' reliance on
Figure 29 is similarly misplaced. Figure 29 does not illustrate
the use of bonding wires to attach contacts on one side of the
chip to terminals on the other side of the chip. Instead, Figure
29 shows a semiconductor package using leads and flaps for
this purpose.
Finally, this court is not persuaded that the inventors
disclaimed bonding wires not in close proximity to the
semiconductor chip in the prosecution of the ′159 patent.
Appellants argue that the inventors' statement “these wiring
films extend outwardly from the various chips rather than
upwardly alongside of the chips” distinguishes the prior art
Kishida wiring films (shown below) from connections that
extend downwardly alongside the semiconductor chip. J.A.
62395. This court does not agree.

*1348

Inc., 429 F.3d 1052, 1078 (Fed.Cir.2005) (“[T]he prosecution
of one claim term in a parent application will generally not
limit different claim language in a continuation application.”).
Second, even if the inventors' statement was related not to the
type of connection, but to the mutual claim term “alongside,”
it is still unclear that it was a disclaimer of connections not
in close proximity to the chip edge. Instead of distinguishing
the invention from Kashida because of the distance of the
wiring films from the chip edge, it is at least as likely that
the inventors were distinguishing the invention from the prior
art wiring films because the films never extend along the
sides of the chips—the prior art wiring films extend up and
out, but never down. Thus, the inventors' statement was not
sufficiently clear to establish that a disclaimer occurred. See
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Omega Eng'g, Inc. v. Raytek Corp., 334 F.3d 1314, 1325
(Fed.Cir.2003) (“To balance the importance of public notice
and the right of patentees to seek broad patent coverage,
we have thus consistently rejected prosecution statements
too vague or ambiguous to qualify as a disavowal of claim
scope.”).
For the foregoing reasons, this court affirms the
Commission's construction of the downwardly alongside
limitation. Therefore, this court need not address Appellants'
argument that the accused packages do not infringe under
their preferred construction.

dispute narrows to a single question of fact: whether the
accused products meet the moveable limitation found in
all the asserted claims of both the ′326 and ′419 patents.
Appellants assert that Tessera failed to show, through its
presentation of Dr. Qu's tests, that the accused products
either practiced the claimed movement or that such movement
caused appreciable stress relief. Tessera and the ITC respond
that Dr. Qu's tests properly established substantial evidence
of infringement.

Appellants cite with approval the ALJ's Initial Determination
in which the ALJ found several problems with Dr. Qu's
methodology and concluded that Tessera had failed to prove
by a preponderance of the evidence that the accused products
practice the claimed movement. First, the ALJ found that
C. Infringement
because Dr. Qu could not quantify the changes in internal
[12] [13] [14] On the issue of infringement, the ALJ, in behavior of the baseline package due to his substitutions
of materials and their corresponding properties, such as
the Initial Determination, and the Commission, in the Final
coefficient of thermal expansion, Dr. Qu's Test 1 was
Determination, came to contradictory conclusions on several
ineffective at demonstrating that accused products practiced
factual issues and the ultimate conclusion. Each party in this
the claimed movement. Initial Determination at 61. Second,
appeal, not surprisingly, argues that the opinion supporting
the ALJ found that Test 2 did not properly demonstrate
*1349 its position is correct. However, “we do not ‘review’
what movement was due to external loads (i.e., claimed
the correctness of the ALJ's initial decision or the correctness
movement) because: (1) Dr. Qu did not quantify the margin
of the Commission's ‘reversal.’ ” Fischer & Porter Co., Inc.
or error inherent in his assumption of linearity; (2) Dr. Qu
v. Int'l Trade Comm'n, 831 F.2d 1574, 1577 (Fed.Cir.1987).
did not measure displacement at the terminals located on the
Instead, “19 U.S.C. § 1337(c), directs that on appeal to this
bottom of the package (and at the top of the solder balls),
court, this court must review the ‘final determination of the
but instead measured the displacement at the bottom of the
Commission ... in accordance with chapter 7 of title 5 [i.e., the
solder balls; and (3) Test 2 did not show how much of the
Administrative Procedure Act (APA) ].’ ” Id. While the ALJ's
total displacement was due to “CTE matching” as opposed
opinion may be probative, “this court may not substitute
to external forces and therefore could not show appreciable
its judgment for the Commission's final determination on
stress relief. Id. at 63–66. Finally, the ALJ found that Dr. Qu
the ground that the court believes the ALJ's ... view is
did not appropriately validate his testing models, because his
‘more reasonable.’ ” Id. Under the APA, this court reviews
Moirè analysis was improperly performed over a narrower
the Commission's factual findings, such as its finding of
temperature range than the model it sought to validate. Id. at
infringement, for substantial evidence. See 5 U.S.C. § 706(2)
67. In addition, since the Moirè testing could not distinguish
(E); Finnigan Corp. v. Int'l Trade Comm'n, 180 F.3d 1354,
claimed movement from other movement, the ALJ found that
1361–62 (Fed.Cir.1999).
it could not provide any independent evidence of the presence
of claimed movement. Id.
1. Direct Infringement

*1350 Tessera and the ITC, on the other hand, advocate
the
reasoning and conclusion found in the Commission's
[15]
[16] To prove direct infringement, Tessera must
Final Determination. The Commission agreed with the ALJ
establish by a preponderance of the evidence that “one or
that Test 1 was defective because of Dr. Qu's inability to
more claims of the patent read on the accused device literally
determine how much movement was due to “CTE matching”
or under the doctrine of equivalents.” Cross Med. Prods.,
and how much, if any, was due to external loads. Final
Inc. v. Medtronic Sofamor Danek, Inc., 424 F.3d 1293,
Determination at 20. However, the Commission found that
1310 (Fed.Cir.2005); Enercon GmbH v. Int'l Trade Comm'n,
since the methodology in creating baseline packages was
151 F.3d 1376 (Fed.Cir.1998). The arguments on this issue
correct, the unquantified coefficient of thermal expansion
are extremely complex and highly technical. However, the
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behavior of the baseline package only affected the usefulness
of Test 1. In particular, the Commission pointed out that
during Test 2, thermal cycling was only applied to the
accused packages in order to determine the difference
between the on-board and off-board displacement vectors.
Since the resulting displacement was applied directly to the
baseline packages without any further thermal cycling, the
Commission stated that “any consideration of the differences
in the [coefficient of thermal expansion] behavior of the
accused and baseline packages [was] completely irrelevant.”
Id. at 46. The Commission found the ALJ's criticism of
Test 2 misplaced because Appellants' expert, Dr. Sitaraman,
“acknowledged the appropriateness of using the linearity
assumption to determine displacement due to only external
loads in his own modeling.” Id. at 39. In fact, the Commission
observed that “there is no evidentiary support for the [ALJ's]
conclusion that the linearity assumption is inherently flawed.”
Id. at 40. Thus, unlike the ALJ, the Commission concluded
that Dr. Qu's Test 2 adequately showed that the accused
products infringed the asserted claims of the ′326 and ′419
patents. Id. at 15. Finally, the Commission decided that it
was unnecessary to validate the modeling tests with the Moirè
test, but agreed with Dr. Qu that the Moirè results provided
additional evidence that the inputs used for Test 2, and
therefore the methodology of Test 2, were accurate. Id. at 21–
29.
Appellants' numerous arguments on this issue can be
summarized as follows: (1) the 52 representative models
chosen by Dr. Qu were not sufficient to show that all accused
products infringed; (2) Dr. Qu's Test 2 was technically flawed
and the Commission improperly went beyond the expert
testimony to find that Test 2 was sufficient evidence of
infringement; and (3) the Moirè test did not supply the
required validation of Test 2. This court is not persuaded
by any of these arguments. Because this court agrees with
the Commission that Dr. Qu's Test 2 provided substantial
evidence of infringement, this court need not address
Tessera's further argument that the Commission erred in
rejecting Dr. Qu's Test 1.
First, Appellants argue that Tessera did not properly show
by a preponderance of the evidence that Dr. Qu's 52 chosen
models were representative of all the accused products.
The ALJ found otherwise, stating “the ALJ finds Dr.
Qu's approach in selecting representative accused products
reasonable and well thought out. By selecting representative
products that span the range of values for those parameters
that most directly affect the claimed movement, Dr. Qu has

offered specific and substantial evidence as to why those
accused products not selected by Dr. Qu can reasonably be
expected to behave like the representative accused products.”
Initial Determination at 57. In fact, the ALJ found that
“[e]ven Respondents' expert Dr. Sitaraman acknowledged
that the accused devices were similar in structure” and
thus a representative analysis of the accused products was
appropriate. *1351 Id. at 55. The Commission did not
review the ALJ's findings on this issue and adopted the ALJ's
conclusions as its own. This court agrees that substantial
evidence supports the ALJ's finding that the modeled and
non-modeled products operate similarly with respect to
the claimed limitation. See TiVo, Inc. v. EchoStar Comm.
Corp., 516 F.3d 1290, 1308 (Fed.Cir.2008) rehearing en
banc granted, 376 Fed.Appx. 21 (Fed.Cir.2010). Dr. Qu
provided detailed evidence describing his selection process,
which was based on criteria that would most directly
affect relative terminal displacement. See, e.g., JA55172 ¶
454 (Supp. Witness Statement of Dr. Jianmin Qu CsX–
3669C) (stating that he “selected products to model based
on parameters [he] felt were particularly important to the
analysis, which included the type of package—single or
multi-chip—as well as die size, ball pitch, and the modulus
of the die attach materials”). And Dr. Qu stated that “by
select[ing] packages that have values of those parameters
that are at or near the extremes among the pool of accused
products” the chosen representative packages were “fairly
representative of the entire pool of accused products.”
Id. ¶ 455. Appellants contend that the ALJ improperly
shifted the burden to Appellants to establish that the nonmodeled accused packages would behave differently than
those that were modeled. Rather than improper burden
shifting, the ALJ properly found that Appellants simply failed
to rebut the substantial evidence set forth by Tessera. Initial
Determination at 56–57.
Second, Appellants assert that Test 2 was technically flawed.
Appellants reiterate each of the arguments made both to the
ALJ and the Commission on this issue. Appellants argue that
Test 2 cannot be relied upon because, among other things: (1)
loads were applied to the bottom of the solder balls instead
of at the top; (2) the Commission improperly assumed that
all observed stress relief was attributed to claimed movement;
(3) the linearity assumption was a fatal defect in Test 2;
and (4) Test 2 was inherently unreliable because it was used
only by Dr. Qu for the purpose of legal proceedings. This
court is not persuaded by these arguments. The Commission
explicitly acknowledged that in Test 2 the load was applied
to the bottom of the solder balls, and that displacement at the
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bottom of the solder balls was not equivalent to displacement
at the top of the solder balls due to solder deformation.
However, the Commission found that this was not fatal to the
effectiveness of Test 2 because “it is in fact, the displacement
differential between the package and the PCB that causes the
‘mechanical stress.’ ” Final Determination at 42. Thus, since
it was “undisputed that the PCB applies all of its force to
the bottom of the solder ball,” the Commission found that
“Dr. Qu properly simulated the external load being applied to
the packages by determining displacement at the bottom of
the solder balls, at least some of which is transferred to the
terminals.” Id. This conclusion, based on witness testimony,
was not unreasonable.
Furthermore, the Commission reasonably determined, based
on expert evidence, that Test 2 showed claimed movement,
which resulted in the relief of stresses that would not have
been present in the absence of the claimed movement.
Because the claim construction did not require quantifying
the amount of external load, Qu's linearity approximation
was sufficient to show infringement, and the Commission
properly relied on expert testimony supporting this
conclusion. Finally, the Commission thoroughly analyzed
the expert evidence *1352 and found that Test 2, based
on industry-accepted modeling, was reliable evidence of
infringement. This conclusion is not invalidated simply
because the model was specifically tailored to the unique
claim construction at issue. This court has considered and
found unpersuasive Appellants' remaining arguments that
Test 2 was technically flawed.
Citing Centricut, LLC v. The Esab Group, Inc., 390 F.3d 1361
(Fed.Cir.2004), Appellants also assert that the Commission
improperly went beyond the expert testimony, instead adding
its own interpretation to the raw data from Dr. Qu's
tests. Centricut is inapplicable here. This court held in
Centricut that “in a case involving complex technology,
where the accused infringer offers expert testimony negating
infringement, the patentee cannot satisfy its burden of proof
by relying only on testimony from those who are admittedly
not expert in the field.” 390 F.3d at 1370. In this case,
however, both sides presented relevant expert testimony on
the technical aspects of Dr. Qu's tests. The Commission
was entitled to resolve the conflicting evidence in favor
of a finding of infringement. See Bio Tech. Gen. Corp. v.
Genentech, Inc., 267 F.3d 1325, 1330–31 (Fed.Cir.2001)
(“When scientific certainty is not available, and the scientific
theories and evidence are within a reasonable range of
difference of scientific opinion, resolution of such difference

based on weight and credibility of evidence is the province of
the trier of fact.”).
In addition, Appellants contend that it was improper for the
Commission to rely on Test 2 as independent evidence of
infringement because Dr. Qu himself testified that he merely
used the results of Test 2 to confirm the results of Test 1.
However, the Commission specifically noted that “Dr. Qu
clearly states that he believes the results of his second testing
method show that the accused packages meet the claimed
‘movement’ limitation, and thus show infringement.” Final
Determination at 50 n. 8. Given Dr. Qu's testimony, it was not
incorrect for the Commission to rely on Test 2 as independent
evidence of infringement.
[17] Third, Appellants argue that Dr. Qu's modeling
required physical validation by Moirè testing. According to
Appellants, the Commission's infringement findings should
be rejected because Moirè testing was done only on a subset
of temperatures and thus Test 2 was not properly validated
over the entire range of temperatures. However, Tessera's
burden to show infringement by a preponderance of the
evidence does not require physical validation of all indirect
evidence. See Alza Corp. v. Mylan Labs., Inc., 464 F.3d 1286,
1296 (Fed.Cir.2006) (“The critical deficiency in the evidence
presented by Alza was not that it was ‘indirect’ rather than
‘direct’....”). The Commission concluded that, based on the
evidence, validation of Test 2 was not necessary. However,
even if it were necessary, the Commission found that the
Moirè testing did validate Test 2 over the entire temperature
range. Final Determination at 29. The Commission properly
based this finding on evidence in the record, pointing out
that Appellants' own expert, Dr. Sitaraman, testified that the
model is generally correct when the inputs to the model are
correct and that Moirè testing on a limited sample can validate
the overall modeling methodology. Final Determination at
23, 25–26. The Commission and ALJ also agreed that while
some discrepancies were apparent in the results, the Moirè
analysis generally correlated with the results of Test 2. Initial
*1353 Determination at 67; Final Determination at 22–23.
This court agrees that there was substantial evidence for the
Commission's finding that Dr. Qu's Moirè testing properly
validated the results of Test 2.

2. Contributory Infringement
[18] Tessera admits that Appellants' accused standalone
packages cannot directly infringe the ′419 patent because
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the standalone packages are not mounted on printed
circuit boards, as required by the claims. Thus, those
accused packages can only infringe indirectly. In his Initial
Determination, the ALJ found that Tessera waived any
argument that the accused products indirectly infringe the
asserted patents. Initial Determination at 69. On review,
the Commission reversed the finding of waiver because the
commission investigative attorney preserved the issue in his
post-hearing brief. Final Determination at 52. On the merits,
the Commission found that Appellants contributed to direct
infringement of the asserted claims of the ′ 419 patent under
35 U.S.C. § 271(c) by selling a component of the directly
infringing devices. Id.

packages did not have any substantial non-infringing uses
with evidence that Respondents instruct their customers to
connect the accused packages to PCBs using solder. Id.
at 55 (citing Golden Blount, Inc. v. Robert H. Peterson
Co., 438 F.3d 1354, 1363 (Fed.Cir.2006)). The Commission
further found that Appellants did not successfully rebut
this showing. Id. at 57–58. The Commission acknowledged
Appellants' arguments that the accused packages have
substantial *1354 non-infringing uses because they can be
mounted using underfill or sockets to restrict or prevent
the claimed movement. Id. However, the Commission found
that Appellants presented only a small amount of evidence
showing that Appellants' customers have actually used
underfill or sockets for mounting accused packages and this
[19] [20] [21] “Under 35 U.S.C. § 271(c), a party who was not enough to overcome Tessera's prima facie case. Id.
sells a component with knowledge that the component is
at 58.
especially designed for use in a patented invention, and
is not a staple article of commerce suitable for substantial
Appellants argue that each of these findings by the
noninfringing use, is liable as a contributory infringer.”
Commission is erroneous. First, Appellants argue that
Wordtech Sys., Inc. v. Integrated Networks Solutions, Inc.,
because Motorola subsequently signed a license agreement
609 F.3d 1308, 1316 (Fed.Cir.2010). Thus, to prevail
specifically authorizing use of the accused packages, this
on contributory infringement in a Section 337 case, the
court must vacate all of the Commissions findings concerning
complainant must show inter alia: (1) there is an act of direct
the ′419 patent and the resulting orders as moot and
infringement in violation of Section 337; (2) the accused
remand to the ITC. This court does not agree. While the
device has no substantial non-infringing uses; and (3) the
Commission's decision specifically mentioned only Motorola
accused infringer imported, sold for importation, or sold after
by name, the Commission specifically considered evidence of
importation within the United States, the accused components
direct infringement by additional customers. See, e.g., Final
that contributed to another's direct infringement. See 19
Determination at 55–58 (referring repeatedly to more than
U.S.C. § 1337(a)(1)(B); DSU Med. Corp. v. JMS Co., 471
one customer when describing the evidence supporting the
F.3d 1293, 1303 (Fed.Cir.2006). The nature of the accused
finding of contributory infringement). Additionally, as the
device at issue may be important to the analysis of whether
ITC points out, to the extent Appellants believe the remedial
a substantial non-infringing use exists. See Ricoh Co., Ltd. v.
orders should be modified to reflect changed circumstances,
Quanta Computer Inc., 550 F.3d 1325, 1337 (Fed.Cir.2008)
they can seek modification of the Commission order from
(stating that an accused infringer “should not be permitted
the ITC. This court has also considered, but does not
to escape liability as a contributory infringer merely by
find persuasive, Appellants' arguments that there was not
embedding [the infringing product] in a larger product with
substantial evidence on the record to show that Motorola
some additional, separable feature”).
directly infringed.
The Commission found that Tessera had shown all
three elements necessary for a finding of contributory
infringement. First, the Commission found that “the evidence
shows that Motorola incorporates the accused devices into its
products” and thus directly infringes the ′419 patent. Final
Determination at 53. Second, the Commission stated that
“[t]here is no dispute that the accused products have been
imported, sold for importation, or sold after importation in the
United States by or on behalf [of] all of the Respondents.”
Id. at 54–55. Third, the Commission found that Tessera
successfully made a prima facie showing that the accused

Second, Appellants argue that the evidence showed the
accused products can be mounted onto a printed circuit
board with either underfill or sockets, that such mounting
is “common,” and that such uses are noninfringing.
In particular, Qualcomm argues that the Commission
disregarded its evidence of substantial noninfringing use
based on a misreading of Ricoh. Qualcomm's Principal
Br. at 53. While the Commission did cite to Ricoh, it
did so in the context of merely defining the scope of the
accused device in order to determine whether substantial
non-infringing uses exist. Final Determination at 56 (“The
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question here, therefore, is just what is the accused device
in question and whether it alone, has any substantially noninfringing uses.”) The Commission then properly concluded
that “with respect to the ′ 419 patent, the accused device
must be the combination of a PCB and a face-up BGA
package with at least one solder ball for mounting upon the
PCB, where the BGA package is capable of exhibiting the
claimed ‘movement.’ ” Id. at 57. Moreover, the Commission
acknowledged Appellants' evidence on this issue, but found
that most of that evidence was in the form of general
assertions that underfill and sockets were commonly used in
the 1990s. Id. at 57–58. Noting that “[o]nly Qualcomm ... has
produced any evidence that its customers have actually used
underfill in mounting Qualcomm's accused chip packages,”
the Commission found that “this evidence [wa]s not enough
to overcome Tessera's showing that the accused device, which
consists of an accused BGA package, a PCB, and solder
balls connecting the accused BGA package to the PCB,
has no substantial non-infringing use in and of itself.” Id.
at 58. This court agrees with the Commission that Tessera
made a prima facie showing as to the absence of any
substantial non-infringing uses and that Appellants' evidence
was insufficient to overcome that showing. See Golden
Blount, 438 F.3d at 1363–64 (stating “it matters not that the
*1355 assembled device can be manipulated into a noninfringing configuration, because the instructions packaged
with each device teach the infringing configuration” and
thus “[t]he burden of production then shifted to [the accused
infringer] to introduce some evidence that end-users actually
assembled the [accused devices] in a non-infringing way”).
Third, STMicro argues that there is no evidence that any of
its alleged acts of contributory infringement had the requisite
connection with the United States because only 47 of the
accused packages were sold or offered for sale in the United
States by STMicro and those packages were purchased under
a license from Tessera to STMicroelectronics, Inc. (“ST–
Inc.”), STMicro's domestic subsidiary. Final Determination
at 55 n. 11. However, both the Commission and the ALJ
found that STMicro did not prove that any of its other
accused products were covered by the Tessera license, that
STMicro “admit[ted] that 14 accused products, which were
not sold through ST–Inc., have been imported into the United
States in downstream products,” and that “Tessera has proven
by a preponderance of the evidence that those products
are incorporated into finished downstream products that are
imported, sold for importation, or sold after importation
into the United States.” Id.; Initial Determination at 109–
10. This court agrees with the Commission that the record

contained substantial evidence showing that STMicro sold
for importation into the United States accused packages that
contributed to direct infringement of the ′419 patent.
Finally, Appellants assert that the Commission erred in
finding contributory infringement without properly finding
the requisite knowledge. The Commission addressed intent
in the context of induced infringement under 35 U.S.C. §
271(b) and found that Tessera did not meet its burden to
show that Appellants “had the necessary intent to support a
finding of infringement by inducement.” Final Determination
at 54. However, because license negotiations indicated that
Appellants were aware of the ′419 patent, and Tessera
successfully showed that the accused devices did not have any
substantial noninfringing uses, the Commission presumed
the requisite knowledge for contributory infringement. Id.
This conclusion was not erroneous. See Metro–Goldwyn–
Mayer Studios, Inc. v. Grokster, Ltd., 545 U.S. 913, 932,
125 S.Ct. 2764, 162 L.Ed.2d 781 (2005) (“One who makes
and sells articles which are only adapted to be used in
a patented combination will be presumed to intend the
natural consequences of his acts; he will be presumed to
intend that they shall be used in the combination of the
patent.” (internal quotation marks omitted)); Ricoh, 550 F.3d
at 1343 (“Grokster recognized that providing instruction on
how to engage in an infringing use ‘show[s] an affirmative
intent that the product be used to infringe.’ ” (quoting
Grokster, 545 U.S. at 936, 125 S.Ct. 2764)); DSU, 471 F.3d
at 1303 (“even beyond the minimal intent requirement for
contributory infringement, ITL acted with the knowledge of
the [asserted] patent ...”).

D. Anticipation
[22]
[23] Several Appellants appeal the Commission's
finding that two prior patents, U.S. Patent No. 5,241,133
(the “Mullen patent”) and the Lin patent, did not anticipate
Tessera's asserted claims. A patent may be found invalid as
anticipated under 35 U.S.C. § 102(e) if “the invention was
described in ... a patent granted on an application for patent by
another filed *1356 in the United States before the invention
thereof by the applicant for patent.” A claim is anticipated
when “the four corners of a single, prior art document describe
every element of the claimed invention, either expressly or
inherently, such that a person of ordinary skill in the art
could practice the invention without undue experimentation.”
Advanced Display Sys., Inc. v. Kent State Univ., 212 F.3d
1272, 1282 (Fed.Cir.2000). A reference patent anticipates
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an invention under § 102(e) only if the reference patent's
effective filing date is before the date of the invention. See In
re Mathews, 56 CCPA 1033, 408 F.2d 1393 (1969).

of the ′326 and ′ 419 patents, stating that he and another
inventor, Dr. Khandros, conceived the ideas included in
the asserted claims in early June 1990. Id. at 73–74. The
ALJ found that Dr. Bottoms, a non-inventor involved in the
[24] [25] [26] [27] [28] [29] [30] Appellants argue
work of DiStefano and Khandros, corroborated DiStefano's
that the Commission erroneously found that the inventions
testimony. Id. at 74. The ALJ also found that engineering
of the ′326 and ′419 patents were conceived in June 1990,
notebook entries corroborated the testimony of Bottoms and
several months before the Lin and Mullen patents were filed.
DiStefano. Based on these *1357 factual findings, the ALJ
“Conception is the formation in the mind of the inventor of
concluded that “as of June 1990 inventors DiStefano and
a definite and permanent idea of the complete and operative
Khandros had conceived of the inventions embodied in the
invention, as it is therefore to be applied in practice.” Singh
asserted claims of the ′326 and ′419 patents such that only
v. Brake, 317 F.3d 1334, 1340 (Fed.Cir.2003) (internal
ordinary skill would be necessary to reduce the invention to
quotation marks omitted). An idea is sufficiently definite
practice.” Id. at 77. The ALJ further found that DiStefano
for conception “when the inventor has a specific, settled
and Khandros acted with due diligence in reducing their
idea, a particular solution to the problem at hand, not just a
conceived invention to practice from conception to the filing
general goal or research plan he hopes to pursue.” Burroughs
of the ′265 patent application, from which the ′326 and ′419
Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1228
patents claim priority. Id. at 78.
(Fed.Cir.1994). However, a finding of conception does not
require perfection: conception is complete when “the idea is
Appellants argue that the Commission erred in finding a June
so clearly defined in the inventor's mind that only ordinary
1990 conception date for the asserted claims. Specifically,
skill would be necessary to reduce the invention to practice,
Appellants argue that the ALJ misinterpreted the testimony
without extensive research or experimentation.” Id. Because
of DiStefano and Bottoms and the engineering notebooks.
it is a mental act, an inventor's oral testimony regarding
Appellants assert that conception of the asserted claims
conception must be corroborated by “evidence which shows
occurred no earlier than January 1991—after the effective
that the inventor disclosed to others his completed thought
filing dates of the Mullen and Lin patents. First, Appellants
expressed in such clear terms as to enable those skilled in
argue that the testimony noted by the ALJ showed that the
the art to make the invention.” Coleman v. Dines, 754 F.2d
inventors had only a general goal or research plan that they
353, 359 (Fed.Cir.1985) (internal quotation marks omitted).
hoped to pursue, not a specific settled idea. In addition,
Conception may be corroborated even if no single piece of
Appellants assert that several key aspects of the asserted
evidence shows complete conception. Price v. Symsek, 988
claims were missing from the invention on June 1990. Next,
F.2d 1187, 1196 (Fed.Cir.1993). Instead, all of the evidence
Appellants argue that there was no evidence corroborating
of record must be collectively evaluated in determining when
the testimony of DiStefano and Bottoms and that the ALJ
the invention was conceived. Id. The issue of conception
erroneously focused on a single June 10, 1990, notebook
is a question of law based on underlying factual findings.
entry that was simply an anomalous entry unrelated to
Singh, 317 F.3d at 1340. Accordingly, this court reviews
conception of the asserted claims. Instead, Appellants assert
de novo the Commission's legal conclusions with respect to
that the notebooks demonstrate a “steady evolution of ideas
conception, and reviews the underlying factual findings by
concerning face-down chips from May 1990 until January
the Commission for substantial evidence. Id.
1991.” STMicro's Principal Br. at 59.
The ALJ found that neither the Mullen nor the Lin patent
anticipated Tessera's patents because they were not prior art
under 35 U.S.C. § 102(e). The effective filing date of the
Mullen patent was December 21, 1990 and that of the Lin
patent was December 4, 1990. The ALJ determined that the
date of invention accorded the asserted claims of the ′326
and ′419 patents was June 10, 1990, several months prior
to the filing dates of the Mullen and Lin patents. Initial
Determination at 88–89. The ALJ based this determination
partly on testimony by Dr. DiStefano, one of the inventors

This court is not persuaded by Appellants' arguments that the
Commission misconstrued the testimony and documentary
evidence before it. The Initial Determination thoroughly
describes the testimony of DiStefano and Bottoms and
analyzes several entries of the engineering notebooks
beginning in May 1990 and ending June 10, 1990, detailing
how they record the development of all aspects of the
invention, including the face-up configuration of the chip.
Id. at 75–76. The Commission credited inventor DiStefano's
trial testimony that the initial concept of a face-up chip
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assembly having the claimed elements was conceived in early
June 1990. After a review of the record evidence in light
of the proper legal standards, this court concludes that the
Commission did not err in finding a June 1990 conception
date. Thus, this court affirms the Commission's determination
that the ′326 and ′419 patents are not anticipated by the
Mullen or Lin patents.

E. Injunctive Relief

reflecting the rejection is not final. Such adverse office
actions in the reexamination process are fairly routine and
are not an indication that the patent claims are necessarily
going to be finally rejected. Although a final rejection
has been issued against the asserted claims of the ′419
patent and prosecution has been closed in that reexamination
proceeding, it would be premature to give undue weight to
the reexamination proceedings until or unless Tessera has
exhausted its appeals.” Id. at 76.

[31] Spansion argues that even if Appellants were liable
for infringement, the Commission's award of prospective
injunctive relief should be vacated because the Commission
failed to give meaningful consideration to the public interest
consequences of the injunction. In particular, Spansion argues
that the public interest inquiry in this context is similar to
the traditional test for injunctive relief that district courts
apply under eBay Inc. v. MercExchange, L.L.C., 547 U.S.
388, 126 S.Ct. 1837, 164 L.Ed.2d 641 (2006). According
to Spansion, the Commission, in keeping with eBay, should
have considered the following equitable factors: (1) the PTO
rejected some of the asserted claims as unpatentable in the
reexamination; and (2) Tessera could be made whole by
damages because Tessera is simply a licensor and does not
actually practice the invention. *1358 The ITC responds
that the Commission properly considered the public interest
factors prior to issuing the exclusion order and that eBay does
not apply to Commission remedy determinations.

By statute, the Commission is required to issue an exclusion
order upon the finding of a Section 337 violation absent a
finding that the effects of one of the statutorily-enumerated
public interest factors counsel otherwise. 19 U.S.C. § 1337(d)
(1) (“If the Commission determines, as a result of an
investigation under this section, that there is a violation of this
section, it shall direct that the articles concerned, imported by
any person violating the provision of this section, be excluded
from entry into the United States, unless, after considering the
effect of such exclusion upon the public health and welfare,
competitive conditions in the United States economy, the
production of like or directly competitive articles in the
United States, and United States consumers, it finds that
such articles should not be excluded from entry.”) (emphases
added). The enumerated public interest factors include: (1) the
public health and welfare; (2) competitive conditions in the
United States economy; (3) the production of like or directly
competitive articles in the United States; and (4) United States
consumers. Id.

[32]
This court reviews the Commission's action in
awarding injunctive relief as to whether it is arbitrary,
capricious, an abuse of discretion, or otherwise not in
accordance with law. See, e.g., Epistar Corp. v. Int'l Trade
Comm'n, 566 F.3d 1321, 1333 (Fed.Cir.2009). In this
case, the Commission issued its limited exclusion order
after finding that “there are no public health and safety
concerns since Tessera has chosen not to seek exclusion
of two-way radios imported for use by first responders.”
Final Determination at 74. The Commission discussed the
statutorily mandated public interest factors of “competitive
conditions in the United States economy, the production of
like or directly competitive articles in the United States,
and United States consumers” by stating that “there are
multiple, licensed sources for semiconductor chips with
minimized chip package size” and “there is no evidence that
Tessera's licensees would be unable to adequately supply
the United States market if Respondents' products were
excluded.” Id. The Commission added that “the office action

The legislative history of the amendments to Section 337
indicates that Congress intended injunctive relief to be
the normal remedy for a Section 337 violation and that
a showing of irreparable harm is not required to receive
such injunctive relief. This is shown by two distinct actions
of Congress. First, in passing the Tariff Act of 1930,
Pub.L. No. 71–361, 46 Stat. 590, Congress eliminated the
monetary remedy for intellectual property import violations,
representing a legislative determination that an injunction
is the only available remedy for violations of Section
337. Second, in 1988, Congress amended Section 337
by passing the Omnibus Trade and Competitiveness Act
of 1988, Pub.L. No. 100–418, 102 Stat. 1107, explicitly
removing *1359 the requirement of proof of injury to
the domestic industry and making it unnecessary to show
irreparable harm to the patentee in the case of infringement
by importation. See H.R.Rep. No. 100–576, at 633, 1988
U.S.C.C.A.N. 1547, 1666 (1988) (Conf.Rep.) (stating that the
bill “removes the requirement to prove injury ... with regard to
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certain intellectual property rights cases involving patents”);
S.Rep. No. 100–71, at 128 (1987) (“The fundamental
purpose of the amendments made by section 401 is to
strengthen the effectiveness of section 337 in addressing
the growing problems being faced by U.S. companies from
the importation of articles which infringe U.S. intellectual
property rights.”); id. at 129 (“The Committee does not intend
that the ITC, in considering the public health and welfare, or
the President, in reviewing the ITC's determination on policy
grounds, will reintroduce these requirements.”); accord H.R.
Rep. 100–40 at 156 (1987).
As contrasted with the remedial scheme established by
Congress for proceedings before the Commission, the
statutory remedies available in proceedings before the district
courts are quite different. In addition to the remedy of
damages under 35 U.S.C. § 284, Congress gave district
courts the discretion to grant injunctive relief and in doing
so made explicit that such discretion is to be exercised “in
accordance with the principles of equity ... on such terms as
the court deems reasonable.” 35 U.S.C. § 283. In eBay, the
Supreme Court explained that Section 283 did not endorse or
establish a categorical grant of injunctive relief following a
determination of infringement. Rather, the decision whether
to grant or deny injunctive relief under Section 283 depends
on traditional principles of equity, applying the four-part test
for permanent injunctive relief in patent disputes no less than
in other cases governed by such standards. See eBay, 547
U.S. at 391, 126 S.Ct. 1837 (discussing the four-factor test for
injunctive relief).
[33] Given the different statutory underpinnings for relief
before the Commission in Section 337 actions and before
the district courts in suits for patent infringement, this court
holds that eBay does not apply to Commission remedy
determinations under Section 337. The Commission is not
required to apply the traditional four-factor test for injunctive
relief used by district courts when deciding whether to issue
the equitable remedy of a permanent injunction. Unlike
the equitable concerns at issue in eBay, the Commission's
issuance of an exclusion order is based on the statutory criteria
set forth in Section 337. Spansion's argument that the term
“public welfare” is so “broad and inclusive” that Congress
must have intended it to include the traditional equitable
principles reflected in the eBay standard is unpersuasive when
viewed in the context of Section 337. The scope of the public
interest factors recited in Section 337 is a matter of statutory
interpretation not necessarily informed by the same principles

of equity relevant to the grant of permanent injunctive relief
under 35 U.S.C. § 283.
The difference between exclusion orders granted under
Section 337 and injunctions granted under the Patent Act,
35 U.S.C. § 283, follows “the long-standing principle that
importation is treated differently than domestic activity.”
In the Matter of Certain Baseband Processor Chips and
Chipsets, Transmitter and Receiver (Radio) Chips, Power
Control Chips, and Products Containing Same, Including
Cellular Telephone Handsets, Inv. No. 337–TA–543, *1360
2007 ITC Lexis 621, *102 n. 230 (U.S.I.T.C. June 19, 2007)
(citing United States v. 12 200–ft. Reels of Super 8mm.
Film, 413 U.S. 123, 125, 93 S.Ct. 2665, 37 L.Ed.2d 500
(1973)). This is reflected in the fact that the Commission
has found public interest considerations to outweigh the
need for injunctive relief in protecting intellectual property
rights found to have been violated under Section 337 in only
three investigations, all of which were decided prior to the
1988 legislative amendment discussed above, which removed
the requirement that a patentee show irreparable harm. See
id., 2007 ITC Lexis 621 at *220. Moreover, in those three
cases, the exclusion order was denied because inadequate
supply within the United States—by both the patentee and
domestic licensees—meant that an exclusion order would
deprive the public of products necessary for some important
health or welfare need: energy efficient automobiles, basic
scientific research, or hospital equipment. See In the Matter
of Certain Fluidized Supporting Apparatus and Components,
Inv. No. 337–TA–182/188, USITC Pub. 1667 (Oct.1984);
In the Matter of Inclined–Field Acceleration Tubes and
Components, Inv. Nos. 337–TA–67, USITC Pub. 1119, 2
ITRD 5572 (Dec.1980); In the Matter of Certain Automatic
Crankpin Grinders, Inv. No. 337–TA–60, USITC Pub. 1022
(Dec.1979).
With respect to the ongoing PTO reexamination, such
proceeding is not explicitly listed as a public interest factor
in Section 337. The Commission nevertheless discussed the
ongoing reexamination of the patents at issue in its Final
Determination and again in response to Appellants motion
for a stay. The Commission found that it would be premature
to give dispositive weight to the PTO reexamination
proceedings until all appeals had been exhausted. In re
Certain Semiconductor Chips with Minimized Chip Package
Size and Products Containing Same, No. 337–TA–605, slip
op. at 11–12, 2008 WL 2223426 (Int'l Trade Comm'n May
27, 2008). Thus, while it is not accurate to say that “the
Commission gave the reexaminations no weight at all,”
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Spansion's Reply Br. at 23, it was not erroneous for the
Commission to omit any discussion of such issues from
its analysis of the public interest factors when fashioning a
remedy to Appellants' violation of Section 337.
Based on the foregoing, this court finds that the Commission
provided a sufficient basis for issuance of the limited
exclusion order and that its actions were not arbitrary,
capricious, an abuse of discretion, or otherwise not in
accordance with law.

CONCLUSION
Because the Commission's decision was supported by
substantial evidence and contained no errors of law, this court
affirms the Final Determination in all respects.
AFFIRMED.

All Citations
629 F.3d 1331, 97 U.S.P.Q.2d 1417

Footnotes

1

The word substrate generally refers to an underlying layer and may be used to refer to different things depending on
context. Throughout the record, the word substrate is used in different places to refer to different components. Substrate
is sometimes used to refer to the layer within the semiconductor package on which the chip is attached using die attach
(see label “Package Substrate” in the figure below). This component is referred to in the patents as the “backing element.”
Substrate is also used to refer to the printed circuit board (external to the semiconductor package) on which the package
is attached using solder balls (see “PCB” in the figure below). In the patents, the word substrate refers to the printed
circuit board. For purposes of clarity, this opinion will use the words backing element and printed circuit board instead
of substrate when referring to the respective structures.

End of Document
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April 17, 2013 Dennis Crouch
By Dennis Crouch
The United States International Trade Commission (USITC) is
a US-based agency tasked with the goal of protecting US domestic industry against improper foreign competition. The law
provides that one form of improper foreign competition is the
unauthorized importation of patented goods. See 19 U.S.C.
1337 (“Section 337″). A patentee has the power to separately allege patent infringement at the USITC or in Federal Court.
There is also no prohibition against both actions being brought
at once. One distinction is that the only remedy available from
the USITC is blocking importation of infringing goods. However, the USITC is not bound by eBay v. MercExchange, and
thus, the likelihood of a winning patentee being awarded injunctive relief is much greater.
Some commentators have argued that the USITC is improperly
supporting the activities of patent licensing companies. However, in a recent four-page report, the USITC has offered a defense against those accusations. The agency notes that, since
eBay v. MercExchange, the about 20% of the instituted investigations are associated with patent licensing companies who do
not themselves practice the invention. That figure is well below
the numbers seen in federal district courts. Further, in that
same time period, only four patent licensing companies have
obtained exclusion orders (injunctive relief).
USITC: FACTS AND TRENDS REGARDING USITC SECTION
337 INVESTIGATIONS
In general, the number USITC 337 investigations is on the rise.
However, the number of patent licensing company (NPE) lawsuits has remained relatively small.
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Game Theory: Patent licensing companies generally make
money when others use the patented technology – that is
where the licensing royalties come into play. And, apart from
artificially shifting supply, licensing companies do not make
money by excluding others. Thus, one question that arises is
why a patent licensing company would file suit in the USITC
since the only result is injunctive relief? One solution is to
change the law the USITC has the power to award ongoing royalties when a patentee is willing to license the asserted patent
rights.
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Thwarting NPE Abuse In 337 Actions: Alternative
Measures
Share us on:
Law360, New York (October 4, 2013, 4:12 PM ET) -- The potential for nonpracticing entities to
exploit Section 337 actions for “hold up” value has generated alternative measures designed to thwart
abuse. As discussed here, these measures should be evaluated taking into account the significant
statutory and procedural differences between patent infringement actions in the federal district courts
and in the U.S. International Trade Commission.
An injunction against importing infringing (or otherwise offending) goods is the only remedy available
Paul Zegger
in Section 337 investigations before the ITC. Upon a finding of a violation, an exclusion order
enjoining further importation is almost always granted by the ITC. In contrast, a district court must
consider the traditional equitable factors before entering an injunction following a finding of patent infringement, as the
Supreme Court held in eBay v. MercExchange.[1] The Federal Circuit has held that Congress intended for an exclusion
order to be the typical remedy given by the ITC, and such relief does not require a showing of irreparable harm (which
is in contrast to the traditional equitable analysis for an injunction).[2]
Rather, the statutory framework for the ITC mandates an analysis different from the eBay standard, making some type
of injunctive relief almost certain if a violation is found. Indeed, the ITC has only three times found patent infringement
and yet declined on public interest grounds to issue an exclusion order.[3] (And only once since 1987 has the U.S.
Trade Representative exercised veto power over an ITC exclusion order.[4]) However, the less discretionary — near
mandatory — standard for injunctive relief in the ITC enhances the potential for abuse by NPEs.[5]
Using the eBay Standard at the ITC
One proposal is to make the eBay standard for injunctions applicable in Section 337 actions. Most recently, this
proposal (echoing an earlier idea circulated in Congress) was included by President Obama among a number of
suggested reforms to patent law “designed to protect innovators from frivolous litigation and ensure the highest-quality
patents in our system.”[6] While the application of the eBay standard would undoubtedly make it more difficult for
some NPEs to obtain exclusion orders in the ITC, there could be unintended consequences as well.
For one, since damages are not available under Section 337, patent actions in the district courts and in the ITC are not
on an equal footing. By design, Section 337 is a statute that addresses importation of offending goods and involves
issues and procedures not found in parallel district court patent litigation. As a result, the evaluation of eBay factors
going to “irreparable harm” and the “availability of monetary relief” appear to be incompatible with Section 337 in its
http://www.law360.com/articles/472239/thwarting-npe-abuse-in-337-actions-alternative-measures
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current form, making ITC proceedings less amenable to a traditional application of the eBay factors.
In addition, blanket application of eBay to all ITC proceedings could decrease the confidence that legitimate practicing
patent holders currently have that the ITC will impose some form of injunctive relief upon a finding of patent
infringement.[7] However, using the eBay standard in the ITC is not the only way to address problems (or perceived
problems) of abuse associated with exclusion orders in the ITC.
Early Resolution of Potentially Dispositive Issues
A second approach recently implemented in the ITC is to promote early resolution of potentially case-dispositive
issues.[8] The primary issue the ITC foresees addressing through this early disposition procedure is the existence of a
domestic industry.[9] According to this procedure, the presiding administrative law judge must make a determination
on any preliminary issue specified by the ITC within 100 days — a greatly accelerated pace, even by ITC standards.
Obtaining relief in the ITC requires showing that the allegedly unfair trade practice(s) will harm a domestic industry.
Thus, an NPE with no licensing revenue would be hard pressed to obtain an exclusion order, since there is no domestic
industry that can be harmed.
This early disposition procedure has already been used once. In In re Certain Products Having Laminated Packaging,
Laminated Packaging & Components Thereof, the commission instructed the ALJ to issue an initial determination
within 100 days of institution “as to whether the complainant has satisfied the economic prong of the domestic industry
requirement.”[10] The complainant, Lamina, objected that this unexpected change in procedure was prejudicial and
violated the Administrative Procedure Act (“APA”). The ALJ initially rejected Lamina’s arguments, but upon further
reflection, sided with Lamina. Specifically, the ALJ found that the accelerated procedure specified by the commission
was contrary to ITC regulations, and that the commission was prohibited by the APA from adopting such a contrary
procedure without going through the formal process of changing its regulations.[11]
The commission, reviewing the ALJ’s initial determination, reversed.[12] The commission noted that “[p]rocedural
rules ... have always been exempt from the APA” requirement of allowing notice of and comments to proposed
changes.[13] Whether accelerating the resolution of a potentially dispositive issue was procedural was, to the
commission, “not a close question”; the commission found it was indeed procedural and thus not in violation of the
APA.[14] And despite the disagreement between the ALJ and the commission about the legality of the accelerated
procedure, both the ALJ and the commission agreed that Lamina failed to prove the existence of a domestic industry.
[15] Thus the investigation was terminated early, providing a practical justification for the prompt resolution of the
issue.
During the pendency of Laminated Packaging, the ITC announced that the 100-day early disposition process was being
formalized into a “pilot program.”[16] To date, the ITC has not included any new investigations in this pilot program.
Superiority of Early Resolution
The ITC’s early disposition procedure is more narrowly tailored than importing the eBay standard into ITC proceedings
and is designed to weed out meritless cases more quickly.
As an initial matter, the ITC’s most recent statistics indicate that only 9 percent of recent Section 337 investigations
were instigated by NPEs who exist primarily to take advantage of the “hold up” value of patents.[17] Altering the ITC’s
standard for granting injunctive relief would affect all ITC cases, even though the problem that supposedly needs to be
addressed occurs in only a small minority of cases. The ITC’s early disposition procedure, on the other hand, can be
narrowly focused on cases in which it is questionable whether the domestic industry requirement can be satisfied.
The ITC’s early disposition procedure has the added advantage that it is already being implemented, and does not
require authorizing legislation from Congress. Coming so close to the passage of the AIA, garnering sufficient support
for major substantive changes in the patent laws or Section 337 may not be easy any time soon. Thus, at this juncture, it
may be worth waiting to see whether the ITC’s accelerated consideration of issues such as domestic industry achieves
the worthy goal of thwarting NPE abuses in Section 337 investigations.
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[1] 547 U.S. 388 (2006).
[2] Spansion, Inc. v. Int’l Trade Comm’n, 629 F. 3d 1331, 1358 (Fed. Cir. 2010).
[3] Spansion, 629 F. 3d at 1360.
[4] Letter from Michael B.G. Froman to Irving A. Williamson (Aug. 3, 2013), available at
http://www.ustr.gov/sites/default/files/08032013%20Letter_1.PDF.
[5] Plainly, all NPEs do not share the same business model, nor do they all seek to bring actions simply for hold-up
value. Indeed, the ITC in its own statistics distinguishes between: (1) NPEs such as small inventors, start-ups, and
universities who have not yet built products and (2) NPEs “whose business model primarily focuses on purchasing and
asserting patents.” ITC, Facts And Trends Regarding USITC Section 337 Investigations (Apr. 15, 2013) at 2, available
at http://www.usitc.gov/press_room/documents/featured_news/sec337factsupdate.pdf.
[6] White House, Fact Sheet: White House Task Force on High-Tech Patent Issues (Jun. 4, 2013), available at
http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-issues. One
of the proposed reforms was to “Change the ITC standard for obtaining an injunction to better align it with the
traditional four-factor test in eBay Inc. v. MercExchange, to enhance consistency in the standards applied at the ITC
and district courts.”
[7] See, e.g., Don Rosenberg, “First Rule of Patent Reform: Do No Harm,” Wall Street Journal A15 (Sept. 11, 2013)
(op-ed by general counsel of Qualcomm noting that proposals limiting the ITC’s ability to exclude patent-infringing
products could, if implemented, “play havoc” with the rights of manufacturing companies).
[8] ITC, Pilot Program Will Test Early Disposition of Certain Section 337 Investigations, available at
http://www.usitc.gov/press_room/documents/featured_news/337pilot_article.htm.
[9] Id.
[10] Inv. No. 337-TA-874, Order 15 at 6 (July 5, 2013).
[11] Id. at 7-24.
[12] Id., Commission Opinion at 6-14 (Sept. 3, 2013).
[13] Id. at 8.
[14] Id. at 9.
[15] Id. at 14-22.
[16] See note 8, supra.
[17] See note 5, supra, at 2-3 (reporting statistics from May 15, 2006 through March 31, 2013).
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Royalty provision in agreement to purchase
patent for a Spider-Man toy could not be
enforced following the expiration of the patent
term. 35 U.S.C.A. § 154(a)(2).

2015 WL 2473380
Only the Westlaw citation is currently available.
Supreme Court of the United States
Stephen KIMBLE et al., Petitioners
v.
MARVEL ENTERTAINMENT, LLC,
successor to Marvel Enterprises, Inc.
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Syllabus *
*1
Respondent Marvel Entertainment's corporate
predecessor agreed to purchase petitioner Stephen Kimble's
patent for a Spider–Man toy in exchange for a lump sum plus
a 3% royalty on future sales. The agreement set no end date
for royalties. As the patent neared the end of its statutory 20–
year term, Marvel discovered Brulotte v. Thys Co., 379 U.S.
29, 85 S.Ct. 176, 13 L.Ed.2d 99, in which this Court held that
a patentee cannot continue to receive royalties for sales made
after his patent expires. Marvel then sought a declaratory
judgment in federal district court confirming that it could stop
paying Kimble royalties. The district court granted relief, and
the Ninth Circuit affirmed. Kimble now asks this Court to
overrule Brulotte.
Held : Stare decisis requires this Court to adhere to Brulotte.
Pp. –––– – ––––.
(a) A patent typically expires 20 years from its application
date. 35 U.S.C. § 154(a)(2). At that point, the unrestricted
right to make or use the article passes to the public. See
Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230, 84
S.Ct. 784, 11 L.Ed.2d 661. This Court has carefully guarded
the significance of that expiration date, declining to enforce
laws and contracts that restrict free public access to formerly
patented, as well as unpatentable, inventions. See, e.g., id., at
230–233, 84 S.Ct. 784; Scott Paper Co. v. Marcalus Mfg. Co.,
326 U.S. 249, 255–256, 66 S.Ct. 101, 90 L.Ed. 47.
Brulotte applied that principle to a patent licensing agreement
that provided for the payment of royalties accruing after the
patent's expiration. 379 U.S., at 30, 85 S.Ct. 176. The Court
held that the post-patent royalty provision was “unlawful per
se,” id., at 30, 32, 85 S.Ct. 176 because it continued “the
patent monopoly beyond the [patent] period,” id., at 33, 85
S.Ct. 176 and, in so doing, conflicted with patent law's policy
of establishing a “post-expiration ... public domain,” ibid.
The Brulotte rule may prevent some parties from entering into
deals they desire, but parties can often find ways to achieve
similar outcomes. For example, Brulotte leaves parties free
to defer payments for pre-expiration use of a patent, tie
royalties to non-patent rights, or make non-royalty-based
business arrangements. Contending that such alternatives are
not enough, Kimble asks this Court to abandon Brulotte 's
bright-line rule in favor of a case-by-case approach based on
antitrust law's “rule of reason.” Pp. –––– – ––––.

(b) The doctrine of stare decisis provides that today's
Court should stand by yesterday's decisions. Application
of that doctrine, though “not an inexorable command,” is
the “preferred course.” Payne v. Tennessee, 501 U.S. 808,
828, 827, 111 S.Ct. 2597, 115 L.Ed.2d 720. Overruling
a case always requires “special justification”—over and
above the belief “that the precedent was wrongly decided.”
Halliburton Co. v. Erica P. John Fund, Inc., 573 U.S. ––––,
––––, 134 S.Ct. 2398, 2407, 189 L.Ed.2d 339. Where, as
here, the precedent interprets a statute, stare decisis carries
enhanced force, since critics are free to take their objections
to Congress. See e.g., Patterson v. McLean Credit Union,
491 U.S. 164, 172–173, 109 S.Ct. 2363, 105 L.Ed.2d 132.
Congress, moreover, has spurned multiple opportunities to
reverse Brulotte, see Watson v. United States, 552 U.S.
74, 82–83, 128 S.Ct. 579, 169 L.Ed.2d 472, and has even
rebuffed bills that would have replaced Brulotte 's per se
rule with the standard Kimble urges. In addition, Brulotte
implicates property and contract law, two contexts in which
considerations favoring stare decisis are “at their acme,”
Payne, 501 U.S., at 828, 111 S.Ct. 2597 because parties are
especially likely to rely on such precedents when ordering
their affairs.
Given those good reasons for adhering to stare decisis in
this case, this Court would need a very strong justification
for overruling Brulotte. But traditional justifications for
abandoning stare decisis do not help Kimble here. First,
Brulotte' s doctrinal underpinnings have not eroded over
time. The patent statute at issue in Brulotte is essentially
unchanged. And the precedent on which the Brulotte Court
primarily relied, like other decisions enforcing a patent's cutoff date, remains good law. Indeed, Brulotte 's close relation
to a whole web of precedents means that overruling it could
threaten others. Second, nothing about Brulotte has proved
unworkable. See Patterson, 491 U.S., at 173, 109 S.Ct. 2363.
To the contrary, the decision itself is simple to apply—
particularly as compared to Kimble's proposed alternative,
which can produce high litigation costs and unpredictable
results. Pp. –––– – ––––.
*2 (c) Neither of the justifications Kimble offers gives cause
to overrule Brulotte. Pp. –––– – ––––.
(1) Kimble first argues the Brulotte hinged on an economic
error—i.e., an assumption that post-expiration royalties are
always anticompetitive. This Court sees no error in Kimble's
economic analysis. But even assuming Kimble is right that
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Brulotte relied on an economic misjudgment, Congress is
the right entity to fix it. The patent laws are not like the
Sherman Act, which gives courts exceptional authority to
shape the law and reconsider precedent based on better
economic analysis. Moreover, Kimble's argument is based not
on evolving economic theory but rather on a claim that the
Brulotte Court simply made the wrong call. That claim fails
to clear stare decisis 's high bar. In any event, Brulotte did
not even turn on the notion that post-patent royalties harm
competition. Instead, the Brulotte Court simply applied the
categorical principle that all patent-related benefits must end
when the patent term expires. Kimble's real complaint may go
to the merits of that principle as a policy matter. But Congress,
not this Court, gets to make patent policy. Pp. –––– – ––––.
(2) Kimble also argues that Brulotte suppresses technological
innovation and harms the national economy by preventing
parties from reaching agreements to commercialize patents.
This Court cannot tell whether that is true. Brulotte leaves
parties free to enter alternative arrangements that may suffice
to accomplish parties' payment deferral and risk-spreading
goals. And neither Kimble nor his amici offer any empirical
evidence connecting Brulotte to decreased innovation. In any
event, claims about a statutory precedent's consequences for
innovation are “more appropriately addressed to Congress.”
Halliburton, 573 U.S., at ––––, 134 S.Ct., at 2413. Pp. ––––
– ––––.
727 F.3d 856, affirmed.
*3 KAGAN, J., delivered the opinion of the Court, in
which SCALIA, KENNEDY, GINSBURG, BREYER, and
SOTOMAYOR, JJ., joined. ALITO, J., filed a dissenting
opinion, in which ROBERTS, C.J., and THOMAS, J., joined.
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Opinion
Justice KAGAN delivered the opinion of the Court.
[1] In Brulotte v. Thys Co., 379 U.S. 29, 85 S.Ct. 176, 13
L.Ed.2d 99 (1964), this Court held that a patent holder cannot
charge royalties for the use of his invention after its patent
term has expired. The sole question presented here is whether
we should overrule Brulotte. Adhering to principles of stare
decisis, we decline to do so. Critics of the Brulotte rule must
seek relief not from this Court but from Congress.

I
[2] In 1990, petitioner Stephen Kimble obtained a patent
on a toy that allows children (and young-at-heart adults)
to role-play as “a spider person” by shooting webs—really,
pressurized foam string—“from the palm of [the] hand.”
U.S. Patent No. 5,072,856, Abstract (filed May 25, 1990). 1
Respondent Marvel Entertainment, LLC (Marvel) makes and
markets products featuring Spider–Man, among other comicbook characters. Seeking to sell or license his patent, Kimble
met with the president of Marvel's corporate predecessor to
discuss his idea for web-slinging fun. Soon afterward, but
without remunerating Kimble, that company began marketing
the “Web Blaster”—a toy that, like Kimble's patented
invention, enables would-be action heroes to mimic Spider–
Man through the use of a polyester glove and a canister of
foam.
Kimble sued Marvel in 1997 alleging, among other things,
patent infringement. The parties ultimately settled that
litigation. Their agreement provided that Marvel would
purchase Kimble's patent in exchange for a lump sum (of
about a half-million dollars) and a 3% royalty on Marvel's
future sales of the Web Blaster and similar products. The
parties set no end date for royalties, apparently contemplating
that they would continue for as long as kids want to imitate
Spider–Man (by doing whatever a spider can).
And then Marvel stumbled across Brulotte, the case at the
heart of this dispute. In negotiating the settlement, neither
side was aware of Brulotte. But Marvel must have been
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pleased to learn of it. Brulotte had read the patent laws to
prevent a patentee from receiving royalties for sales made
after his patent's expiration. See 379 U.S., at 32, 85 S.Ct.
176. So the decision's effect was to sunset the settlement's
royalty clause. 2 On making that discovery, Marvel sought
a declaratory judgment in federal district court confirming
that the company could cease paying royalties come 2010
—the end of Kimble's patent term. The court approved that
relief, holding that Brulotte made “the royalty provision ...
unenforceable after the expiration of the Kimble patent.” 692
F.Supp.2d 1156, 1161 (D.Ariz.2010). The Court of Appeals
for the Ninth Circuit affirmed, though making clear that it
was none too happy about doing so. “[T]he Brulotte rule,”
the court complained, “is counterintuitive and its rationale is
arguably unconvincing.” 727 F.3d 856, 857 (2013).
We granted certiorari, 574 U.S. ––––, 135 S.Ct. 781, 190
L.Ed.2d 649 (2014), to decide whether, as some courts and
commentators have suggested, we should overrule Brulotte. 3
For reasons of stare decisis, we demur.

which the patent has expired,” like an unpatentable article,
“is in the public domain and may be made and sold by
whoever chooses to do so.” Sears, 376 U.S., at 231, 84
S.Ct. 784. In a related line of decisions, we have deemed
unenforceable private contract provisions limiting free use of
such inventions. In Scott Paper Co. v. Marcalus Mfg. Co.,
326 U.S. 249, 66 S.Ct. 101, 90 L.Ed. 47 (1945), for example,
we determined that a manufacturer could not agree to refrain
from challenging a patent's validity. Allowing even a single
company to restrict its use of an expired or invalid patent,
we explained, “would deprive ... the consuming public of
the advantage to be derived” from free exploitation of the
discovery. Id., at 256, 66 S.Ct. 101. And to permit such
a result, whether or not authorized “by express contract,”
would impermissibly undermine the patent laws. Id., at 255–
256, 66 S.Ct. 101; see also, e.g., Edward Katzinger Co. v.
Chicago Metallic Mfg. Co., 329 U.S. 394, 400–401, 67 S.Ct.
416, 91 L.Ed. 374 (1947) (ruling that Scott Paper applies
to licensees); Lear, Inc. v. Adkins, 395 U.S. 653, 668–675,
89 S.Ct. 1902, 23 L.Ed.2d 610 (1969) (refusing to enforce a
contract requiring a licensee to pay royalties while contesting
a patent's validity).

II

Brulotte was brewed in the same barrel. There, an inventor
licensed his patented hop-picking machine to farmers in
*4 [3]
[4] Patents endow their holders with certain exchange for royalties from hop crops harvested both before
superpowers, but only for a limited time. In crafting the patent
and after his patents' expiration dates. The Court (by an 8–
laws, Congress struck a balance between fostering innovation
1 vote) held the agreement unenforceable—“unlawful per
and ensuring public access to discoveries. While a patent
se ”—to the extent it provided for the payment of royalties
lasts, the patentee possesses exclusive rights to the patented
“accru[ing] after the last of the patents incorporated into the
article—rights he may sell or license for royalty payments
machines had expired.” 379 U.S., at 30, 32, 85 S.Ct. 176. To
if he so chooses. See 35 U.S.C. § 154(a)(1). But a patent
arrive at that conclusion, the Court began with the statutory
typically expires 20 years from the day the application for it
provision setting the length of a patent term. See id., at 30,
was filed. See § 154(a)(2). And when the patent expires, the
85 S.Ct. 176 (quoting the then-current version of § 154).
patentee's prerogatives expire too, and the right to make or
Emphasizing that a patented invention “become[s] public
use the article, free from all restriction, passes to the public.
property once [that term] expires,” the Court then quoted from
See Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230,
Scott Paper : Any attempt to limit a licensee's post-expiration
84 S.Ct. 784, 11 L.Ed.2d 661 (1964).
use of the invention, “whatever the legal device employed,
runs counter to the policy and purpose of the patent laws.”
This Court has carefully guarded that cut-off date, just as
379 U.S., at 31, 85 S.Ct. 176 (quoting 326 U.S., at 256). In the
it has the patent laws' subject-matter limits: In case after
Brulotte Court's view, contracts to pay royalties for such use
case, the Court has construed those laws to preclude measures
continue “the patent monopoly beyond the [patent] period,”
that restrict free access to formerly patented, as well as
even though only as to the licensee affected. 379 U.S., at
unpatentable, inventions. In one line of cases, we have struck
33, 85 S.Ct. 176. And in so doing, those agreements conflict
down state statutes with that consequence. See, e.g., id., at
with patent law's policy of establishing a “post-expiration ...
230–233, 84 S.Ct. 784; Bonito Boats, Inc. v. Thunder Craft
public domain” in which every person can make free use of
Boats, Inc., 489 U.S. 141, 152, 167–168, 109 S.Ct. 971, 103
a formerly patented product. Ibid.
L.Ed.2d 118 (1989); Compco Corp. v. Day–Brite Lighting,
Inc., 376 U.S. 234, 237–238, 84 S.Ct. 779, 11 L.Ed.2d 669
(1964). By virtue of federal law, we reasoned, “an article on
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*5 The Brulotte rule, like others making contract provisions
unenforceable, prevents some parties from entering into deals
they desire. As compared to lump-sum fees, royalty plans
both draw out payments over time and tie those payments,
in each month or year covered, to a product's commercial
success. And sometimes, for some parties, the longer the
arrangement lasts, the better—not just up to but beyond a
patent term's end. A more extended payment period, coupled
(as it presumably would be) with a lower rate, may bring
the price the patent holder seeks within the range of a
cash-strapped licensee. (Anyone who has bought a product
on installment can relate.) See Brief for Memorial Sloan
Kettering Cancer Center et al. as Amici Curiae 17. Or such
an extended term may better allocate the risks and rewards
associated with commercializing inventions—most notably,
when years of development work stand between licensing
a patent and bringing a product to market. See, e.g., 3 R.
Milgrim & E. Bensen, Milgrim on Licensing § 18.05, p. 18–
9 (2013). As to either goal, Brulotte may pose an obstacle.

[9] Contending that such alternatives are not enough,
Kimble asks us to abandon Brulotte in favor of “flexible, caseby-case analysis” of post-expiration royalty clauses “under
the rule of reason.” Brief for Petitioners 45. Used in antitrust
law, the rule of reason requires courts to evaluate a practice's
effect on competition by “taking into account a variety of
factors, including specific information about the relevant
business, its condition before and after the [practice] was
imposed, and the [practice's] history, nature, and effect.”
State Oil Co. v. Khan, 522 U.S. 3, 10, 118 S.Ct. 275, 139
L.Ed.2d 199 (1997). Of primary importance in this context,
Kimble posits, is whether a patent holder has power in the
relevant market and so might be able to curtail competition.
See Brief for Petitioners 47–48; Illinois Tool Works Inc. v.
Independent Ink, Inc., 547 U.S. 28, 44, 126 S.Ct. 1281, 164
L.Ed.2d 26 (2006) (“[A] patent does not necessarily confer
market power”). Resolving that issue, Kimble notes, entails
“a full-fledged economic inquiry into the definition of the
market, barriers to entry, and the like.” Brief for Petitioners
[5] [6] [7] [8] Yet parties can often find ways around48 (quoting 1 H. Hovenkamp, M. Janis, M. Lemley, & C.
Brulotte, enabling them to achieve those same ends. To
Leslie, IP and Antitrust § 3.2e, p. 3–12.1 (2d ed., Supp. 2014)
start, Brulotte allows a licensee to defer payments for pre(Hovenkamp)).
expiration use of a patent into the post-expiration period; all
the decision bars are royalties for using an invention after it
has moved into the public domain. See 379 U.S., at 31, 85
III
S.Ct. 176; Zenith Radio Corp. v. Hazeltine Research, Inc.,
395 U.S. 100, 136, 89 S.Ct. 1562, 23 L.Ed.2d 129 (1969).
*6 [10]
[11] Overruling precedent is never a small
A licensee could agree, for example, to pay the licensor a
matter. Stare decisis—in English, the idea that today's Court
sum equal to 10% of sales during the 20–year patent term,
should stand by yesterday's decisions—is “a foundation
but to amortize that amount over 40 years. That arrangement
stone of the rule of law.” Michigan v. Bay Mills Indian
would at least bring down early outlays, even if it would
Community, 572 U.S. ––––, ––––, 134 S.Ct. 2024, 2036,
not do everything the parties might want to allocate risk
188 L.Ed.2d 1071 (2014). Application of that doctrine,
over a long timeframe. And parties have still more options
although “not an inexorable command,” is the “preferred
when a licensing agreement covers either multiple patents or
course because it promotes the evenhanded, predictable, and
additional non-patent rights. Under Brulotte, royalties may
consistent development of legal principles, fosters reliance on
run until the latest-running patent covered in the parties'
judicial decisions, and contributes to the actual and perceived
agreement expires. See 379 U.S., at 30, 85 S.Ct. 176. Too,
integrity of the judicial process.” Payne v. Tennessee, 501
post-expiration royalties are allowable so long as tied to a
U.S. 808, 827–828, 111 S.Ct. 2597, 115 L.Ed.2d 720 (1991).
non-patent right—even when closely related to a patent. See,
It also reduces incentives for challenging settled precedents,
e.g., 3 Milgrim on Licensing § 18.07, at 18–16 to 18–17.
saving parties and courts the expense of endless relitigation.
That means, for example, that a license involving both a
patent and a trade secret can set a 5% royalty during the
[12] [13] [14] Respecting stare decisis means sticking
patent period (as compensation for the two combined) and
to some wrong decisions. The doctrine rests on the idea,
a 4% royalty afterward (as payment for the trade secret
as Justice Brandeis famously wrote, that it is usually “more
alone). Finally and most broadly, Brulotte poses no bar to
important that the applicable rule of law be settled than that
business arrangements other than royalties—all kinds of joint
it be settled right.” Burnet v. Coronado Oil & Gas Co., 285
ventures, for example—that enable parties to share the risks
U.S. 393, 406, 52 S.Ct. 443, 76 L.Ed. 815 (1932) (dissenting
and rewards of commercializing an invention.
opinion). Indeed, stare decisis has consequence only to the
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extent it sustains incorrect decisions; correct judgments have
no need for that principle to prop them up. Accordingly,
an argument that we got something wrong—even a good
argument to that effect—cannot by itself justify scrapping
settled precedent. Or otherwise said, it is not alone sufficient
that we would decide a case differently now than we did then.
To reverse course, we require as well what we have termed
a “special justification”—over and above the belief “that the
precedent was wrongly decided.” Halliburton Co. v. Erica P.
John Fund, Inc., 573 U.S. ––––, ––––, 134 S.Ct. 2398, 2407,
189 L.Ed.2d 339 (2014).

Congress has rebuffed bills that would have replaced Brulotte
's per se rule with the same antitrust-style analysis Kimble
now urges. See, e.g., S. 1200, 100th Cong., 1st Sess.,
Tit. II (1987) (providing that no patent owner would be
guilty of “illegal extension of the patent right by reason
of his or her licensing practices ... unless such practices ...
violate the antitrust laws”); S. 438, 100th Cong., 2d Sess., §
201(3) (1988) (same). Congress's continual reworking of the
patent laws—but never of the Brulotte rule—further supports
leaving the decision in place.

[18] Nor yet are we done, for the subject matter of Brulotte
[15]
[16]
[17] What is more, stare decisis carries adds to the case for adhering to precedent. Brulotte lies
enhanced force when a decision, like Brulotte, interprets
at the intersection of two areas of law: property (patents)
a statute. Then, unlike in a constitutional case, critics of
and contracts (licensing agreements). And we have often
our ruling can take their objections across the street, and
recognized that in just those contexts—“cases involving
Congress can correct any mistake it sees. See, e.g., Patterson
property and contract rights”—considerations favoring stare
v. McLean Credit Union, 491 U.S. 164, 172–173, 109 S.Ct.
decisis are “at their acme.” E.g., Payne, 501 U.S., at 828,
2363, 105 L.Ed.2d 132 (1989). That is true, contrary to
111 S.Ct. 2597; Khan, 522 U.S., at 20, 118 S.Ct. 275.
the dissent's view, see post, at –––– – –––– (opinion of
That is because parties are especially likely to rely on such
ALITO, J.), regardless whether our decision focused only on
precedents when ordering their affairs. To be sure, Marvel
statutory text or also relied, as Brulotte did, on the policies
and Kimble disagree about whether Brulotte has actually
and purposes animating the law. See, e.g., Bilski v. Kappos,
generated reliance. Marvel says yes: Some parties, it claims,
561 U.S. 593, 601–602, 130 S.Ct. 3218, 177 L.Ed.2d 792
do not specify an end date for royalties in their licensing
(2010). Indeed, we apply statutory stare decisis even when
agreements, instead relying on Brulotte as a default rule.
a decision has announced a “judicially created doctrine”
Brief for Respondent 32–33; see 1 D. Epstein, Eckstrom's
designed to implement a federal statute. Halliburton, 573
Licensing in Foreign and Domestic Operations § 3.13, p. 3–
U.S., at ––––, 134 S.Ct., at 2411. All our interpretive
13, and n. 2 (2014) (noting that it is not “necessary to specify
decisions, in whatever way reasoned, effectively become
the term ... of the license” when a decision like Brulotte
part of the statutory scheme, subject (just like the rest) to
limits it “by law”). Overturning Brulotte would thus upset
congressional change. Absent special justification, they are
expectations, most so when long-dormant licenses for longballs tossed into Congress's court, for acceptance or not as
expired patents spring back to life. Not true, says Kimble:
that branch elects.
Unfair surprise is unlikely, because no “meaningful number
of [such] license agreements ... actually exist.” Reply Brief
*7 And Congress has spurned multiple opportunities to
18. To be honest, we do not know (nor, we suspect, do Marvel
reverse Brulotte—openings as frequent and clear as this
and Kimble). But even uncertainty on this score cuts in
Court ever sees. Brulotte has governed licensing agreements
Marvel's direction. So long as we see a reasonable possibility
for more than half a century. See Watson v. United States,
that parties have structured their business transactions in light
552 U.S. 74, 82–83, 128 S.Ct. 579, 169 L.Ed.2d 472
of Brulotte, we have one more reason to let it stand.
(2007) (stating that “long congressional acquiescence,” there
totaling just 14 years, “enhance[s] even the usual precedential
*8 As against this superpowered form of stare decisis, we
force we accord to our interpretations of statutes” (internal
would need a superspecial justification to warrant reversing
quotation marks omitted)). During that time, Congress has
Brulotte. But the kinds of reasons we have most often held
repeatedly amended the patent laws, including the specific
sufficient in the past do not help Kimble here. If anything,
provision (35 U.S.C. § 154) on which Brulotte rested. See,
they reinforce our unwillingness to do what he asks.
e.g., Uruguay Round Agreements Act, § 532(a), 108 Stat.
4983 (1994) (increasing the length of the patent term); Act
First, Brulotte 's statutory and doctrinal underpinnings have
of Nov. 19, 1988, § 201, 102 Stat. 4676 (limiting patentnot eroded over time. When we reverse our statutory
misuse claims). Brulotte survived every such change. Indeed,
interpretations, we most often point to subsequent legal
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developments—“either the growth of judicial doctrine or
further action taken by Congress”—that have removed the
basis for a decision. Patterson, 491 U.S., at 173, 109
S.Ct. 2363 (calling this “the primary reason” for overruling
statutory precedent). But the core feature of the patent laws
on which Brulotte relied remains just the same: Section 154
now, as then, draws a sharp line cutting off patent rights
after a set number of years. And this Court has continued
to draw from that legislative choice a broad policy favoring
unrestricted use of an invention after its patent's expiration.
See supra, at –––– – ––––. Scott Paper—the decision on
which Brulotte primarily relied—remains good law. So too
do this Court's other decisions refusing to enforce either
state laws or private contracts constraining individuals' free
use of formerly patented (or unpatentable) discoveries. See
supra, at –––– – ––––. Brulotte, then, is not the kind of
doctrinal dinosaur or legal last-man-standing for which we
sometimes depart from stare decisis. Compare, e.g., Alleyne
v. United States, 570 U.S. ––––, –––– – ––––, 133 S.Ct.
2151, 2164–2166, 186 L.Ed.2d 314 (2013) (SOTOMAYOR,
J., concurring). To the contrary, the decision's close relation
to a whole web of precedents means that reversing it could
threaten others. If Brulotte is outdated, then (for example) is
Scott Paper too? We would prefer not to unsettle stable law. 4
And second, nothing about Brulotte has proved unworkable.
See, e.g., Patterson, 491 U.S., at 173, 109 S.Ct.
2363 (identifying unworkability as another “traditional
justification” for overruling precedent). The decision is
simplicity itself to apply. A court need only ask whether a
licensing agreement provides royalties for post-expiration use
of a patent. If not, no problem; if so, no dice. Brulotte 's
ease of use appears in still sharper relief when compared to
Kimble's proposed alternative. Recall that he wants courts
to employ antitrust law's rule of reason to identify and
invalidate those post-expiration royalty clauses with anticompetitive consequences. See supra, at –––– – ––––. But
whatever its merits may be for deciding antitrust claims,
that “elaborate inquiry” produces notoriously high litigation
costs and unpredictable results. Arizona v. Maricopa County
Medical Soc., 457 U.S. 332, 343, 102 S.Ct. 2466, 73 L.Ed.2d
48 (1982). For that reason, trading in Brulotte for the rule of
reason would make the law less, not more, workable than it is
now. Once again, then, the case for sticking with long-settled
precedent grows stronger: Even the most usual reasons for
abandoning stare decisis cut the other way here.

IV
*9 Lacking recourse to those traditional justifications for
overruling a prior decision, Kimble offers two different ones.
He claims first that Brulotte rests on a mistaken view of the
competitive effects of post-expiration royalties. He contends
next that Brulotte suppresses technological innovation and so
harms the nation's economy. (The dissent offers versions of
those same arguments. See post, at –––– – ––––.) We consider
the two claims in turn, but our answers to both are much the
same: Kimble's reasoning may give Congress cause to upset
Brulotte, but does not warrant this Court's doing so.

A
According to Kimble, we should overrule Brulotte because
it hinged on an error about economics: It assumed that postpatent royalty “arrangements are invariably anticompetitive.”
Brief for Petitioners 37. That is not true, Kimble notes;
indeed, such agreements more often increase than inhibit
competition, both before and after the patent expires. See
id., at 36–40. As noted earlier, a longer payment period
will typically go hand-in-hand with a lower royalty rate. See
supra, at ––––. During the patent term, those reduced rates
may lead to lower consumer prices, making the patented
technology more competitive with alternatives; too, the lesser
rates may enable more companies to afford a license, fostering
competition among the patent's own users. See Brief for
Petitioners 38. And after the patent's expiration, Kimble
continues, further benefits follow: Absent high barriers to
entry (a material caveat, as even he would agree, see Tr. of
Oral Arg. 12–13, 23), the licensee's continuing obligation to
pay royalties encourages new companies to begin making the
product, figuring that they can quickly attract customers by
undercutting the licensee on price. See Brief for Petitioners
38–39. In light of those realities, Kimble concludes, “the
Brulotte per se rule makes little sense.” Id., at 11.
We do not join issue with Kimble's economics—only with
what follows from it. A broad scholarly consensus supports
Kimble's view of the competitive effects of post-expiration
royalties, and we see no error in that shared analysis. See
id., at 13–18 (citing numerous treatises and articles critiquing
Brulotte ). Still, we must decide what that means for Brulotte.
Kimble, of course, says it means the decision must go.
Positing that Brulotte turned on the belief that post-expiration
royalties are always anticompetitive, he invokes decisions in
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which this Court abandoned antitrust precedents premised on
similarly shaky economic reasoning. See Brief for Petitioners
55–56 (citing, e.g., Leegin Creative Leather Products, Inc.
v. PSKS, Inc., 551 U.S. 877, 127 S.Ct. 2705, 168 L.Ed.2d
623 (2007); Illinois Tool Works, 547 U.S. 28, 126 S.Ct. 1281,
164 L.Ed.2d 26). But to agree with Kimble's conclusion, we
must resolve two questions in his favor. First, even assuming
Kimble accurately characterizes Brulotte 's basis, does the
decision's economic mistake suffice to overcome stare decisis
? Second and more fundamentally, was Brulotte actually
founded, as Kimble contends, on an analysis of competitive
effects?

point to anything that has changed since Brulotte—no new
empirical studies or advances in economic theory. Compare,
e.g., Halliburton, 573 U.S., at ––––, 134 S.Ct., at 2409–2411
(considering, though finding insufficient, recent economic
research). On his argument, the Brulotte Court knew all it
needed to know to determine that post-patent royalties are not
usually anticompetitive; it just made the wrong call. See Brief
for Petitioners 36–40. That claim, even if itself dead-right,
fails to clear stare decisis 's high bar.

[22] [23] And in any event, Brulotte did not hinge on the
mistake Kimble identifies. Although some of its language
invoked economic concepts, see n. 4, supra, the Court did not
*10 [19] If Brulotte were an antitrust rather than a patent rely on the notion that post-patent royalties harm competition.
case, we might answer both questions as Kimble would like.
Nor is that surprising. The patent laws—unlike the Sherman
This Court has viewed stare decisis as having less-thanAct—do not aim to maximize competition (to a large extent,
usual force in cases involving the Sherman Act. See, e.g.,
the opposite). And the patent term—unlike the “restraint of
Khan, 522 U.S., at 20–21, 118 S.Ct. 275. Congress, we
trade” standard—provides an all-encompassing bright-line
have explained, intended that law's reference to “restraint of
rule, rather than calling for practice-specific analysis. So
trade” to have “changing content,” and authorized courts to
in deciding whether post-expiration royalties comport with
oversee the term's “dynamic potential.” Business Electronics
patent law, Brulotte did not undertake to assess that practice's
Corp. v. Sharp Electronics Corp., 485 U.S. 717, 731–732,
likely competitive effects. Instead, it applied a categorical
108 S.Ct. 1515, 99 L.Ed.2d 808 (1988). We have therefore
principle that all patents, and all benefits from them, must
felt relatively free to revise our legal analysis as economic
end when their terms expire. See Brulotte, 379 U.S., at 30–
understanding evolves and (just as Kimble notes) to reverse
32, 85 S.Ct. 176; supra, at –––– – ––––. Or more specifically
antitrust precedents that misperceived a practice's competitive
put, the Court held, as it had in Scott Paper, that Congress
consequences. See Leegin, 551 U.S., at 899–900, 127 S.Ct.
had made a judgment: that the day after a patent lapses, the
2705. Moreover, because the question in those cases was
formerly protected invention must be available to all for free.
whether the challenged activity restrained trade, the Court's
And further: that post-expiration restraints on even a single
rulings necessarily turned on its understanding of economics.
licensee's access to the invention clash with that principle.
See Business Electronics Corp., 485 U.S., at 731, 108 S.Ct.
See Brulotte, 379 U.S., at 31–32, 85 S.Ct. 176 (a licensee's
1515. Accordingly, to overturn the decisions in light of
obligation to pay post-patent royalties conflicts with the “free
sounder economic reasoning was to take them “on [their] own
market visualized for the post-expiration period” and so “runs
terms.” Halliburton, 573 U.S., at ––––, 134 S.Ct., at 2410.
counter to the policy and purpose of the patent laws” (quoting
Scott Paper, 326 U.S., at 256, 66 S.Ct. 101)). That patent
[20] [21] But Brulotte is a patent rather than an antitrust (not antitrust) policy gave rise to the Court's conclusion
case, and our answers to both questions instead go against
that post-patent royalty contracts are unenforceable—utterly
Kimble. To begin, even assuming that Brulotte relied on an
“regardless of a demonstrable effect on competition.” 1
economic misjudgment, Congress is the right entity to fix it.
Hovenkamp § 3.2d, at 3–10.
By contrast with the Sherman Act, the patent laws do not
turn over exceptional law-shaping authority to the courts.
*11 [24] Kimble's real complaint may go to the merits
Accordingly, statutory stare decisis—in which this Court
of such a patent policy—what he terms its “formalis[m],”
interprets and Congress decides whether to amend—retains
its “rigid[ity]”, and its detachment from “economic reality.”
its usual strong force. See supra, at ––––. And as we have
Brief for Petitioners 27–28. But that is just a different version
shown, that doctrine does not ordinarily bend to “wrong on
of the argument that Brulotte is wrong. And it is, if anything,
the merits”-type arguments; it instead assumes Congress will
a version less capable than the last of trumping statutory stare
correct whatever mistakes we commit. See supra, at –––– –
decisis. For the choice of what patent policy should be lies
––––. Nor does Kimble offer any reason to think his own
first and foremost with Congress. So if Kimble thinks patent
“the Court erred” claim is special. Indeed, he does not even
law's insistence on unrestricted access to formerly patented
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inventions leaves too little room for pro-competitive postexpiration royalties, then Congress, not this Court, is his
proper audience.

B
Kimble also seeks support from the wellspring of all patent
policy: the goal of promoting innovation. Brulotte, he
contends, “discourages technological innovation and does
significant damage to the American economy.” Brief for
Petitioners 29. Recall that would-be licensors and licensees
may benefit from post-patent royalty arrangements because
they allow for a longer payment period and a more precise
allocation of risk. See supra, at ––––. If the parties' ideal
licensing agreement is barred, Kimble reasons, they may
reach no agreement at all. See Brief for Petitioners 32.
And that possibility may discourage invention in the first
instance. The bottom line, Kimble concludes, is that some
“breakthrough technologies will never see the light of day.”
Id., at 33.
Maybe. Or, then again, maybe not. While we recognize that
post-patent royalties are sometimes not anticompetitive, we
just cannot say whether barring them imposes any meaningful
drag on innovation. As we have explained, Brulotte leaves
open various ways—involving both licensing and other
business arrangements—to accomplish payment deferral and
risk-spreading alike. See supra, at ––––. Those alternatives
may not offer the parties the precise set of benefits and
obligations they would prefer. But they might still suffice
to bring patent holders and product developers together and
ensure that inventions get to the public. Neither Kimble nor
his amici have offered any empirical evidence connecting
Brulotte to decreased innovation; they essentially ask us to
take their word for the problem. And the United States, which
acts as both a licensor and a licensee of patented inventions
while also implementing patent policy, vigorously disputes
that Brulotte has caused any “significant real-world economic
harm.” Brief for United States as Amicus Curiae 30. Truth be
told, if forced to decide that issue, we would not know where
or how to start.
*12 Which is one good reason why that is not our
job. Claims that a statutory precedent has “serious and
harmful consequences” for innovation are (to repeat
this opinion's refrain) “more appropriately addressed to
Congress.” Halliburton, 573 U.S., at ––––, 134 S.Ct., at 2413.
That branch, far more than this one, has the capacity to

assess Kimble's charge that Brulotte suppresses technological
progress. And if it concludes that Brulotte works such harm,
Congress has the prerogative to determine the exact right
response—choosing the policy fix, among many conceivable
ones, that will optimally serve the public interest. As we have
noted, Congress legislates actively with respect to patents,
considering concerns of just the kind Kimble raises. See
supra, at ––––. In adhering to our precedent as against such
complaints, we promote the rule-of-law values to which
courts must attend while leaving matters of public policy to
Congress.

V
What we can decide, we can undecide. But stare decisis
teaches that we should exercise that authority sparingly. Cf. S.
Lee and S. Ditko, Amazing Fantasy No. 15: “Spider–Man,”
p. 13 (1962) (“[I]n this world, with great power there must
also come—great responsibility”). Finding many reasons for
staying the stare decisis course and no “special justification”
for departing from it, we decline Kimble's invitation to
overrule Brulotte.
For the reasons stated, the judgment of the Court of Appeals
is affirmed.
It is so ordered.

Justice ALITO, with whom THE CHIEF JUSTICE and
Justice THOMAS join, dissenting.
*12 The Court employs stare decisis, normally a tool of
restraint, to reaffirm a clear case of judicial overreach. Our
decision in Brulotte v. Thys Co., 379 U.S. 29, 85 S.Ct. 176,
13 L.Ed.2d 99 (1964), held that parties cannot enter into a
patent licensing agreement that provides for royalty payments
to continue after the term of the patent expires. That decision
was not based on anything that can plausibly be regarded
as an interpretation of the terms of the Patent Act. It was
based instead on an economic theory—and one that has been
debunked. The decision interferes with the ability of parties to
negotiate licensing agreements that reflect the true value of a
patent, and it disrupts contractual expectations. Stare decisis
does not require us to retain this baseless and damaging
precedent.
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I
A
*13 The Patent Act provides that a patent grants certain
exclusive rights to the patentee and “his heirs or assigns”
for a term of 20 years. 35 U.S.C. §§ 154(a)(1) and (2). The
Act says nothing whatsoever about post-expiration royalties.
In Brulotte, however, the Court held that such royalties are
per se unlawful. The Court made little pretense of finding
support for this holding in the language of the Act. Instead, the
Court reasoned that allowing post-expiration royalties would
subject “the free market visualized for the post-expiration
period ... to monopoly influences that have no proper place
there.” 379 U.S., at 32–33, 85 S.Ct. 176. Invoking antitrust
concepts, the decision suggested that such arrangements are
“an effort to enlarge the monopoly of the patent by t[y]ing the
sale or use of the patented article to the purchase or use of
unpatented ones.” Id., at 33, 85 S.Ct. 176.
Whatever the merits of this economic argument, it does not
represent a serious attempt to interpret the Patent Act. A
licensing agreement that provides for the payment of royalties
after a patent's term expires does not enlarge the patentee's
monopoly or extend the term of the patent. It simply gives the
licensor a contractual right. Thus, nothing in the text of the
Act even arguably forbids licensing agreements that provide
for post-expiration royalties.
Brulotte was thus a bald act of policymaking. It was not
simply a case of incorrect statutory interpretation. It was not
really statutory interpretation at all.

B
Not only was Brulotte based on policymaking, it was based on
a policy that is difficult to defend. Indeed, in the intervening
50 years, its reasoning has been soundly refuted. See, e.g.,
10 P. Areeda & H. Hovenkamp, Antitrust Law: An Analysis
of Antitrust Principles and Their Application ¶ 1782c.3, pp.
554–556 (3d ed. 2011); See & Caprio, The Trouble with
Brulotte : The Patent Royalty Term and Patent Monopoly
Extension, 1990 Utah L.Rev. 813, 846–851; Scheiber v.
Dolby Labs., Inc., 293 F.3d 1014, 1017 (C.A.7 2002); Brief
for Petitioners 23–25, and n. 11 (collecting sources); ante, at
––––, n. 3.

Brulotte misperceived the purpose and effect of postexpiration royalties. The decision rested on the view that
post-expiration royalties extend the patent term by means
of an anti-competitive tying arrangement. As the Court
understood such an arrangement, the patent holder leverages
its monopoly power during the patent term to require
payments after the term ends, when the invention would
otherwise be available for free public use. But agreements
to pay licensing fees after a patent expires do not “enlarge
the monopoly of the patent.” 379 U.S., at 33, 85 S.Ct. 176.
Instead, “[o]nce the patent term expires, the power to exclude
is gone,” and all that is left “is a problem about optimal
contract design.” Easterbrook, Contract and Copyright, 42
Hous. L.Rev. 953, 955 (2005).
*14 The economics are simple: Extending a royalty term
allows the parties to spread the licensing fees over a longer
period of time, which naturally has the effect of reducing the
fees during the patent term. See ante, at ––––. Restricting
royalty payments to the patent term, as Brulotte requires,
compresses payment into a shorter period of higher fees. The
Patent Act does not prefer one approach over the other.
There are, however, good reasons why parties sometimes
prefer post-expiration royalties over upfront fees, and why
such arrangements have pro-competitive effects. Patent
holders and licensees are often unsure whether a patented
idea will yield significant economic value, and it often takes
years to monetize an innovation. In those circumstances,
deferred royalty agreements are economically efficient. They
encourage innovators, like universities, hospitals, and other
institutions, to invest in research that might not yield
marketable products until decades down the line. See Brief
for Memorial Sloan Kettering Cancer Center et al. as Amici
Curiae 8–12. And they allow producers to hedge their bets
and develop more products by spreading licensing fees over
longer periods. See ibid. By prohibiting these arrangements,
Brulotte erects an obstacle to efficient patent use. In patent
law and other areas, we have abandoned per se rules with
similarly disruptive effects. See, e.g., Illinois Tool Works Inc.
v. Independent Ink, Inc., 547 U.S. 28, 126 S.Ct. 1281, 164
L.Ed.2d 26 (2006); Leegin Creative Leather Products, Inc. v.
PSKS, Inc., 551 U.S. 877, 127 S.Ct. 2705, 168 L.Ed.2d 623
(2007).
The majority downplays this harm by insisting that “parties
can often find ways around Brulotte.” Ante, at ––––. But
the need to avoid Brulotte is an economic inefficiency in
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itself. Parties are not always aware of the prohibition—as
this case amply demonstrates. And the suggested alternatives
do not provide the same benefits as post-expiration royalty
agreements. For instance, although an agreement to amortize
payments for sales during the patent term would “bring down
early outlays,” the Court admits that such an agreement
might not reflect the parties' risk preferences. Ante, at
––––. Moreover, such an arrangement would not necessarily
yield the same amount of total royalties, particularly for an
invention or a medical breakthrough that takes decades to
develop into a marketable product. The sort of agreements
that Brulotte prohibits would allow licensees to spread their
costs, while also allowing patent holders to capitalize on
slow-developing inventions.

no evidence to support it. Ibid. And there are reasons to
believe that, if parties actually relied on Brulotte to supply a
default rule, courts would enforce the contracts as the parties
expected. See, e.g., 27 R. Lord, Williston on Contracts §
70:124 (4th ed. 2003). What we know for sure, however,
is that Brulotte has upended the parties' expectations here
and in many other cases. See, e.g., Scheiber, 293 F.3d, at
1016; Boggild v. Kenner Products, 853 F.2d 465, 466–467
(C.A.6 1988); Pitney Bowes, Inc. v. Mestre, 701 F.2d 1365,
1367, 1373 (C.A.11 1983). These confirmed problems with
retaining Brulotte clearly outweigh Marvel's hypothetical
fears.

II
C
*15 On top of that, Brulotte most often functions to upset
the parties' expectations.
This case illustrates the point. No one disputes that, when
“negotiating the settlement, neither side was aware of
Brulotte.” Ante, at ––––. Without knowledge of our per se
rule, the parties agreed that Marvel would pay 3% in royalties
on all of its future sales involving the Web Blaster and
similar products. If the parties had been aware of Brulotte,
they might have agreed to higher payments during the patent
term. Instead, both sides expected the royalty payments to
continue until Marvel stopped selling toys that fit the terms of
the agreement. But that is not what happened. When Marvel
discovered Brulotte, it used that decision to nullify a key part
of the agreement. The parties' contractual expectations were
shattered, and petitioners' rights were extinguished.
The Court's suggestion that some parties have come to rely
on Brulotte is fanciful. The Court believes that there is
a “reasonable possibility that parties have structured their
business transactions in light of Brulotte.” Ante, at ––––. Its
only support for this conclusion is Marvel's self-serving and
unsupported assertion that some contracts might not specify
an end date for royalties because the parties expect Brulotte
to supply the default rule. To its credit, the Court stops
short of endorsing this unlikely prediction, saying only that
“uncertainty on this score cuts in Marvel's direction.” Ante,
at ––––.
But there is no real uncertainty. “[W]e do not know” if
Marvel's assertion is correct because Marvel has provided

In the end, Brulotte 's only virtue is that we decided it. But that
does not render it invincible. Stare decisis is important to the
rule of law, but so are correct judicial decisions. Adherence to
prior decisions “ ‘promotes the evenhanded, predictable, and
consistent development of legal principles, fosters reliance on
judicial decisions, and contributes to the actual and perceived
integrity of the judicial process.’ ” Pearson v. Callahan,
555 U.S. 223, 233, 129 S.Ct. 808, 172 L.Ed.2d 565 (2009)
(quoting Payne v. Tennessee, 501 U.S. 808, 827, 111 S.Ct.
2597, 115 L.Ed.2d 720 (1991)). But stare decisis is not an
“inexorable command.” Payne, supra, at 828, 111 S.Ct. 2597;
Washington v. W.C. Dawson & Co., 264 U.S. 219, 238, 44
S.Ct. 302, 68 L.Ed. 646 (1924) (Brandeis, J., dissenting).
“Revisiting precedent is particularly appropriate where, as
here, a departure would not upset expectations, the precedent
consists of a judge-made rule ..., and experience has pointed
up the precedent's shortcomings.” Pearson, supra, at 233, 129
S.Ct. 808.
Our traditional approach to stare decisis does not require us to
retain Brulotte 's per se rule. Brulotte 's holding had no basis in
the law. Its reasoning has been thoroughly disproved. It poses
economic barriers that stifle innovation. And it unsettles
contractual expectations.
*16 It is not decisive that Congress could have altered
Brulotte 's rule. In general, we are especially reluctant
to overturn decisions interpreting statutes because those
decisions can be undone by Congress. See, e.g., John R. Sand
& Gravel Co. v. United States, 552 U.S. 130, 139, 128 S.Ct.
750, 169 L.Ed.2d 591 (2008); Patterson v. McLean Credit
Union, 491 U.S. 164, 172–173, 109 S.Ct. 2363, 105 L.Ed.2d
132 (1989). The Court calls this a “superpowered form of
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stare decisis ” that renders statutory interpretation decisions
nearly impervious to challenge. Ante, at ––––. I think this goes
a bit too far.
As an initial matter, we do not give super-duper protection
to decisions that do not actually interpret a statute. When a
precedent is based on a judge-made rule and is not grounded
in anything that Congress has enacted, we cannot “properly
place on the shoulders of Congress” the entire burden of
correcting “the Court's own error.” Girouard v. United States,
328 U.S. 61, 69–70, 66 S.Ct. 826, 90 L.Ed. 1084 (1946). On
the contrary, we have recognized that it is appropriate for us
to correct rules of this sort. See, e.g., Leegin, 551 U.S., at 899–
900, 127 S.Ct. 2705; State Oil Co. v. Khan, 522 U.S. 3, 20–
21, 118 S.Ct. 275, 139 L.Ed.2d 199 (1997).
The Court says that it might agree if Brulotte were an antitrust
precedent because stare decisis has “less-than-usual force in
cases involving the Sherman Act.” Ante, at ––––. But this
distinction is unwarranted. We have been more willing to
reexamine antitrust precedents because they have attributes
of common-law decisions. I see no reason why the same
approach should not apply where the precedent at issue,
while purporting to apply a statute, is actually based on
policy concerns. Indeed, we should be even more willing
to reconsider such a precedent because the role implicitly
assigned to the federal courts under the Sherman Act has no
parallel in Patent Act cases.
Even taking the Court on its own terms, Brulotte was
an antitrust decision masquerading as a patent case. The
Court was principally concerned with patentees improperly
leveraging their monopoly power. See 379 U.S., at 32–33,
85 S.Ct. 176. And it expressly characterized post-expiration
royalties as anti-competitive tying arrangements. See id.,
at 33, 85 S.Ct. 176. It makes no sense to afford greater
stare decisis protection to Brulotte 's thinly veiled antitrust
reasoning than to our Sherman Act decisions.

The Court also places too much weight on Congress' failure to
overturn Brulotte. We have long cautioned that “[i]t is at best
treacherous to find in congressional silence alone the adoption
of a controlling rule of law.” Girouard, supra, at 69, 66 S.Ct.
826. Even where Congress has considered, but not adopted,
legislation that would abrogate a judicial ruling, it cannot be
inferred that Congress' failure to act shows that it approves the
ruling. See Central Bank of Denver, N.A. v. First Interstate
Bank of Denver, N.A., 511 U.S. 164, 187, 114 S.Ct. 1439, 128
L.Ed.2d 119 (1994). “ ‘[S]everal equally tenable inferences
may be drawn from such inaction.’ ” Ibid. (quoting Pension
Benefit Guaranty Corporation v. LTV Corp., 496 U.S. 633,
650, 110 S.Ct. 2668, 110 L.Ed.2d 579 (1990)).
*17 Passing legislation is no easy task. A federal
statute must withstand the “finely wrought” procedure of
bicameralism and presentment. INS v. Chadha, 462 U.S. 919,
951, 103 S.Ct. 2764, 77 L.Ed.2d 317 (1983); Clinton v. City
of New York, 524 U.S. 417, 440, 118 S.Ct. 2091, 141 L.Ed.2d
393 (1998); see U.S. Const., Art. I, § 7. Within that onerous
process, there are additional practical hurdles. A law must
be taken up for discussion and not passed over in favor of
more pressing matters, and Senate rules require 60 votes to
end debate on most legislation. And even if the House and
Senate agree on a general policy, the details of the measure
usually must be hammered out in a conference committee and
repassed by both Houses.
3
A proper understanding of our doctrine of stare decisis does
not prevent us from reexamining Brulotte. Even the Court
does not defend the decision on the merits. I would reconsider
and overrule our obvious mistake. For these reasons, I
respectfully dissent.

All Citations
--- S.Ct. ----, 2015 WL 2473380, 15 Cal. Daily Op. Serv. 6474

Footnotes

*
1
2

The syllabus constitutes no part of the opinion of the Court but has been prepared by the Reporter of Decisions for the
convenience of the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct. 282, 50
L.Ed. 499.
Petitioner Robert Grabb later acquired an interest in the patent. For simplicity, we refer only to Kimble.
In Brulotte, the patent holder retained ownership of the patent while licensing customers to use the patented article in
exchange for royalty payments. See 379 U.S., at 29–30, 85 S.Ct. 176. By contrast, Kimble sold his whole patent to obtain
royalties. But no one here disputes that Brulotte covers a transaction structured in that alternative way.
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See, e.g., Scheiber v. Dolby Labs., Inc., 293 F.3d 1014, 1017–1018 (C.A.7 2002) (Posner, J.) (Brulotte has been “severely,
and as it seems to us, with all due respect, justly criticized.... However, we have no authority to overrule a Supreme
Court decision no matter how dubious its reasoning strikes us, or even how out of touch with the Supreme Court's
current thinking the decision seems”); Ayres & Klemperer, Limiting Patentees' Market Power Without Reducing Innovation
Incentives: The Perverse Benefits of Uncertainty and Non–Injunctive Remedies, 97 Mich. L.Rev. 985, 1027 (1999) (“Our
analysis ... suggests that Brulotte should be overruled”).
The only legal erosion to which Kimble gestures is a change in the treatment of patent tying agreements—i.e., contracts
conditioning a licensee's right to use a patent on the purchase of an unpatented product. See Brief for Petitioners 43.
When Brulotte was decided, those agreements counted as per se antitrust violations and patent misuse; now, they are
unlawful only if the patent holder wields power in the relevant market. See Act of Nov. 19, 1988, § 201, 102 Stat. 4676
(adding the market power requirement in the patent misuse context); Illinois Tool Works Inc. v. Independent Ink, Inc., 547
U.S. 28, 41–43, 126 S.Ct. 1281, 164 L.Ed.2d 26 (2006) (relying on that legislative change to overrule antitrust decisions
about tying and to adopt the same standard). But it is far from clear that the old rule of tying was among Brulotte 's
legal underpinnings. Brulotte briefly analogized post-expiration royalty agreements to tying arrangements, but only after
relating the statutory and caselaw basis for its holding and “conclud[ing]” that post-patent royalties are “unlawful per
se.” 379 U.S., at 32, 85 S.Ct. 176. And even if that analogy played some real role in Brulotte, the development of tying
law would not undercut the decision—rather the opposite. Congress took the lead in changing the treatment of tying
agreements and, in doing so, conspicuously left Brulotte in place. Indeed, Congress declined to enact bills that would
have modified not only tying doctrine but also Brulotte. See supra, at –––– (citing S. 1200, 100th Cong., 1st Sess. (1987),
and S. 438, 100th Cong., 2d Sess. (1988)). That choice suggests congressional acquiescence in Brulotte, and so further
supports adhering to stare decisis.

End of Document
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April 15, 2013 Update

FACTS AND TRENDS REGARDING USITC SECTION 337 INVESTIGATIONS
Prepared by the U.S. International Trade Commission

The U.S. International Trade Commission (USITC) adjudicates allegations of unfair methods of
competition and unfair acts involving imported articles under Section 337 of the Tariff Act of
1930 as amended, 19 U.S.C. § 1337. Most Section 337 investigations involve allegations of
infringement of patents or other intellectual property rights. Facts and trends regarding certain
aspects of Section 337 proceedings are provided below.
1. Increased Caseload
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Section 337 investigations have increased significantly over the past five years and are expected
to remain at elevated levels. A shortage of courtrooms has hampered scheduling of evidentiary
hearings in recent years.
In
337 Investigations Instituted by Calendar Year
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A substantial number of Section 337 investigations involve IP-based matters regarding high tech
products. Computer and telecommunications products accounted for about 25 percent of new
investigations instituted in
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2.

Domestic Industry Requirements & Non-Practicing Entities

An essential element of a Section 337 violation is the domestic industry requirement. The
complainant must show that it has made sufficient investments in the United States with
respect to articles protected by the IP right concerned. The statute was amended in 1988 to
allow IP rights-holders that do not manufacture products (i.e., non-practicing entities or NPEs)
to obtain remedies at the USITC. Congress made note in amending the statute that inventors,
universities, start-ups, and other entities that conduct research and development, engineering,
or licensing activities are equally entitled to Section 337 relief as are manufacturing industries.
An issue receiving some attention is whether certain NPEs should be permitted to obtain relief
against infringing imports at the USITC. No commonly understood definition of an NPE exists.
For analytical purposes, the Commission used the following categories:



Category 2 NPEs. Entities that do not manufacture products that practice the asserted
patents and whose business model primarily focuses on purchasing and asserting
patents.
Category 1 NPEs. All other entities that do not manufacture products that practice the
asserted patents, including inventors who may have done R&D or built prototypes but
do not make a product covered by the asserted patents and therefore rely on licensing
to meet the domestic industry requirement; research institutions, such as universities
and laboratories, that do not make products covered by the patents, and therefore rely
on licensing to meet the domestic industry requirement; start-ups that possess IP rights
but do not yet manufacture products that practice the patent; and manufacturers
whose products do not practice the asserted patents.

Some commentators have suggested that NPE filings, particularly by Category 2 NPEs, account
for the increased caseload at the USITC because of the U.S. Supreme Court’s decision in eBay,
Inc. v. MercExchange, LLC, which made injunctions more difficult to obtain in district courts.
However, those commentators have not offered a convincing analysis of the data on
investigation institutions to support this suggestion.
Commission Investigations Instituted 5/16/2006 - Q1 2013
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Data concerning NPE filings at the USITC show the following:

Since the eBay decision on May 15, 2006, the USITC instituted 301
investigations through the first quarter of 2013. Of these, Category 1 NPEs
accounted for 33 (or 11 percent). Category 2 NPEs accounted for 27 (or 9
percent).

Since the eBay decision issued, only four NPEs were successful in obtaining
exclusion orders: two Category 1 NPEs and two Category 2 NPEs. In each of
these four investigations, the involved NPE or its subsidiary developed the
technology at issue in the investigation.
3. Settlements
Public policy favors settlement of disputes. The USITC offers a mediation program that is
modeled on the U.S. Court of Appeals for the Federal Circuit’s mediation program and is
available to all parties in Section 337 investigations. To date in FY 2013, 28 parties in 13
investigations have sought mediation through this program. Nearly half of all investigations
instituted at the USITC ultimately terminate based on settlements or consent orders as the data
below indicate. Due to the relatively small number of NPE investigations, data breaking out
settlements by complainant category appear inconclusive, but the data do not show a greater
settlement rate for NPE investigations compared to non-NPE investigations.

Settlements
(5/16/2006 to Q1 2013)
Number of Completed Inv.

Number of Settled Inv.

Settlement Rates

Total Inv.
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206
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4. Number of Respondents
USITC jurisdiction and remedies are in rem, relating to the imported articles in issue. In 2008,
the U.S. Court of Appeals for the Federal Circuit, in Kyocera v. Int’l Trade Comm’n, rejected the
USITC’s long-standing practice of including within the scope of its remedial orders not only
infringing components but also downstream products containing such components that were
manufactured by non-parties who were not named respondents in its investigations. As a
result of this decision, commentators have observed an increase in the number of respondents
named in Section 337 investigations because complainants can no longer rely on the
3

pre-Kyocera USITC practice to reach non-party downstream products containing accused
components.
The data concerning named respondents show great variability across all investigations. The
table below shows the range of numbers of named respondents in USITC investigations. These
data include all named respondents regardless of whether the entities are related. In 2012, for
example, investigations instituted based on complaints filed by Category 1 NPEs ranged from 2
to 35 respondents; Category 2 NPE investigations ranged from 2 to 45 respondents; and all
other investigations ranged from 1 to 35 respondents. The average numbers of respondents by
complainant category are: Category 1 NPE--10.3 respondents; Category 2 NPE--14.6
respondents; and All Others--6.5 respondents. Due to the relatively small number of NPE
investigations, data for average numbers of respondents per investigation by complainant
category appear inconclusive.
Range of Number of Respondents
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Data concerning the total number of named respondents likewise indicate that the number of
named respondents varies substantially from year to year across all complainant categories.
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Today the White House announced major steps to improve incentives for future innovation
in high tech patents, a key driver of economic growth and good paying American jobs. The
White House issued five executive actions and seven legislative recommendations designed
to protect innovators from frivolous litigation and ensure the highest-quality patents in our
system. Additionally, the National Economic Council and the Council of Economic Advisers
released a report, Patent Assertion and U.S. Innovation, detailing the challenges posed
and necessity for bold legislative action.
In 2011, the President signed the Leahy-Smith America Invents Act (AIA), a landmark piece
of legislation designed to help make our patent system more efficient and reliable. As
technology evolves more rapidly than ever, we must ensure our patent system keeps pace.
As President Obama said in February, “our efforts at patent reform only went about halfway
to where we need to go. What we need to do is pull together additional stakeholders and
see if we can build some additional consensus on smarter patent laws.”
The AIA put in place new mechanisms for post-grant review of patents and other reforms to
boost patent quality. Meanwhile, court decisions clarifying the scope of patentability and
guidelines implementing these decisions diminish the opportunity to game the patent and
litigation systems. Nevertheless, innovators continue to face challenges from Patent
Assertion Entities (PAEs), companies that, in the President’s words “don’t actually produce
anything themselves,” and instead develop a business model “to essentially leverage and
hijack somebody else’s idea and see if they can extort some money out of them.” These
entities are commonly known as “patent trolls.” Likewise, the so-called “Smartphone Patent
Wars” have ballooned in recent years and today, several major companies spend more on
patent litigation and defensive acquisition than on research and development.
Stopping this drain on the American economy will require swift legislative action, and we are
encouraged by the attention the issue is receiving in recent weeks. We stand ready to work
with Congress on these issues crucial to our economy, American jobs, and innovation.
While no single law or policy can address all these issues, much can and should be done to
increase clarity and level the playing field for innovators.
LEGISLATIVE RECOMMENDATIONS
In that spirit, the Administration recommends that Congress pursue at least seven
legislative measures that would have immediate effect on some major problems
innovators face. These measures would:
1. Require patentees and applicants to disclose the “Real Party-in-Interest,” by
requiring that any party sending demand letters, filing an infringement suit or seeking
PTO review of a patent to file updated ownership information, and enabling the PTO or
district courts to impose sanctions for non-compliance.
2. Permit more discretion in awarding fees to prevailing parties in patent cases,
providing district courts with more discretion to award attorney’s fees under 35 USC 285
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as a sanction for abusive court filings (similar to the legal standard that applies in
copyright infringement cases).
3. Expand the PTO’s transitional program for covered business method patents to
include a broader category of computer-enabled patents and permit a wider range of
challengers to petition for review of issued patents before the Patent Trial and Appeals
Board (PTAB).
4. Protect off-the-shelf use by consumers and businesses by providing them with
better legal protection against liability for a product being used off-the-shelf and solely
for its intended use. Also, stay judicial proceedings against such consumers when an
infringement suit has also been brought against a vendor, retailer, or manufacturer.
5. Change the ITC standard for obtaining an injunction to better align it with the
traditional four-factor test in eBay Inc. v. MercExchange, to enhance consistency in the
standards applied at the ITC and district courts.
6. Use demand letter transparency to help curb abusive suits, incentivizing public
filing of demand letters in a way that makes them accessible and searchable to the
public.
7. Ensure the ITC has adequate flexibility in hiring qualified Administrative Law
Judges.
EXECUTIVE ACTIONS
Today the Administration is also announcing a number of steps it is taking to help
bring about greater transparency to the patent system and level the playing field for
innovators. Those steps include:
1. Making “Real Party-in-Interest” the New Default. Patent trolls often set up shell
companies to hide their activities and enable their abusive litigation and extraction of
settlements. This tactic prevents those facing litigation from knowing the full extent of
the patents that their adversaries hold when negotiating settlements, or even knowing
connections between multiple trolls. The PTO will begin a rulemaking process to require
patent applicants and owners to regularly update ownership information when they are
involved in proceedings before the PTO, specifically designating the “ultimate parent
entity” in control of the patent or application.
2. Tightening Functional Claiming. The AIA made important improvements to the
examination process and overall patent quality, but stakeholders remain concerned
about patents with overly broad claims — particularly in the context of software. The
PTO will provide new targeted training to its examiners on scrutiny of functional claims
and will, over the next six months develop strategies to improve claim clarity, such as
by use of glossaries in patent specifications to assist examiners in the software field.
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3. Empowering Downstream Users. Patent trolls are increasingly targeting Main Street
retailers, consumers and other end-users of products containing patented technology —
for instance, for using point-of-sale software or a particular business method. Endusers should not be subject to lawsuits for simply using a product as intended, and
need an easier way to know their rights before entering into costly litigation or
settlement. The PTO will publish new education and outreach materials, including an
accessible, plain-English web site offering answers to common questions by those
facing demands from a possible troll.
4. Expanding Dedicated Outreach and Study. Challenges to U.S. innovation using
tools available in the patent space are particularly dynamic, and require both dedicated
attention and meaningful data. Engagement with stakeholders — including patent
holders, research institutions, consumer advocates, public interest groups, and the
general public — is also an important part of our work moving forward. Roundtables
and workshops that the PTO, DOJ, and FTC have held in 2012 have offered invaluable
input to this process. We are announcing an expansion of our outreach efforts,
including six months of high-profile events across the country to develop new ideas and
consensus around updates to patent policies and laws. We are also announcing an
expansion of the PTO Edison Scholars Program, which will bring distinguished
academic experts to the PTO to develop — and make available to the public — more
robust data and research on the issues bearing on abusive litigation.
5. Strengthen Enforcement Process of Exclusion Orders. Once the U.S. International
Trade Commission (ITC) finds a violation of Section 337 and issues an exclusion order
barring the importation of infringing goods, Customs and Border Protection (CBP) and
the ITC are responsible for determining whether imported articles fall within the scope
of the exclusion order. Implementing these orders present unique challenges given
these shared responsibilities and the complexity of making this determination,
particularly in cases in which a technologically sophisticated product such as a
smartphone has been successfully redesigned to not fall within the scope of the
exclusion order. To address this concern, the U.S. Intellectual Property Enforcement
Coordinator will launch an interagency review of existing procedures that CBP and the
ITC use to evaluate the scope of exclusion orders and work to ensure the process and
standards utilized during exclusion order enforcement activities are transparent,
effective, and efficient.

+
HOME

BRIEFING ROOM

En Español

ISSUES

Accessibility

THE ADMINISTRATION

Copyright Information

PARTICIPATE

Privacy Policy

1600 PENN

USA.gov

https://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-patent-i... 7/1/2015

eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006)
126 S.Ct. 1837, 164 L.Ed.2d 641, 74 USLW 4248, 78 U.S.P.Q.2d 1577...

126 S.Ct. 1837
Supreme Court of the United States
EBAY INC. et al., Petitioners,
v.
MERCEXCHANGE, L.L.C.

West Headnotes (4)

[1]

Plaintiff seeking permanent injunction must
demonstrate that: (1) it has suffered irreparable
injury; (2) remedies available at law, such
as monetary damages, are inadequate to
compensate for that injury; (3) considering
balance of hardships between plaintiff and
defendant, remedy in equity is warranted; and
(4) public interest would not be disserved by
permanent injunction.

No. 05–130. | Argued March
29, 2006. | Decided May 15, 2006.
Synopsis
Background: Owner of patent for method of conducting online sales sued auction website operators for infringement.
The United States District Court for the Eastern District of
Virginia, Jerome B. Friedman, J., 275 F.Supp.2d 695, entered
judgment on jury's finding that patent was valid and had
been infringed, and awarded damages, but denied permanent
injunctive relief sought by owner. The United States Court
of Appeals for the Federal Circuit, 401 F.3d 1323,reversed in
part, finding that District Court had abused its discretion by
denying permanent injunction. Certiorari was granted.

1335 Cases that cite this headnote
[2]

Federal Courts
Injunction
District court's decision to grant or deny
permanent injunctive relief is act of equitable
discretion reviewable for abuse of discretion.

Holdings: The United States Supreme Court, Justice Thomas,
held that:
[1] generally applicable four-factor test for permanent
injunctive relief applies to disputes arising under Patent Act,
and

Injunction
Grounds in general; multiple factors

351 Cases that cite this headnote
[3]

Patents
Grounds in general; multiple factors
General equitable principles governing grant
of permanent injunction, and consequent fourfactor test for such relief, i.e. irreparable injury,
inadequacy of remedies at law, balance of
hardships favoring party seeking injunction, and
public interest, apply in context of disputes
arising under Patent Act; fact that Act confers
upon patent holder right to exclude others does
not render permanent injunction appropriate
any time infringement and validity have been
adjudged. 35 U.S.C.A. §§ 154(a)(1), 261, 283.

[2] in successful patent infringement action, patent holder's
willingness to license its patents and lack of commercial
activity in practicing patents do not preclude permanent
injunction.

Vacated and remanded.
The Chief Justice filed a concurring opinion joined by Justices
Scalia and Ginsburg.

1287 Cases that cite this headnote
Justice Kennedy filed a concurring opinion joined by Justices
Stevens, Souter, and Breyer.

[4]

Patents
Balance of hardships; irreparable injury
In successful patent infringement action, patent
holder's willingness to license its patents, and
lack of commercial activity in practicing patents,
do not, by themselves, establish that holder
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would not suffer irreparable harm if permanent
injunction against infringing party did not issue;
thus, those facts by themselves do not preclude
injunctive relief. 35 U.S.C.A. § 1 et seq.

STEVENS, SOUTER, and BREYER, JJ., joined, post, p.
1842.

Attorneys and Law Firms
305 Cases that cite this headnote
Jeffrey P. Minear for the United States as amicus curiae, by
special leave of the Court, supporting the respondent.

**1837 *388 Syllabus *
Petitioners operate popular Internet Web sites that allow
private sellers to list **1838 goods they wish to sell.
Respondent sought to license its business method patent to
petitioners, but no agreement was reached. In respondent's
subsequent patent infringement suit, a jury found that its
patent was valid, that petitioners had infringed the patent, and
that damages were appropriate. However, the District Court
denied respondent's motion for permanent injunctive relief.
In reversing, the Federal Circuit applied its “general rule
that courts will issue permanent injunctions against patent
infringement absent exceptional circumstances.” 401 F.3d
1323, 1339.

Jeffrey G. Randall, Skadden, Arps, Slate, Meagher & Flom
LLP, Palo Alto, California, Allan M. Soobert, Skadden, Arps,
Slate, Meagher & Flom LLP, Washington, D.C., Carter G.
Phillips, Counsel of Record, Richard D. Bernstein, Virginia
Seitz Sidley Austin LLP, Washington, D.C., Jay Monahan
eBay Inc., San Jose, California, for Petitioners.
Scott L. Robertson, Gregory N. Stillman, Jennifer A. Albert,
David M. Young, Brian M. Buroker, Hunton & Williams
LLP, Washington, DC, Seth P. Waxman, Counsel of Record,
William G. McElwain, Paul R.Q. Wolfson, John M. Golden,
Shirley Cassin Woodward, Wilmer Cutler Pickering Hale and
Door LLP, Washington, DC, for respondent.
Opinion
Justice THOMAS delivered the opinion of the Court.

Held: The traditional four-factor test applied by courts
of equity when considering whether to award permanent
injunctive relief to a prevailing plaintiff applies to disputes
arising under the Patent Act. That test requires a plaintiff to
demonstrate: (1) that it has suffered an irreparable injury; (2)
that remedies available at law are inadequate to compensate
for that injury; (3) that considering the balance of hardships
between the plaintiff and defendant, a remedy in equity is
warranted; and (4) that the public interest would not be
disserved by a permanent injunction. The decision to grant or
deny such relief is an act of equitable discretion by the district
court, reviewable on appeal for abuse of discretion. These
principles apply with equal force to Patent Act disputes. “[A]
major departure from the long tradition of equity practice
should not be lightly implied.” Weinberger v. Romero—
Barcelo, 456 U.S. 305, 320, 102 S.Ct. 1798, 72 L.Ed.2d 91.
Nothing in the Act indicates such a departure. Pp. 1839 –
1841.
401 F.3d 1323, vacated and remanded.
THOMAS, J., delivered the opinion for a unanimous
Court. ROBERTS, C.J., filed a concurring opinion, in
which SCALIA and GINSBURG, JJ., joined, post, p.
1841. KENNEDY, J., filed a concurring opinion, in which

*390 Ordinarily, a federal court considering whether to
award permanent injunctive relief to a prevailing plaintiff
applies the four-factor test historically employed by courts
of equity. Petitioners eBay Inc. and Half.com, Inc., argue
that this traditional test applies to disputes arising under
**1839 the Patent Act. We agree and, accordingly, vacate
the judgment of the Court of Appeals.

I
Petitioner eBay operates a popular Internet Web site that
allows private sellers to list goods they wish to sell, either
through an auction or at a fixed price. Petitioner Half.com,
now a wholly owned subsidiary of eBay, operates a similar
Web site. Respondent MercExchange, L.L.C., holds a number
of patents, including a business method patent for an
electronic market designed to facilitate the sale of goods
between private individuals by establishing a central authority
to promote trust among participants. See U.S. Patent No.
5,845,265. MercExchange sought to license its patent to
eBay and Half.com, as it had previously done with other
companies, but the parties failed to reach an agreement.
MercExchange subsequently filed a patent infringement suit
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against eBay and Half.com in the United States District Court
for the Eastern District of Virginia. A jury found *391 that
MercExchange's patent was valid, that eBay and Half.com
had infringed that patent, and that an award of damages was
appropriate. 1
Following the jury verdict, the District Court denied
MercExchange's motion for permanent injunctive relief.
275 F.Supp.2d 695 (2003). The Court of Appeals for
the Federal Circuit reversed, applying its “general rule
that courts will issue permanent injunctions against patent
infringement absent exceptional circumstances.” 401 F.3d
1323, 1339 (2005). We granted certiorari to determine the
appropriateness of this general rule. 546 U.S. 1029, 126 S.Ct.
733, 163 L.Ed.2d 567 (2005).

261, including “the right to exclude others from making,
using, offering for sale, or selling the invention,” § 154(a)
(1). According to the Court of Appeals, this statutory right to
exclude alone justifies its general rule in favor of permanent
injunctive relief. 401 F.3d, at 1338. But the creation of a right
is distinct from the provision of remedies for violations of
that right. Indeed, the Patent Act itself indicates that patents
shall have the attributes of personal property “[s]ubject to
the provisions of this title,” 35 U.S.C. § 261, including,
presumably, the provision that injunctive relief “may” issue
only “in accordance with the principles of equity,” § 283.

This approach is consistent with our treatment of injunctions
under the Copyright Act. Like a patent owner, a copyright
holder possesses “the right to exclude others from using his
property.” Fox Film Corp. v. Doyal, 286 U.S. 123, 127, 52
S.Ct. 546, 76 L.Ed. 1010 (1932); see also id., at 127–128, 52
S.Ct. 546 (“A copyright, like a patent, is at once the equivalent
II
given by the public for benefits bestowed by the genius
and meditations and skill of individuals and the incentive
[1] [2] According to well-established principles of equity,
to further efforts for the same important objects” (internal
a plaintiff seeking a permanent injunction must satisfy a fourquotation marks omitted)). Like the Patent Act, the Copyright
factor test before a court may grant such relief. A plaintiff
Act provides that courts “may” grant injunctive relief “on
must demonstrate: (1) that it has suffered an irreparable
such terms as it may deem reasonable to prevent or restrain
injury; (2) that remedies available at law, such as monetary
infringement of a copyright.” 17 U.S.C. § 502(a). And as
damages, are inadequate to compensate for that injury;
in our decision today, this Court has consistently rejected
(3) that, considering the balance of hardships between the
invitations to replace traditional equitable considerations with
plaintiff and defendant, a remedy in equity is warranted;
a rule that an injunction automatically *393 follows a
and (4) that the public interest would not be disserved by
determination that a copyright has been infringed. See, e.g.,
a permanent injunction. See, e.g., Weinberger v. Romero—
New York Times Co. v. Tasini, 533 U.S. 483, 505, 121 S.Ct.
Barcelo, 456 U.S. 305, 311–313, 102 S.Ct. 1798, 72 L.Ed.2d
2381, 150 L.Ed.2d 500 (2001) (citing Campbell v. Acuff–Rose
91 (1982); Amoco Production Co. v. Gambell, 480 U.S. 531,
Music, Inc., 510 U.S. 569, 578, n. 10, 114 S.Ct. 1164, 127
542, 107 S.Ct. 1396, 94 L.Ed.2d 542 (1987). The decision to
L.Ed.2d 500 (1994)); Dun v. Lumbermen's Credit Assn., 209
grant or deny permanent injunctive relief is an act of equitable
U.S. 20, 23–24, 28 S.Ct. 335, 52 L.Ed. 663 (1908).
discretion by the district court, reviewable on appeal for abuse
of discretion. See, e.g., Romero–Barcelo, 456 U.S., at 320,
[4] Neither the District Court nor the Court of Appeals
102 S.Ct. 1798.
below fairly applied these traditional equitable principles in
deciding respondent's motion for a permanent injunction.
[3] These familiar principles apply with equal force to
Although the District Court recited the traditional fourdisputes arising under the Patent Act. As this Court has long
factor test, 275 F.Supp.2d, at 711, it appeared to adopt
recognized, “a major departure from the long tradition of
certain expansive principles suggesting that injunctive relief
equity practice should not be lightly implied.” Ibid.; see also
could not issue in a broad swath of cases. Most notably,
Amoco, supra, at 542, 107 S.Ct. 1396. Nothing in the Patent
it concluded that a “plaintiff's willingness to license its
Act indicates *392 that Congress intended such a departure.
patents” and “its lack of commercial activity in practicing the
To the contrary, the Patent Act expressly provides that
patents” would be sufficient to establish that the patent holder
injunctions “may” issue “in accordance with the principles of
would not suffer irreparable harm if an injunction did not
equity.” 35 U.S.C. § 283. 2
issue. Id., at 712. But traditional equitable principles do not
permit such broad classifications. For example, some patent
**1840 To be sure, the Patent Act also declares that
holders, such as university researchers or self-made inventors,
“patents shall have the attributes of personal property,” §
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might reasonably prefer to license their patents, rather than
undertake efforts to secure the financing necessary to bring
their works to market themselves. Such patent holders may be
able to satisfy the traditional four-factor test, and we see no
basis for categorically denying them the opportunity to do so.
To the extent that the District Court adopted such a categorical
rule, then, its analysis cannot be squared with the principles
of equity adopted by Congress. The court's categorical rule
is also in tension with Continental Paper Bag Co. v. Eastern
Paper Bag Co., 210 U.S. 405, 422–430, 28 S.Ct. 748, 52
L.Ed. 1122 (1908), which rejected the contention that a court
of equity has no jurisdiction to grant injunctive relief to a
**1841 patent holder who has unreasonably declined to use
the patent.
In reversing the District Court, the Court of Appeals departed
in the opposite direction from the four-factor test. The
court articulated a “general rule,” unique to patent disputes,
“that a permanent injunction will issue once infringement
*394 and validity have been adjudged.” 401 F.3d, at
1338. The court further indicated that injunctions should
be denied only in the “unusual” case, under “exceptional
circumstances” and “ ‘in rare instances ... to protect the
public interest.’ ” Id., at 1338–1339. Just as the District
Court erred in its categorical denial of injunctive relief, the
Court of Appeals erred in its categorical grant of such relief.
Cf. Roche Products, Inc. v. Bolar Pharmaceutical Co., 733
F.2d 858, 865 (C.A.Fed.1984) (recognizing the “considerable
discretion” district courts have “in determining whether the
facts of a situation require it to issue an injunction”).
Because we conclude that neither court below correctly
applied the traditional four-factor framework that governs
the award of injunctive relief, we vacate the judgment of
the Court of Appeals, so that the District Court may apply
that framework in the first instance. In doing so, we take
no position on whether permanent injunctive relief should
or should not issue in this particular case, or indeed in any
number of other disputes arising under the Patent Act. We
hold only that the decision whether to grant or deny injunctive
relief rests within the equitable discretion of the district
courts, and that such discretion must be exercised consistent
with traditional principles of equity, in patent disputes no less
than in other cases governed by such standards.
Accordingly, we vacate the judgment of the Court of Appeals
and remand the case for further proceedings consistent with
this opinion.

It is so ordered.

Chief Justice ROBERTS, with whom Justice SCALIA and
Justice GINSBURG join, concurring.
I agree with the Court's holding that “the decision whether
to grant or deny injunctive relief rests within the equitable
discretion of the district courts, and that such discretion must
be exercised consistent with traditional principles of equity,
in patent disputes no less than in other cases *395 governed
by such standards,” ante, at 1841, and I join the opinion of
the Court. That opinion rightly rests on the proposition that
“a major departure from the long tradition of equity practice
should not be lightly implied.” Weinberger v. Romero—
Barcelo, 456 U.S. 305, 320, 102 S.Ct. 1798, 72 L.Ed.2d 91
(1982); see ante, at 1839.
From at least the early 19th century, courts have granted
injunctive relief upon a finding of infringement in the vast
majority of patent cases. This “long tradition of equity
practice” is not surprising, given the difficulty of protecting
a right to exclude through monetary remedies that allow an
infringer to use an invention against the patentee's wishes
—a difficulty that often implicates the first two factors of
the traditional four-factor test. This historical practice, as
the Court holds, does not entitle a patentee to a permanent
injunction or justify a general rule that such injunctions
should issue. The Federal Circuit itself so recognized in
Roche Products, Inc. v. Bolar Pharmaceutical Co., 733
F.2d 858, 865–867 (1984). At the same time, there is a
difference between exercising equitable discretion pursuant
to the established four-factor test and writing on an entirely
clean slate. “Discretion is not whim, and limiting discretion
according to legal standards helps promote the basic **1842
principle of justice that like cases should be decided alike.”
Martin v. Franklin Capital Corp., 546 U.S. 132, 139, 126
S.Ct. 704, 710, 163 L.Ed.2d 547 (2005). When it comes to
discerning and applying those standards, in this area as others,
“a page of history is worth a volume of logic.” New York Trust
Co. v. Eisner, 256 U.S. 345, 349, 41 S.Ct. 506, 65 L.Ed. 963
(1921) (opinion for the Court by Holmes, J.).

Justice KENNEDY, with whom Justice STEVENS, Justice
SOUTER, and Justice BREYER join, concurring.
The Court is correct, in my view, to hold that courts should
apply the well-established, four-factor test—without resort
to categorical rules—in deciding whether to grant injunctive
relief in patent cases. THE CHIEF JUSTICE is also correct
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*396 that history may be instructive in applying this test.
Ante, at 1841 – 1842 (concurring opinion). The traditional
practice of issuing injunctions against patent infringers,
however, does not seem to rest on “the difficulty of protecting
a right to exclude through monetary remedies that allow an
infringer to use an invention against the patentee's wishes.”
Ante, at 1841 (ROBERTS, C.J., concurring). Both the terms
of the Patent Act and the traditional view of injunctive relief
accept that the existence of a right to exclude does not dictate
the remedy for a violation of that right. Ante, at 1839 – 1840
(opinion of the Court). To the extent earlier cases establish
a pattern of granting an injunction against patent infringers
almost as a matter of course, this pattern simply illustrates the
result of the four-factor test in the contexts then prevalent. The
lesson of the historical practice, therefore, is most helpful and
instructive when the circumstances of a case bear substantial
parallels to litigation the courts have confronted before.
In cases now arising trial courts should bear in mind that in
many instances the nature of the patent being enforced and the
economic function of the patent holder present considerations
quite unlike earlier cases. An industry has developed in
which firms use patents not as a basis for producing and
selling goods but, instead, primarily for obtaining licensing
fees. See FTC, To Promote Innovation: The Proper Balance
of Competition and Patent Law and Policy, ch. 3, pp. 38–
39 (Oct.2003), available at http://www.ftc.gov/os/2003/ 10/
innovationrpt.pdf (as visited May 11, 2006, and available in
Clerk of Court's case file). For these firms, an injunction, and

the potentially serious sanctions arising from its violation,
can be employed as a bargaining tool to charge exorbitant
fees to companies that seek to buy licenses to practice the
patent. See ibid. When the patented invention is but a small
component of the product the companies seek to produce
and the threat of an injunction is employed simply for undue
leverage in negotiations, legal damages may well be sufficient
to compensate for the infringement *397 and an injunction
may not serve the public interest. In addition injunctive relief
may have different consequences for the burgeoning number
of patents over business methods, which were not of much
economic and legal significance in earlier times. The potential
vagueness and suspect validity of some of these patents may
affect the calculus under the four-factor test.
The equitable discretion over injunctions, granted by the
Patent Act, is well suited to allow courts to adapt to the rapid
technological and legal developments in the patent system.
For these reasons it should be recognized that district courts
must determine whether past practice fits the circumstances
of the cases before **1843 them. With these observations,
I join the opinion of the Court.

All Citations
547 U.S. 388, 126 S.Ct. 1837, 164 L.Ed.2d 641, 74 USLW
4248, 78 U.S.P.Q.2d 1577, 06 Cal. Daily Op. Serv. 3935,
2006 Daily Journal D.A.R. 5756, 19 Fla. L. Weekly Fed. S
197, 27 A.L.R. Fed. 2d 685

Footnotes

*
1
2

The syllabus constitutes no part of the opinion of the Court but has been prepared by the Reporter of Decisions for the
convenience of the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct. 282, 50
L.Ed. 499.
EBay and Half.com continue to challenge the validity of MercExchange's patent in proceedings pending before the United
States Patent and Trademark Office.
Section 283 provides that “[t]he several courts having jurisdiction of cases under this title may grant injunctions in
accordance with the principles of equity to prevent the violation of any right secured by patent, on such terms as the
court deems reasonable.”
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